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Commensurate in scope with claimed invention
.............................................................. 716.03(a)
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Sales figUreS .....ccoovviirece e 716.03(b)
Commonly owned patent ...........cccceveereneencnccnnenn 718
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Comparison with closest prior art .................... 716.02(e)
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Continuing application ................... 201.06(c), 201.06(d)
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Disclosure, sUfficiency ........ccccocvvveverencniennnnne, 716.09
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Consideration Of ..........cccoovinieieiine s 716.01
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Compared to opinion evidence................ 716.01(c)
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....................................................... 716.05
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Reexamination, ex parte ........cccceevvevvivevverenesenennnns 2258
Reexamination, inter partes ...........ccocceeevveverenrnnnn. 2658
Reference attributed to applicant ...........ccccceeenee. 716.10
SUFFICIENCY OF .. 716.09
SYNEIGISIM ..ot 716.02(a)
Skepticism of EXPertS.......cccoeverererievin v 716.05
TIMEIINESS ..o 716.01
Unexpected results, allegations..............cccccoceveenee. 716.02
Unexpected results, evidence...........c.cccoeevrvennn 716.02(a)
Advantages not disclosed or inherent............ 716.02(f)
Burden on applicant..........cccceveveieiinininnnnns 716.02(b)
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.............................................................. 716.02(d)
GENUS OF SPECIES ....vevvieeieeterieiesie e 716.02(d)
Range, claimed ..........cccocvvivvviinnieciccccens 716.02(d)
Weighing evidence of .........cccccovevvvivcinnnnn, 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented fileS.........coiiiiiii e 2205
Affirmation (See Oath; Declaration)
After final practice ........ccoecvvvvivvievievin s 706.07(f)
In transitional application .............cccccoeeveinenae 706.07(g)
In ex parte reexamination ...........ccccocvereerereneneenns 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
W Ao [o =T T LA o] o PSR 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service........ccccceeeienennne 1608, 1609
AIDS/HIV, petition to make special ............c.ccceene. 708.02
Algorithms ... 706.03(a), 2106, 2106.02
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ........ccccccvvervnnene 901.06(c)
Allowance and issue (See also Allowed application)
........................................................ Chapter 1300
Abandonment after ... 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s .........ccccooeveeveienennens 1302.04
Amendment, Examiner’s, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOICe ........ccevrrvreieirnne. 130
Amendment at time of ... 714.15
Amendment crossing in mail ............cc.ccoevevennenn, 714.15
Assigned application...........ccoceveviienniiniensieseneeen, 307
Assignment Division.........c.ccoceeveenen. 409.01(b), 1302.11
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Cancellation of claims after appeal ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation on nonelected claim by examiner’s
amendment ........cooveieinene e 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation of prior art.........ccccceeveveveieviesisiese e 1302.12
Claim for Official Gazette..........cc.cceoeveiirennne. 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(Q)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification..........c.ccoevvvvrivnvnininennnn. 903.07, 903.07(b)
Classification change after allowance.................... 903.07
Classification in another Technology Center ...903.07(b)
Companion application referred to..........c.co....... 1302.07
Copending application
File wrapper/history notations............. 202.02, 1302.09
Parent application data...........c.ccoceveeniiencnnnne. 1302.04
Retention label ... 1302.07
Correction of error after allowance ...........c...cc...... 714.16
CroSS-referenCe ....ccovevevere i 903.07(a)
D-10 NOLICE. ....ccuiieieieieiiieieiee et 130
Deceased inventor, notice of allowance............... 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(z), 1302.04, 1303.01
Drawing in patented file ...................... 608.02(i), 905.03
Erasure of markings .........ccoooveeviiinnniciencnenens 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation ............ccccoeviencinennennen, 1302.09
FiNal FEVIEW.....cvveiee v 1302
Formal matters ........ccoccovveveivieneieneenns 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
General FEVIEW .......ccvevevenere e 1302.01
INtErfErenCe .o 2303.01
Interference search .........cccccoceveenenne. 1302.08, 2304.01(a)
International classification ............ccoccvceviiiinnnns 903.09
Intervention by eXecutor...........ccccoevvvereeniennae 409.01(f)
Issue classification notations...........c.cccvcervirene. 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application ...........cccccoovvriiiiicinnns 1305
Listing Of references.........cococvvevviiennicnensene, 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of.... 714, 1302.04

Nonelected claims canceled by examiner’s amendment
............................................................. 821.01, 821.02

Nonelected claims eligible for rejoinder ....821 to 821.02
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Allowance, Reasons for--Amendment

Sec. No.

Notice of Allowability 1302.03
Notice of allowance (See Form letters and forms: Notice
of allowance)

Ordering allowed application...........cccoccecevenuenne. 1306.03
Patentability report, print disposal .................... 608.02(n)
...................................................................... 705.01(d)
Plant application ..........c.ccccocvvveiisienie e, 1611
Printer Waiting ........cccoovreieeiiicnce e 1309.02
PrO SE .o 707.07(j)
Protest against iSSUE .........ccovervrererineneeeee e 1901
Reasons for allowance (See Reasons for allowance)
RECOrd rOOM ...t 905.03
Reference listing .........cccoooviiieniiiniciccce e 1302.12
Reissue application ..........cccooevevveniienennienecee 1455
Rejection after allowance........... 706.04, 706.05, 1308.01
Rejoinder of claims.........c.ccccocevvrnnnne. 821.04, 1302.04(h)
Related applications, file wrapper/history notations
........................................................... 202.02, 1302.09
Related applications, retention label.................... 1302.07
Reopening prosecution ..........ccccevvevereienerennnens 1308.01
Retention 1abels .........cccooerviviiiinciicieee 1302.07
Review by examiner .........cccocvvveviiecvieiencieinens 1302.01
Review by primary examiner...........c.ccoceevrvinenns 903.07
Rewritten specification requirement.................. 1302.02
Secret application..........cccceeeveveiieienninenn, 130, 1304.01
Signing file Wrapper.........ccccooeveiveiciieiceies 1302.13
Special ....covvvriiiiiie 708.01, 710.02(h), 1301
Specification, clean copy required............c........ 1302.02
Statement of iINVENtion .........c..ccocvvvveveicncnenenn, 1302.01
Supplemental oath after...........cccccovvvvivivvvirenne, 603.01
Terminology correspondence of specification and claims
........................................................................ 1302.01
Title of iINVENLION ...ocvviveiee 1302.01
Title change by examiner..........coccocvvreinenncnnenn, 606.01
Title search, continuing application............cc.ccccvev.ne. 306
TraNSTY . 903.08
Undelivered notice of allowance ..............c....... 1303.02

Withdrawal from issue (See Withdrawal from issue)
Withholding from issue, secrecy order application

130, 1304.01
Allowance, Reasons for (See Reasons for allowance)
Allowed application (See also Allowance and issue)

DefiNitioN.....cccoveieecee e 203.04
Express abandonment of ............ccccocvviviiviriiinennn, 711.01
File wrapper data ........ccccooeevvenieieneiceee e 1302.09
OFdEIING ..ceiviieiiiie et 1306.03
REJECTION ... 1308.01

Sec. No
Suggesting claim for interference............ccococevevenee. 1003
Allowed claim, reJection.........ccocveivereieneieseneeens 706.04
By Board of Patent Appeals and Interferences....1213.02
Alpha sUBbCIasS ..o 903.07
Alteration of application after execution................ 605.04(a)
Alteration of application before execution ............cc.cc..... 506
................................................. 601.01(a), 602, 608.01
Alteration of patent application ............ccccoeerviinincinenns 506
Alternative phrase in claim (See also Indefinite claim)
................................................................... 2173.05(h)
Amended application..........ccccveeeveveveniese e 203.03
Amended application, inspection for transfer........ 903.08(c)
Amendment (See also RePIY) .....ccoovreiieniieniieiee, 714
Accidental entry ... 714.21
Adding excess Claims............ccoevevvereevenieieninnennens 714.10
After abandonment...........ccocevveiiiininnnnn, 711.02, 714.17
After all claims allowed ...........ccocooiiiiiiiiicnns 714.14
After allowance
APProval ..o 714.16, 1002.02(d)
Canceling claim .......cccccoveviiiieiiniiseeeeee 714.16
ENtry in part ..., 714.16(e)
Examiner’s action ........... 714.16, 714.16(d), 714.16(e)
EXCeSS ClaimS .......ooveiiiiiiee 714.16(c)
Formal matters ..........coceovvrvirennnn, 714.16, 714.16(d)
Handling......ccoeveveie s 714.16(d)
Mailed before allowance............ccoccooevvnvncnnnnn. 714.15
Motion under Rule 41.208(c)(2) (formerly under Rule
1.633(C)(2)).vvenererereninieininiee e 714.16(b)
Patentability pointed out ... 714.16
Reason for adverse action ................ 714.16, 714.16(d)
Renumbering claims ..........ccccooeveiininennne, 714.16(e)
Secrecy order application.............ccccoeu... 130, 1304.01
After eXxaminer’s aNSWEN ..........coveverereresesesnnnnns 1210
After appeal, before examiner’s answer ........... 714, 1207
After Board decision .............cce.e.. 1002.02(d), 1214.01
......................................................... 1214.06, 1214.07
After death of attorney or agent ..........ccocceveerereene. 406
After final rejection.................. 706.07(f), 714.12, 714.13
Examiner determines compliance with 1.121 ....714.18
Non-compliant amendment, treatment of ................ 714
After final rejection, entered in part............cocue.ee. 714.20
Applicants must Sign ........c.cccoeeeveeieieienenie 714.01(a)
At alloWanCe.........covevieiiriierce e 714.15
Attorney not of record..........cccccvvvrvrnrinnn 405, 714.01(c)
Basis in disclosure ........c.ccocvvvvevieviiicieinens 608, 706.03(c)
......................................................... 2163.03, 2163.07
Before first action..........cc.cccceveene. 608.04(b), 714.01(e)
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Amendment--Amendment
Sec. No. Sec. No.
Board rejection avoided...........cccoeevvevererennninnn 1214.01 Drawing COrreCtion ........cccceeevevvevereereeresennns 608.02(x)
By replacement paragraph or section...........c.cccceevenee. 714 Drawing New Matter.........ccocvevveerenieieneneeennens 608.04
By substitute specification .............cccoceeeneiiicnennne. 714 LSE e 714.19
Canceled matter restored ...........cccceevrvenene 608.01(s), 714 Paper NUMDEN ... 714.21
Canceling all claims................ 706.07(h), 711.01, 714.19 Period for reply expired .........ccooovverienennnnnnn, 714.17
Canceling appealed claims................ 1215.01 to 1215.03 Preliminary amendment ..........ccccevvevereriennn, 714.01(e)
Claim added, terminology basis.........c..c.ccoen.... 608.01(0) Second (or subsequent) supplemental reply.. 714.03(a)
......................................................... 2163.03, 2163.07 Substitute specification unnecessary..... 714.19, 714.20
Claim numbering ............ 608.01(j), 1302.01, 1302.04(9) Unduly interferes with preparation of Office action
Claims e 714.03(a)
Added in excess of number of claims previously paid ENtry direCtions .......ccccvevevcieieie e 714
(0] SR 607, 714.10, 714.16(c) DEfECLIVE....uiivicicecece e 714
Clean Version .........ccceeevrenneennen. 714,714.13, 714.16 Entry inadvertent...........ccocoereneinncninceeees 714.21
Marked-up VErsion..........ccoeveineriinescnescneens 714 Entry in ex parte reexamination ...........cc.cceeeereenen. 2234
Status 1dentifiers........cccoovvivivicvcieice e 714 Entry in inter partes reexamination...........c..cc.coove.ne. 2670
Complete reply required ........cccevvevennne. 714.02, 714.04 Examiner’s (See Examiner’s amendment)
Consolidating pending claims..........c..cccc..... 714,714.13 Excess claims added............c..cccveuennene. 714.10, 714.16(c)
.......................................................................... 714.16 Facsimile ..o . 502,01
COPIEI COPIES ..ttt 714.07 Fees, additional ..........cocecvvervineiiiicice 710.02(c)
Copying patent claim (See Claim presented File wrapper endorsement............cc.cov..ee. 714.18, 719.01
corresponding to claim of patent) Filed with application............cccccovvvereieneiinnnnns 601.01(a)
Crossing mailing of allowance.........c..cccccceevvennenn. 714.15 Formal matters, compliance with ............ccccoovvenee 714.02
D-10 notice preceding........c.coceverveerereneneesesieennene 130 FUlly reSponSiVe ........ccooveiieiiinciiccesc e 714.02
Date oOf receipt........ccocevvvvrerenennns 505, 710.01(a), 714.18 HEadiNG ..o 502
Date stamp Immediate iNSPECtioN .........cccvvvveievieere e 714.05
Office date ......coeevvvrviercinens 505, 710.01(a), 714.18 IMproper Signature .......cc.cooeevvereienerienens 714.01(a)
TC receipt date .......cocooeveneneiiiicee e T14.18 714.01(c), 714.01(d)
Declaration.........coocveereiineneiseee e 602.01 Ratification..........ccocovvieiinice e 714.01(a)
Defective, directions for entry ..........c.ccoceveenennn 714.20 INACCUIALE ... 707.07(h)
Delivered to wrong Technology Center................ 508.01 Incomplete reply......cccevvvvvieiennne 711.02(a), 711.03(a)
Discharged attorney or agent.........c.ccoecevevveiennns T14.19 714.02 to 714.04, 2266.01
Disapproval of preliminary amendment ........... TL4.01(E) 2666.30, 2671
.................................................................... 1002.02(d) Time for completing..........................710.02(c), 714.03
Disapproval of second or subsequent reply ......714.03(2) 2266.01, 2666.30
DiSCOUIEOUS .....evveverersirsie e 714.19, 714.25 Increasing claims in excess of number of claims
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01 previously paid for..........ccccccevvnnene. 714.10, 714.16(c)
In reissue application...........cccoereerenseneniseens 1413 Ink, NOt PErmanent ..o 714.07
Drawing, diSposition ...........cccocveienirnienennennns 608.02(x) Inspection by eXaminer ..........ccoceevvenvienennennen, 714.05
Drawing, new matter..........cccccoeererverrnne. 608.04, 714.19 Inventorship (See Correction of inventorship)
D01 ] T L= TS 719.01(a) Jurisdiction of application not with examiner ....... 714.16
Easily erasable paper forbidden................ TL4.07, 71419 e 714.19, 1305
Entered in part.........ccoeoveieineniineeeee s 714.20 LAl 710.02(d), 711, 714.17
Entered in part, after allowance, 37 CFR 1.312 Literature citation in specification................... 608.01(p)
...................................................................... 714.16(e) Manner of making........ccccoeevevevinivinsinsinseerieseennn. 114
ENEIY oo 714.18, 719.01(a) Motion under 37 CFR 41.208(c)(2), Application in issue
Entry denied..........cccovviiiniinene. T14.17, 71419, 71421 e 714.16(b)
Appeal Case.....c.cooveivreieereeeeee e 1207, 1214.07 Name change on file wrapper.......... 605.04(c), 719.02(b)
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American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
New matter.........ccoevvevrvrninnns 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of .................. 714
........................................................................ 1302.04
Nonentry (See also Amendment: Entry denied) ... 714.19
NOt entered.......ccoevveeeeeiiiicieceee e 714.19, 714.21
Not fully responsive...........cccceevrvrvnnnns 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........ccccviviieiiie e 602.01
Obijectionable remarks.........c..ccccvevvevennnne. 714.19, 714.25
OF ClaIMS...viiiicicecce s 714
Of specification...........cocoviieiieiiiie e, 714
Office date stamp........cccvevrennen. 505, 710.01(a), 714.18
Paper NUMDET .........cccoviveieeee e 714.18
Patentability pointed out............ccccvrenne. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.ccoovvveeenne. 714.07,714.19
Petition NON-entry ........cccceevvevevevenie s 1002.02(c)
Plant application ..........c.cccccceviiieiiiieie e, 1610
Post Office address, Applicant...........cccccoeevevnenen. 605.03
Preliminary ... 506, 714.01(e)
Canceling all claims.........cc.ccccccvnennee 601.01(e), 711.01
Denial of entry .....ccccvevvvvieiicececee s 714.01(e)
EXCESS ClaimS.......cooovriiiiiieicecee e 506, 714.10
Filed with application ..........cccccooeeviiiiiinnne 714.01(e)
Manner of making ..., 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application..........cccceovvvervineneiiescnnes 1121
Referred to in oath/declaration.............. 601.01(a), 602
To lessen filing fee ... 607
Ratification
Signature defective .........ccccvevviviivccccccecen, 714.01(a)
RECEIPL ..o 501 to 505, 511, 512
Received after allowance..............c......... 714.15, 1303.01
Reexamination ..........cecceevveveeeeinnen, 2250, 2666.01, 2672
REISSUE ..ot 714, 1453
Requirements of ..o, 714.02
Residence change........ccooveienennieneiccesee 719.02(b)
RESPONSIVE ...t 714.02, 714.04
Return, after entry on file wrapper..........c.ccccoeueu. 719.01
RIbbON COPY...oovvvcicecrcec e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ..........ccoceevverciencncnnne, 714.18

Sec. No.
Signature improper........cccceveveenenn. 714.01(a), 714.01(c)
..................................................................... 714.01(d)
Signature MisSing ........ccoovevvvereiiineecsenes 714.01(a)
Signature required .........ccoeevvereiinenscnenes 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner.... 714.13, 714.16, 714.18
Supplemental...........ccoeviiniini 714.03(a)
Support by original claim........c.ccccccevveviviininnnnns 608.01(1)
Telephone nUMber ... 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file ...........c..ccce.e... 508.03
UNSIGNEd ..o 714.01(a)
Ratification of .........cccoceviiinnnnn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
ANalogous Art ........ccceeeenennn 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ........c.ccccovviveiiiic e, 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........cccoeevreiiennnn 707.07(f)
Answer on remand...........cc.cceeerennns 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVercome ........ccocveveveveenern v 2132.01
ANalogous art ........cceevevvererenese e 1504.02, 2131.05
Definition Of ..o 2131
GeNUS-SPECIES ...ttt 2131.02
Generic chemical formula..........cccccooeviiiinnne, 2131.02
Meaning of
“BY Others” ..o 2132
“IN this COUNTIY” ..o 2132
“Known or used”......cccoceveveveieniennens 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period .......ccccvevvevereereresienesesnneenns 2133
On sale (See On sale)
Ranges claimed ..........cccoovveiviviiiiiescce e 2131.03
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A.P.C. publications--Appeal

Sec. No.
Rejections based on publications and
PALENTES oot 2133.02
Prima facie Case........ccooeiereniiini e 2132.01
Public use (See Public use)
Secondary considerations, evidence of ............... 2131.04

A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)

Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(g)
APPEAL ..o Chapter 1200
ADandonmMeNt..........ccooeviiieiniee s 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoeevnnineniinnn 1204
Affidavit after appeal............c.......... 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s ansSwer ..............c....... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1207
Amendment for purpose of ..........cccceee. 714.12,714.13
Amendment makes application allowable ............... 1207

Answer, Examiner’s (See Examiner’s answer)

BT - 1206
In ex parte reexamination.............ccccvevvnernenennas 2274
In inter partes reexamination................ 2675, 2675.01
IN TEISSUE ..ot 1454

By patent OWNEr.........coooeiiiiiiiiiie e 1205

Cancellation of withdrawn claims ..................... 1214.05

Civil [itigation ........ccooevveiiiiiieeeee, 1216.02

Claims copied from patent, time limit .............. 710.02(c)

Claims included .........c.cccoeevrennene. 1205, 1205.02, 1206

Composition of the Board..........cccccoveeieeieiencne 1203

Concurrently with interference ..........ccccoeevveinenns 1210

Concurrently with prosecution before examiner...... 1210

Conference......coovveveireneeneeesee 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677

Correspondence address for litigation......... 501, 1216.01

COUM et 1216

Court, Federal Circuit .........cccoocvvvniereienenniienas 1216.01
Of an inter partes reexamination................ 2682, 2683

Decision by BOard ...........ccoovevreniniiieneinenee e 1213
Of an inter partes reexamination................ 2681, 2682

DiSMISSal.....cveeeeieie e 1215.04

EXaminer revVersed ........cccocceveneinenecsenienennnn, 1214.04

Examiner sustained ...........ccocoverveeveienenieiesieenns 1214.06

EXamINEr’s @NSWET ........cceivrerieenerieesieeeesieeeeeneens 1208

Failure to prosecute appeal ..........cc.ccovevrervriennn. 1215.04
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Sec. No.
Fee (See also FEe) ..vvvvvvviveieiecece e 1205, 1208
From Board decision ..........ccccccevervevennan. 1216 to 1216.02
HEAING ... 1209
Inter partes Reexamination...............c.cc..... 2674 to 2680
FIOWChArtS........coveievece e 2601.01
INtrOAUCTION ... 1201
JURISAICHION ..o 1210
Matter SUDJECt tO........cervevreiiirinne Introduction, 706.01
Multiplicity rejection..........ccccovvvvciriincnnnne, 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWEN ...ttt 1207, 1208
New matter affecting claim...........cccooevnennn 608.04(c)
NOLICE OF . 1205
Order for complianCe ........ccocveveveveninie e 1210
Oral heariNg......cccvvevere v 1209
Reexamination, X parte ..........ccocevvvvrerenereennenns 2276
Reexamination, inter partes...........cccoeevereennenn. 2680
Patentability report Case ........c.ccoceeveriieneennen. 705.01(a)
Primary examiner’s attention ..........cccccceevvvvieennnne. 1004
Procedure after Board decision ................. 1214, 1214.01
...................................................... 1214.03 to 1214.07
Protestor participation ...........c.ccoeeeveneieneneennen. 1901.07
Publication of Board decision ...........ccccocevveuennen. 1213.03
Real party ininterest ........cccceeevevieiieiennnnenns 1206, 1208
Rehearing by Board...........c.ccooevvennene. 1214.01, 1214.03
Reexamination, X Parte........c.ccoceeeverirenereneneennen, 2273
Reexamination, inter partes............c.ccoe..e. 2674 to 2680
Remand by Board.............c........ 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ...........cccooevvrenecnen. 1216.01
Remanded application made special ..................... 708.01
Reopening of prosecution after appeal..................... 1208
Reopening of prosecution............cccocevevenciennns 1214.07
Reply brief to examiner’s answer..........c.ccccoceveennen. 1208
Requirement by board to address matter .................. 1212
Secrecy order application..........ccccocevviennns 130, 1304.01
SIR application..........cccccviiiiviiiciercce e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief..........ccccoviiiiiiiinnn, 1208
Supplemental examiner’s answer............ 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case ......coovverieiiiie e 1213



INDEX

Appealable matter not petitionable--Application

Sec. No.
Suspension pursuant to 37 CFR 1.56(d) .................. 1213
Time for filing brief.......c.cccooiiiiiee 1205.01
Withdrawal ...........c.ccooveenen. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ... 1205
Withdrawal, partial ...........ccooveeerennnnnn. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim Sets..........cccocnviiinnincinnn. 1121
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification ...........c.ccccocevvinenne 711.04(c)
Administrator or executor......... 409 to 409.01(f), 605.05
Age, special Status.........cccovveveieiieieieciereseie e 708.02
Citizenship ....oooeeiie 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
DiSCOUMESY ...eouvenieieieenierieeieie e 714.19, 714.25
Health, special status..........ccccvvvvieinrierciincie s 708.02
[ =TT 409.01(a), 409.01(d)
International application ...........ccccccceeieienine 1805, 1810
.................................................... 1817.01, 1820, 1821
JOINE (oo 201.02, 201.03, 2137.01
Mailing address.........ccocevviereienenieneee e 605.03
Name change ........ccoovvevevernninnnnns 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address ........coceveiereneneninieeiee e 605.03
POWer 10 INSPECL.......cveiiirieiieierc e 104, 106
Reply (See Amendment; Reply)
REQUIrEMENTS ....ocvvceeeeeece e 2137.01
RESIAENCE....cceiviieicieieere e 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature........ccocevevveeene 605.04(a), 605.04(e), 605.04(f)
Small entity Status.........cccocerviiiniiiieereees 509.02
SOIE ot 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure..........c.ccocccveniiinnnne 608.01(b)
Acceptance of 37 CFR 1.47 ......cccoocvvvvvvvieanne 409.03(h)
Acknowledgment........ccoeveveiivccnnecee e 503
AAAress MISSING ......ovverieiiireieeseese e 403
Allowable except as to form..........c.c.c.... 706, 710.02(b)
Allowed
Definition......cccooviiiiiiiise 203.04
File wrapper data..........ccocoveviveinencineieenn, 1302.09
OFAEIING..cvviveeeieeiirieee e 1306.03
REJECTION.....coviiiiciecc e 706.05, 1308.01

Sec. No.
Amended definition...........ccovierneiinicie 203.03
ATangement........coovevvereeneree e 601, 608.01(a)
Design application................... 1503, 1503.01, 1503.02
Assigned (See also Assignee; Assignment)
AACCESS ..ttt 106
ANIOWANCE ... 307
Conflicting subject matter........ 706.02()(2), 706.02(K)
706.02(I) to 706.02(1)(3), 706.03(k), 822,
2304.05
Inventor deceased.........ccoevveereiiireieienienens 409.01(e)
Assignment for examination
Office of Initial Patent Examination ...................... 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center
for examination .........cc.cccevvvnins 504, 903.08, 903.08(¢e)
Background of the invention...........cccccceeenine 608.01(c)
Best mode.........ccooeveriiiiiieee, 608.01(h), 706.03(c)
Brief description of the drawings............c.c....... 608.01(f)
Brief summary of the invention........................ 608.01(d)
British English spellings.........cccccoeveveievciciennn, 608.01
Certified COPY...cvevvereririreree e 608.01
Claim omitted.........cccooeiiiiiiiicceee e, 601.01(e)
Claim terminology ........cccccoevvvninineinenn 608.01(0)
Claims .....cccovvvvrrinnnne 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
.................................................................. 709.01, 822
Completeness .................. 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant............c.ccoeevnnene. 709.01, 804
.................................................................. 822, 822.01
CONENT ..o Chapter 600
Continuation (See also Continuation) ................... 201.07
Continuation-in-part
(See also Continuation-in-part)............c.ceeeeeenee. 201.08
DESIGN ot 1504.20

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DESIgN .. 201.06(d), 1502.01
Continuity between applications ...........cc.ccceevneene. 201.11
Control 0f aCCESS ....ccvvevvvriiieccrie e, 101, 103, 106
COPENABNCY ..e.vvcveeieeieie et 201.11
Copending, Design.........ccoceveeieienenenene e 1504.20
Correction of inventorship .........cccccoeveieienenenn 201.03
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Application--Application

Sec. No.
Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database ............ccccccuee.e.
.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating................. 201.11
Foreign application, file wrapper/history notation
.................................................................. 202.03
Foreign application, oath...................... 201.14, 202.04
Description of the related art............ccoceevvenee. 608.01(c)
Design (See Design application)
Detailed description ...........ccccevveveveverinrennnn, 608.01(g)
DISLrBULION ..o 508
Divisional (See also Divisional application)......... 201.06
DESIGN ..ttt 1504.20
Drawings, NECESSAY .......cccvvrvrrrveeereereereeseenees 601.01(f)
MisSing fiQUIES .....ccevvvvvveecreeeee e 601.01(g)
Effective filing date .......ccccceevevveriennnnn 706.02, 706.02(a)
Electronic submission oOf ...........ccocvvviiiniiniienenn, 1730
English [anguage..........ccocooeveiieneiienecceece, 608.01
EXamination........cccccovveeevevcnin s, Chapter 700
EXaMPIES....eiviiieieiieise e 707.07()
Facsimile transSmisSioN.........ccocevveeverenereienesienens 608.01
Fee, filing (See also Fee) ... 607
Field of the invention............ccocccviiiiiinnnn, 608.01(c)
File wrapper continuing (FWC)........cccccoevveeene. 201.06(b)
Filing date.......ccooovveivienceieen, 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ........ccccoccveevereneneenne. 707.02, 708.01
FONt. i 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMML.ciiiicc e Chapter 600
Government-owned
SPECIAL ... 708.01
Incomplete .....coooveveieviieee 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition......cccooeviviiiiicnce e 203.06, 506
Informal ..o 506, 702.01
DefiNitioN.....cccocvieeeece e 506
Primary examiner’s attention required ................. 1004
SEArCH ..o 702.01, 704.01
SPECIAL ... 708.01
INSPECTION. ...t 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
Invalid 0ath ........ccooeiiiice s 604.06
Issue fee not paid (abandoned) ........c..ccoeevrneneae 711.03(c)

Issue simultaneously with another application ... 1306.02
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Sec. No.
JUFISAICHION ..o 1305
Mode of 0peration ..........ccccoevererieiinieiienenns 608.01(h)
National application ...........c.cccevvreiinienciiiincsceie 201
National stage application .............cccccvvereviniincnenns 201
New, definition..........coeeevevivie e, 203.01
Nonprovisional ..........ccccceevevevennnennn, 201.04(a), 506, 601
NUMDET ..ot 502, 503, 506
Status of application Using ...........c.cceeereennen. 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(qg)
Ordered examination.............cccec...... 707.02, 708, 708.01
Overlapping
Common ownership ................. 706.02(f)(2), 706.02(k)
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Circulars (See also Publication)............c.ccce.e... Introduction
Citation of prior art
A.P.C. publications............ccccecvrerniinennnniens 901.06(c)
Abbreviatures ..o, 711.06, 711.06(a)
Abstract ..o 706.02, 711.06, 711.06(a)
Allowance, Listing at .......c.ccoovvieienenencnenenn 1302.12
Applicant’s........ccccocevenene. 707.05(b), 707.05(d), 1302.12
Complete data.........ccceverereninieneeeeee e 707.05(e)
Copies furnished..........ccoecrviiniiniciee, 707.05(a)
(000 ¢ 1-To! (o] o FA SRR 707.05(g)
Correction, period for reply.....c..ccoceveveiiiieinnnnn, 710.06
CroSS referenCesS .....cccveeere i 707.05(e)
Data USEd.......covevereeiiiiricienie e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications...........c..ccccvevee. 711.06, 711.06(a)
Electronic RESOUICES.......ccvcveveierieieiiesiesieinens 707.05(e)
EXamINer’s anSWET ..........ccoireiieieneene e 1208
Foreign language documents............ccocoeevvvrennnnne 706.02
Foreign patent data..........ccocvevenenne. 707.05(e), 901.05(a)
Foreign printed applications...........c.ccocceevvenene 901.05(b)
Form PTO-892 reproduced ..........ccccevveverreriennnnne. 707.05
INCOITECT ..o 707.05(g), 710.06
Literature, in specification............ccccocevvivnenn 608.01(p)
Mailing copy to patent owner..............ccceu.... 2206, 2208
MemOorandum .........ccccerveierenieieneneee e 707.06
NOLICES ..t 707.06
Order of liSting ......cccooveriieiieiice e, 707.05(c)
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Citizenship of applicant--Claim

Sec. No.
OFUEIS .ttt 707.06
Patents series, U.S. (See also Patent).................... 901.04
Periodical ........ccoceevvereiniiiiiieccinns 707.05(e), 901.06
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..............c........ 707.05(b), 1302.12
Priorartin patent..........cccccoeeevevenenn, 1920, Chapter 2200
Confidentiality .........cccovoeiiiiiniiiieiiee 2202, 2203
CONTENT .. 2205
Court deCiSION.....ccvviieieeieiee e 2207
[ P Lo | T ol 2206
Parties Who may Cite.........ccoceevviivevieieencie e 2203
Service on patent OWNEr ..........coceeereeeeieeneieneens 2208
Time for filing ..o 2204
Publications.........cccoceveviviiviie e 707.05(e)
REFErENCES. ....oveiiiieee e 707.05
Allowance in first action.........cc.ccoceevverieiennne 1302.12
From applicant............ccccooeeninnnnnne 707.05(b), 1302.12
Citizenship of applicant..........c.ccccoeviiniinniinennn, 605.01
Civil action under 35 U.S.C. 145 ........ccccevevnennen, 1214.01
................................................ 1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146.......cccccvvvrvvrenns 1216
ClaiMm ..o 608.01(i), 608.01(k)
“Adapted for” clauses in .........ccceeveereiiennnn. 2106, 2111.04
“Adapted to” clauses iN.........ccccecvveervrennn 2106, 2111.04
Added by amendment .........cccccevenininiicieienn, 608.01(0)
Results in change of inventorship...................... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed ............ccccveveneee. 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQregation .........cocceverireneiie e 2173.05(k)
Al alloWed........cooiiiie e 710.02(b)
All canceled ... 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection of .......cccceoevviiinnnne 706.04, 706.05
Allowed, Withdrawn appeal ..........cc.cceererennnn. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment)...............c..... 714
ANAIYSIS .o 904.01
Antecedent basis (See also Indefinite claim)..2173.05(e)
Basis in description........cc.ccoceevveriiiienens 608.01(0), 2171
Basis in disclosure .........cccccovvvvecvrencnninnn 608, 2163.03
Breadth........cccoooeiiiiiinn 2163.05, 2164.08, 2173.04
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Sec. No.

Broadening in reissue application ........ 1412.02, 1412.03
Dependent claim .........ccocoovvvveiinenninenccnn 1412.03
Cancellation by examiner after appeal ................ 1214.05
Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, old........ccccccevviviireieiciciece 2173.05())
Combination and subcombination.................... 806.05(a)
COMPIISING...cvvvvecirieieireee e 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially of..........cccccoeveveviniiiennne, 2111.03
Consisting of .......cccoceviviiiiiic 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........ccccocevrenen. 2111.01
Dependent .......ccccvvieieeieeiee e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application...........cccccoevvvvvircinenenn, 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPe........ccovvvrereireneise e 2173.05(h)
DisClaimer .......cccoeoviinciicieiiee 706.03(u), 710.02(d)
Double inclusion ..., 2173.05(0)
Duplicate .....ccevvevveveievese e 706.03(k), 2173.05(0)
Each mentioned in letter...........c.ccocoviiiniinnnnne 707.07(i)
EQUIVAIENCE ... 2183
Excess added by preliminary amendment over number of

claims previously paid for .........cc.ccoceeviinenns 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent........cccccevvvevveisiecieicseseeens 608.01(n)
File wrapper notation ............ccoocevenenenencnennens 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of maching.........cc.cceevevevciciesnnnnn, 2173.05(v)
Functional.........ccccoooeiiiiiiiie, 2114, 2173.05(g)
Generic (See also Generic claim)...........c.c...... 806.04(d)

................................................................... 2173.05(h)
Ilustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) .........ccccevvivernnenn, 2129
INACCUNALE ......viiiiiie et 2173.03



Claim presented corresponding to claim of patent--Claiming same invention

Sec. No.

Incomplete ....ccooveeeiivecce 707.07(j), 2172.01
INdefinite.....ccoovveviiieice s 706.03(d), 2173
INdependent...........coeverieieiene e 608.01(n)
INAEX 1ot 719.04
Indirect limitation ..o 706.03(d), 2173.05(f)
INFOrMAl ..o 702.01
International application ............cccccoeveveveieiciennnn, 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON i 2129
Linking.......coooevvvneieninicieen 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEriC......cccoevvevveveneresiene, 806.04, 821.04(a)
Linking, Traverse of rejection...........cc.ccoceeuenee. 818.03(d)
Markush ......ccccovvininiiniee 2173.05(h), 2173.05(0)
GENEIIC ..ottt 803.02
SUBGENUS. ...t 2173.05(h)
Y] o] 0] o AR 608.01(p)
Means (See also Means) .......cccvereeieeicieieneneiene 2181
MISSING +.vvviieiirieee e 601.01(e)
Multiple dependent............ccoovvveievevcriereeeene 608.01(n)
MUltIpliCItY ..oovvvecieecce 2173.05(h), 2173.05(n)
Negative limitation ..........ccccceevvviiniiecircieiennn, 2173.05(i)
New matter.........ccoceveererennns 608.04, 706.03(0), 2163.06
Reissue application ..........cccccovevvnincinennn, 1411.02
Nonelected invention...........cccccevvvvveseeennnenn, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added............cccceierrnnanne 821.03
NONSLALULOTY ....ooveeieeieie e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............ccccceverenene 1302.04(b)
NUMDBEIING ...vvcecieecce e 608.01(j)
Objection contrasted with rejection ...................... 706.01
Official Gazette (0.G.)..ccvvirvieniiriieieeieiie 1302.09
Omnibus claim ... 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Original ..o 608.01(1)
Patentably diStinct............ccocoooeioiiiiiiiice 706.03(k)
Plain meaning of claim term............c.cccooeneenen. 2111.01
Plant application ..........cccccocvvvvivivececiieieens 1605, 1610
PlUral.....coeeie e 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional.............ccocovoviininiciencceee, 2114
Product by process........c.ccoceevvericnennns 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RANGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)

Reissue application

Sec. No.
NUMDBEFING oo 1453, 1455
Original claim subject to reexamination ............... 1440
Printed in Official Gazette..........ccccooceviiiiiiennnne 1455
Same invention as original patent .................. 1412.01
Underlining and bracketing..........c.c.ccoevue. 1453, 1455
REJECLION ..o 706, 2121 to 2186
Relative terminology ..........ccocevvienervieniennen, 2173.05(b)
Renumbering at isSue ..........c.ccccveneee. 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Single Means ..., 2164.08(a), 2181
Single SENtENCE.......ovvvevreiceee e 608.01(m)
Species, how recognized.................. 806.04(e), 806.04(f)
Species (plural) added ...........ccocooviriniinenn, 818.02(b)
Statutory requirement...........cccooevvereiicnnenne. 608.01(k)
Subgenus (Markush type).........ccccocvvvvvienenn 2173.05(h)
Subject matter eligibility .........c.ccccoveveriienenn, 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make ........ccocoeiiineiiinceee 706.03(u)
Time limMit......oooii 710.02(c)
Summary of invention, consistent................... 608.01(d)
Terminology basis in description ..................... 608.01(0)
..................................................... 2173.01, 2173.05(a)
UNSUPPOIEd .......cevviviieinieieisieeecreens 2163.01, 2173.03
USE ClaiMS ..ot 2173.05(q)
Vague (See also Indefinite claim) ..706.03, 2171 to 2173
Varying SCOPE......ccueruererierieneesieeeeie e sie e aneas 608.01(m)
“Whereby” clauses iN........c.ccoeereneenen. 2106, 2111.04
“Wherein” clauses in.........ccccoveereneenen. 2106, 2111.04
With motion granted in part ...........ccoceeveinennennn. 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference).......cccovvvervcnenccnnnn, 710.04(a), 2304.4(a)
Appeal of reJection ..., 1205, 1210
Disclaimer rejection ..........ccocevveevennienennennen, 706.03(u)
Late amendment.........ocoovvvveenneieenee e 714.19
Not a reply to Office action..........cccccevevenennnne 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply .......cccovvvinennnenn 710.02(c), 710.04(a)
Prosecution CloSed...........coevrrreenincecnneennne 714.19
] 1101 o o 2303
TC Director’s attention .........c.ccccoveveieneneienecnnen, 1003
Rejection, Failure to reply t0.........cccoeveinennne 706.03(u)
SPECIAL ..ot 708.01
TC Director’s attention required ...........cccceeevvevinanns 1003
Time limit for reply ..o 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
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MANUAL OF PATENT EXAMINING PROCEDURE
Class, scope--Commaodity Control List (CCL)

Sec. No.
Class, SCOPE .....evverrrririrrerieieie e ste e sre e e 903.02(b)
Class, tranSTer........ocveicii i 903.05
Class definitioNS.........coccviiiiceie e 902.02

Classification (See also Patent classification) ....Chapter 900
Application (See Classification of application)

BaSIS. . ettt 903.02
BUIIELIN .o 902.04
DEfiNItioNS ...ocovevieice e 902.02, 902.02(a)
DESION ..t 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign patents.......ccovevevereresesnse e 903.03
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International..............cccccoeirnins 903.09
INAICES....i i 902.03
INfOrmation ........ccccvevvvvveevecc e 902.03(a)
Insight on USPTO Local Area Network........... 902.03(c)
INternational...........cooeeiveiiinesces e 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............cccccovveverecrereninnnn, 903.09(a)
MaNdatory .......cccoveiieiiiese e 903.07
Manual .........cooveiieie e 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature ........ccocovevviveieererere e 901.06
Numerical INdeX......ccccccvvvvvieireieiicie e, 902.03(c)
OFAEIS .t 902.04
Patent, Change of ..., 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PrINCIPIES ..ot 903.02
REVISION ..o 903.02(a), 903.02(b)
Rules governing applications.............cccceevvenen. 903.08(e)
Statutory authority .........coccoveiiinciieeees 903.01
SUBCIASS IStS...c.viviieeiereeceee e 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report...........ccovvviiniiiniinenn 705.01(a)
Classification of application...........c.cccceevrvrnnnen. Chapter 900
Allowed application..........ccccceevrnnens 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting .........cccoceveeiiiiicienenn. 903.08(c)
Borderline ... 903.08(a)
By appliCant..........ccocvviviieiecee e 601
Cross-referenCing.......cocooveeveieieneieneneie e 903.07(a)
Disputed.......ccovevrieneieieeereee, 903.08(a), 903.08(d)
File wrapper data ..........c.coovenviininiinecenee, 719.03
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Sec. No.
Improperly classified..........cccoevrvvnivcicicncnnn, 903.08(a)

In another Technology Center at allowance
............................................ 903.07(b), 903.08(a)

New application, by Office of Initial Patent
Examination...........cc.ccooveee. 903.08(a), 903.08(e)
New application, by SPE..............cccoviviiveiennns 903.08(b)
Post Classifier ........ccocvvvveneivienceies 903.08(e), 903.10
Preliminary .........coocovineiececee s 601
RUIES QOVEINING ..oeviiieiiiiccceec e 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt.......cccoviieiiieneiiiereennn 903.08(e), 903.10
Clean copy of specification .................... 608.01(q), 1302.02
Clearance for new law interpretation...........c.cccceceveenne. 1208
Closed prosecution except for formal matters........ 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed...........ccccocvveiienieeriennnn, 707.07(j)
Closing of Patent and Trademark Office ............ 201.13,510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney...........ccceeevevincnennns 402.01
Collateral estoppel (See also Estoppel) .........cc...c...... 2012.01
Ex parte reexamination ............coccovereieneneenenennnn, 2259
Inter partes reexamination ...........cccoceeveveveneiinnenn 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination......................... 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples .........c.cccvereennen 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(See also On sale) ......ccccevvevinennas 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Director of the USPTO; Office of the

Commissioner for Patents).................. 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of Disclosure to ........cccceevevevievennsesensiens 2001.03
Mailing address ........coeveirriniie e 501
Statutory Dasis ... 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks
Petitions decided by ........ccccceeveveiiieiicecienn, 1002.02(i)
Commodity Control List (CCL) .....cccevvniniiirieierien 120



INDEX

Common applicants--Continuation

Sec. No.

715.01(a), 706.02(f)(2), 706.02(k)
706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
Conflicting claims.........cccccovevererennnn 303, 706.02(f)(2)
706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application
402.09, 1807
Communication with suspended or excluded attorney or

Communications, official mailing address for
Communication via Internet...........cccocevevvvrivnveennnn.
Companion case, retention label 1302.07
Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) .o 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification...........c.ccoccoevvverennnns 201.15
“Comprising” as transitional phrase..........c...cc.c...... 2111.03
“Comprising” in Markush claim ............cccccoeein. 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

AmMendments t0......cccoverieiniee e 608.05, 2426
Computer programs .........cceceveeereneenens 608.05(a), 2425
REQUITEMENTS ..o 608.05
Sequence LiStingS ......ovovveveeveiene e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables.....ccooiiiiniiiie, 608.05(b), 1823.02, 2424.01
Computer generated iCONS........oevvvereererneenienns 1504.01(a)
Computer programs or software
Adequate diSClOSUIe........coccvreirirrirceeseens 2106.02
Affidavit practice ........ccooe i 2106.02
BeSt MOUE ..o 2106.01
Deposit of liStingsS ........ccccvevvviierinennns 608.05, 608.05(a)
Enablement ..o 2106.01
Patentable subject matter ............ccccoeveveviiciennenne, 2106
Printed in PG-PUb ........ccocoiiiiiieee, 1121
Undue experimentation.........c.ccocoeeveeereneienenene 2106.02
Written description ........ccoceveveveneve s 2106.01
Concealment.......cccoevvveieeieereie e 608.01(h), 2138.03
Conception .......cceervrieeenenn 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ........ccocvevvevverererierennens 2282
Conduct of ex parte reexamination proceedings ........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art...........cc.ccceveneen. 2202, 2203

1-19

Sec. No.
Confidential material ..........ccccoovvevrrrinnne. 121, 724 to 724.05
Confidential material submission ....................... 121, 724.02
Confidential party of interest...........cc.ccoeeereenen. 2202, 2203
Confidential status of application............... 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUIE 1.53(d)...ccveiveieiiiieieieiee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDEN ........cccveveieii e 503
Conflicting applications, same assignee.........c..ccccevvenrene. 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations............c.ccoeveevvivinennn. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ..........cccooeveniiennne 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase.........c..c.......... 2111.03
“Consisting of” in Markush claim ....................... 2173.05(h)
Constitutional basis for patents............cc.cceeee. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination ...........ccoccveeverenieieenennens 2230, 2630, 2654
Constructive reduction to practice..........c.ccevvvvrvevrenn. 715.07
Consular certificate..........cocovvevererienieieee e 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........c.ccceeeee. 604.04(a)
Consular OffiCer ......cveieiiece e 604.04
Content of ex parte reexamination request.................... 2214
Content of inter partes reexamination request............... 2614
Continuation .........ccccceeevvereenn. 201.06(c), 201.07, 601.01(a)
Assignment carried from parent................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENAENCY ...ttt 201.11
Cross-reference to prior application...................... 201.11
DEfiNition ...c.cvveieiie e 201.07
D -] o | o S 1504.20
Effective filing date.........ccoooveiiiiiiiie, 201.11
File wrapper continuing (FWC) .......c.ccoceevveneee 201.06(b)
File wrapper/history notation ...........ccccceevvvvvnnnnnn, 202.02
Final rejection on first action............cc.ccccveeeen. 706.07(b)
Identification on letter of transmittal................cc..c..... 506
Inspection of parent............ccocovievnenenisieee e, 103
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Continuation-in-part--Copending U.S. application

Sec. No. Sec. No.

Inter partes reexamination of...........ccccccccevivvennnnnn 2611 When patented, opens parent application to public
International application ..........c..cccoceveieieniennnn, 1817.02 INSPECLION.....eviiviieice e 103
International application as parent.......... 201.11(a), 1895 Continued Prosecution Application (CPA)......... 201, 201.06
Inventor, at least one in common.............ccccceeeee 20011 201.06(d)
NEW MAtter.......cccvvvviiiiiierese e 201.07, 608.04(b) Amendments before first Office action ............ 714.01(e)
Oath cevcecece e 602.05(a) Application NUMDBEr........ccoeiiviiiiee e, 503
OWNEISNIP oottt 201.12 Assignee right to take action ...........cccoceveivviereiesennns 324
Parent application data in specification ................ 201.11 Certificate of mailing or transmission ............c.cc.e..... 512
Parent application data noted in file history/wrapper Complete non-provisional application .................. 601.01

........................................................... 202.02, 1302.04 RSP OTRTTRRRRRIN 1 0 s M0 X [ )|
Reference to parent application ...........cccccevvevnenen. 201.11 Continuation-in-part not permitted..............c.c....... 201.08
Reference to parent application inadvertently omitted Continuity with parent..........ccccccocvrvineiiiencinenn 201.11

........................................................................ 1302.04 Correspondence...........ccccveeveererseneennennn.. 502, 502.01
REISSUE ...t 1414, 1441, 1451 Cross reference to previous application ................ 202.02
RESIIICION....cvveeececcc e 819 Design application..........c.cccevvvrvnnnee, 201.06(d), 1502.01
Rule 1.53(0) .vvoviveieee e 201.06(c) Eliminated for utility and plant applications .... 201.06(d)
RUIE 1.53(d) cvvovveeveieiieiiiieenee e 201.06(d) Express abandonment of prior application............ 711.01
Rule 1.60 application, Former ............cccccoeeee. 201.06(8) e 711.02(b)
Rule 1.62 application, FOrmer ...........cc.ccccoenen. 201.06(b) Fees
Terminal disclaimer, effectin........ccccocveevviviivinenene, 1490 As of the filing date..........cccccevvveiieiennnnnn, 2164.05(a)
Time for filing......cccccvvviiiiiee 201.11 Reissue application ..........ccccoovvvvvinineisieneesens 1415
When patented, opens parent application to public FOreign Priority .....ccocoeveeierieeneiee e 201.14

INSPECTION ..o 103 Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Written description requirement ..........c.ccccoevnnne 201.11 Information disclosure statement in parent .......... 609.02,

Continuation-in-part.........cc.ccoevevvevveiernennn 201.08, 601.01(a) 707.05

Assignment from parent does not apply ........c....e..... 306 Inter partes reexamination of ............cccccoovieiiiinnene 2611
COPENABNCY ...ttt e 201.11 Patent term ........cocooviviiiie 1303, 2701
Cross reference to parent application.................... 201.11 Plant application, no longer available .............. 201.06(d)
DefiNitioN......ccooeiiic e 201.08 PHIOIILY oo 1302.04
Design application ..........ccocvevveiviveeiercneieseses 1504.20 Published as PG-PUb ...........cccocoveveveic i 1120
Effective date........c.ooeerreennn. 201.11, 706.02, 2133.01 REISSUL ...t 1430
File wrapper continuing procedure.................... 201.06(b) Restriction requirement in prior application............... 819
File wrapper/history notation.............c.cceeeereenen. 202.02 Suspension of aCtion............ccecvervniensineneeee 709
Filed by @sSignee.........cccovvveneininece e 324 Terminal disclaimer, effect in ..o, 1490
Identification on letter of transmittal ........................ 506 Utility application, no longer available............. 201.06(d)
Inspection of parent ...........cccoceevceneninienencce e 103 Continuing application ................. 201.11, 1302.12, 1302.04
Inter partes reexamination of ............c.ccoceeveinennnn, 2611 SPeCifiC reference.......coovvveniiciiccsee 201.11
International application ...........cccocevvirenennne, 1817.02 Continuing data (See also Cross-noting) .................... 202.02
International application as parent.................... 201.11(a) Continuity between applications............c.ccocvevvivinnnns 201.11
Inventor, at least one in common.............ccccceeee. 201.11 Control of inspection by assignee.........cccevvvveververeennenn, 106
OWNEISNIP et 306 Convention, International (See also Treaties)............. 201.13
Reference to parent application ............c.cccceeevenne 201.11 Converting nonprovisional and provisional applications
Rejection over published priority document....... 2133.01 201.04(b), 601.01(c)
Rule 1.53(0) ..vooveveieee e 201.06(c) COPENABNCY «.vvevvevesieeeeereeeee e ste et se e seens 201.11
Rule 1.62, FOrMEr .....ccooviiiiiieec e 201.06(b)
Time for filing......cccoovveiiiiri 201.11
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Copending U.S. application--Court of Appeals for the Federal Circuit (CAFC)

Sec. No.
Copending U.S. application

Common ownership.........c........ 706.02(k), 706.02(1)(2)
Design application ..........ccoceveeeiiiciencncienee 1504.20
Different inventive entities .............ccccoeenee. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)

Duty of diSClOSUIe iN......cccevverervvrrrre e 2001.06(b)
Terminal disclaimer practiCe..........cccovevvevvevieiciennns 1490

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEI COPIES....eveeeiiiteiieieste ettt 714.07
Copies of prior art with reexamination request
EX PArte. e 2218
INEEE PAITES....ccvieiieiee e 2618
Copies of published applications.............ccoceoeveneiinennas 1128
Copy of foreign application, certified ...........cccccvenene 201.14
Copy of printed patent in reexamination
EX PArte. i 2219
INEEE PAITES. ..o 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
COPYHIGNES ..eeciiciecc e 608.01(v)
Relationship to design patents ........c..ccccceveveiennenn. 1512
Correction of drawing ........c.ccoceeeevenennne 608.02(p), 1302.05
Annotated SNEetS.........ccovvvvercineiseenc e 608.02(v)
Approval by examiner ..........ccooovvvveivevierenenn 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable ..., 608.02(b), 608.02(p)
Marked-Up COPY .....orervererinieiee e 608.02(v)
NEW MALET.....eiieiieiiesieeieee e e 608.04
NN 018 To] o] (0)Y/-To [ 608.02(x)
OFder fOr .....coveiecice e 608.02(x)
Replacement sheets..........cccccocevenennne 1302.05, 1303.01
Required by drafting ..........ccoceeviiiiiinicieen, 707.07(c)
Correction of inventorship
Application ........ccccveveeveveienice e, 201.03, 605.04(qg)
Consent of asSIgNEE ........ccvevvevveveiere e 201.03
Continuing application..........cccocovenenieicneninenne. 201.03
During ex parte reexamination ..........c.ccccoceeveunn. 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ... 1412.04
PTO Procedure.......cccoviveveveeierienesesesesee e 605.04(g)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........ccccovvrviiereienenieennen, Chapter 1400
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Sec. No.

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application) ...1401 to 1470

Certificate of correction 1480 to 1485

Statutory disclaimer (See also Disclaimer; Terminal

dISCIAIMEN) ..o 1490
Correction of PG-PUb. ........ccccocvvireiiiiciseec e 1130
Correction of reference citation................. 707.05(g), 710.06
Correspondence (See also Mail stop)

Address of PTO......oooiiiicceece e 501, 502
Address in secrecy order applications.............c.cc....... 120
Address of patent OWNEr...........ccooeveiiienieicieie e 2622
Address, official mailing...........c.ccooevnieneineniine 501
Address of a law firm ..o, 403
ASSOCIAte AttOINEY ...vvcvveeveeerie et 403.01
Boxes (See Mail stop)
Continuing application ..........cccceceveiencnencnn. 201.06(c)
Crossing in Mail ..o 714.05
Duplicate filings.......c.ccovvvvvennne 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transSmisSioN .........cocevvvrerereseneeieneneas 502.01
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fee ........ccoveerinere e 2542
Plural attorneys.........cocevvevvvesiesneiesieee e 403.02
POSt AHOWEANCE. ......ccovvririierieiieiee e 502, 1306
Published application ...........ccccoveiiiinene e 1134
Receipt and handling...........cccocooeieiinnnnnne Chapter 500
Reexamination, ex parte.........ccceverenerenenivsesnene 2224
Reexamination, inter partes.........ccccceevveevivrvsvennne. 2624
Signature requIremMents.........ccocveevevveveresieseseseenns 502.02
Third party, application published.............cccceee. 1134
With whom held.......cccoieiiii e, 403
Counter-terrorism inventions, special status............... 708.02
CouNtiNg ACHIONS .....cvieeeeeeeeie e 1705
Countries for foreign priority.........cccccevvvvvevevciiniiennnns 201.13
COUNLIY COUBS ....veviviriieieeiie et 1851
COUPONS....couiiiiriiercre e Introduction
Court decision
Certificate Of......ccovriiiice 1216.01
CiItation Of ..o 707.06
Dissemination Of ..........cooeiiiiii i, 1720
Entry in patent file.......cccooviiniie 2207
Treatment Of ..o 1721
Unpublished deciSions...........cccoevviieneienenieieneenen, 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
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Court ordered inter partes reexamination--Decision

Sec. No.
................................................ 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination.............. 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination ................ 2686.04
Court papers, service on DIrecCtor........c..ccevveverererennnns 1216
Cover sheet — provisional application................... 201.04(b)
CREATE Act (See Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced......... 509

Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request

.................................................................................... 2642
Cross appeal to the Board of Patent Appeals in inter partes

FEEXAMINALION ... 2674
Cross appeal to the Federal Circuit in inter partes

FEEXaMINALION .....cvvireeirreeere e 2683
Cross-noting

Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09

Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history.............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications...........c.ccoevvenenncniennn 1451, 1455
Specific reference ......ccovvvvvvvcvvivccvceee e 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art COlleCtion .........ccoeeviiiiici e 903.02(c)
At allowance ..o, 903.07, 1302.04
CItING oo 707.05(e)
Noted during examination ............cccoceeerernennn. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed MailiNgS .....ccccvvvveieeieeieie e 714.05
Customary meaning of claim term................. 2106, 2111.01
Customer Numbers............. 402, 403, 711.04(c), 2515, 2540
Change of address.........coeevireieiineiiceseees 601.03
Correspondence relating to .........c.ccovereiinrincninn, 403
Customer Service Center................... 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Window .... 103, 501, 502, 505, 710.02(e), 714.13
................................................... 1430, 1470, 2422.09
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Sec. No.
D
D-10 NOLICE c.vvveieecieiee e 130, 1304.01
D-11 NOLICE c.evvevieieecie et 1103
Damage, Proof of irreparable ..........c.cccocevvrennnnnn. 409.03(g)
Databases (See Electronic databases)
Date
AmeNdmENt........cocveviiiceece e 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ..o 201.13
Filing .o 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ........c.cccccvevvvriennne. 506.02, 2133
Foreign application (priority)...... 201.13, 201.14, 201.15
INVENTION ..ot 2137, 2138
Maintenance fees due.........ccocuevereieiencic s 2506
OFfice aCtiON....ccvvviieieee e 707.11
Office stamp......cccoevevevererenen, 502, 505, 506, 714.18
Reference.......ccocoeveveivenennn, 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center Stamp........ccccceererenenerienennens 714.18
Date no longer entered on drawing..........cc.ccceeuenee 608.02(0)
Date of execution of 0ath...........ccccoovvniiiincicines 602.05
Date stamp, Technology Center .........c.cccecevererrennn. 714.18
Death of attorney ........cooceveiieiiieee e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........cccccoceevernnnnnnn 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of ..o 409.01(b)
Legal representative refuses to sign ............... 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process .........ccoeevverivieneicsiennnns 706.02(n)
Foreign filing licenses.........ccocoovvviiinenns 140, 706.03(s)
INVENTOISAIP.....oeiiiie e 201.03
REISSUE ...t 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination of .........ccccoveveii i 1720
Ex parte reexamination ............ccoceeevvviveieereeinnnens 2277
Inter partes reexamination .............cc.cee.e.. 2681, 2682
Reconsideration of ..........ccccoevviinniiienninnn, 1214.03
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Declaration--Deposit rules

Sec. No.

Treatment Of ..o 1721
CHALION oo 707.06
Ex parte reexamination rehearing request ............... 2240
Governs examiner’s action ...........ccocceeeveenene Introduction
LiSted ... Appendix Il
Ordering ex parte reexamination .............c.ccoceeveene. 2246

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ...........ccoceoiiininie s 103
Publication of ........c.coeviiiiiiii s 707.06
Declaration (See also Oath)..........ccccooveviiiieviiiieies 602
After appeal ... 1211.02
AMENAMENT......ciiiiiieiceeeee e 602.01
Attached to specification .........cc.ccocevveviererennn. 605.04(a)
Change of inventorship........ccoccoevevveievcnc s, 201.03
Copies, filing of .....ccooviii 602
Copies from prior application ..............ccccceeeee 201.06(c)
Date 0f eXECULION .......covevviriieeceeeeeee e 602.05
DEfECIVE. ..o 602.03
Delayed filing ......cccooveviiiieirccce e 506
Executed before alterations made..................... 605.04(a)
Facsimile transmission...........cccccooveievieiennne 502.01, 602
Foreign priority applications listed ...................... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(h)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
MINOK, DY .o 409
NON-ENGIISh ....ccooiiiiii e 602.06
Plant patent application...........ccoccoevvinennienensene, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application .........cccccceeeveveevnnnenn, 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration...........cccoceveevnennnnen. 605.04(a)
SUDBSHILULE ..o 602.02
Declarations, conflicting ...........ccccvevvivevenieercrescnen 201.03
Declassified Matter..........cccccovevieveninniececieeieieiens 707.05(f)
Dedication to the public ..........c.ccooeioiiiiiiiicne, 715, 1490
Defective 0ath ........cccvvov i 602.03
In reissue application .........ccccceveveieeicieccre e 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231

Defects, correction of in request for inter partes
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Sec. No.
FEEXaMINALION .......cvvviiiirieici s 2231
Defense, applications affecting................ 115, 120, 130, 140
Defensive publication citation ............c.cccveriens 711.06(a)
Defensive publication program...........c.ccoceevereiinenns 711.06
Deferral of examination..........ccccceeeveveievenieicn s 709
Definition of Class.........ccocvvvviviiiiiiiis e 902.02
Delegation of Director’s authority.........c.ccccccvrenennen. 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterview...........ccoovevereneneneseenennn 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE)..........ccccovervvivreienennns 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEU....eceieectiee e 510
30-3B CIted ..o 510
Dependent Claim ..........ccccocereiiieiciiieicsese s 608.01(n)
Objected to when base claim is canceled ......... 608.01(n)
...................................................................... 707.07(j)
REISSUE ....veieiicie et 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DepOoSit ACCOUNT .....ecviieiiiriieierieeee e 509.01
AUthOriZationsS........ccceevvervinerccieens 509.01, 1302.04
Extensions of time ..o 706.07(f)
International applications................ 1847, 1850, 1875.01
ISSUE TEE...cvviieiece e 1303, 1306, 1308.01
Maintenance fee .......coocvvvvveceeicviccieens 2510, 2515, 2522
OVEIAraWN ..ot s 509.01
Petition T8 ..o 711.03(c)
REfUNAS ... 509, 607.02
Replenishment..........cocooiiiiiiinniiceeee 509.01
Mailing address.........coeoveriineiiinee e 501
Deposit Account DiViSION.......cccvevververererene e 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence .........ccccueveererneneieneneenne, 502
Depositions
EVIDENCE. ..o 1901.02, 2013
OF XAMINET i 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depoSItory .........ccoeevvvreiineneirerscenns 2405
Background information ..........ccccccecevvviviieninsninenns 2401
Biological material, definition............c.ccccoeveiennenn. 2403
Biological material, made or isolated without undue
eXPerimentation ...........coceveeeeeienene e 2404.02
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Deputy Director of Patents and Trademarks--Design application

Sec. No.
Budapest Treaty (See also Treaties).........ccocvvevrerrnnne 2402
Budapest Treaty depositories.........cccccevveveveneiennens 2405
Depositories, Current list of Budapest Treaty.......... 2405
Effective date.......ccocooeveiiiiiiiccec 2401, 2402
Examination procedures ..........ccooevvereninenerenennnne 2411
AFLEr grant .....ooveeeveeece e 2411.04
Application in condition for allowance except for
AEPOSIt..c.vieiieiiiiiiee e 2411.03
Certificate of correction..........c.ccecvvreiienennn 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................ 2411.03
REISSUB. ....eiiieicie e 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant..........c..ccooveeveivenennn, 2411.02
Furnishing of samples.......ccoovvvvivviiicicscnc e, 2410
ACCESS t0 AEPOSITS.....veveivirieie e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit..........ccccrvervireneicrenns 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant..................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........cccoevvrereirenne, 2404.01
Continuity of aCCESS......covvvvvreriirresrrecr e 2404.01
Deposits certified as available ............ccccco...... 2404.01
Health, safety restrictions ...........cccccoeeerenenne. 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ..........c..ccccevevenierernnnn, 2403.01
Indirect self-replication...........c.ccocevvvcereivrennn. 2403.01
Need for a deposit..........ccoovverviinieicieiee, 2402, 2404
Plant material .........ccccoooveievereiine e, 2403.02
Plant Patent Act, Relation t0.........c.cccoeeveiniennne 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption...........c.ccccee... 2404, 2404.03
Requirements of 35 U.S.C. 112............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit................... 2407
After a patent has iSSUEd ...........cccveverveiicriennne 2407.02
Exemption from replacement .............ccccocenenne. 2407.05
Failure to replace ..o, 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ...........ccocoovvvvevrennnn, 2407.04
Replacement not recognized...........ccccoeervennnnns 2407.06

Treatment of replacement, presumption of identity
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Sec. No.
................................................................ 2407.04
SEEAS ..ttt 2403.02
Term of depOoSit .......cccovveriiiice e 2408
Budapest Treaty term........cccoevvviiincinenecnenns 2408
Enforceable life of patent.........c.ccocoovreivininnenn 2408
Time for making original deposit.............ccccceevirnenn 2406
Assurance regarding deposit before payment of issue
FEE ot 2406, 2411.03
Corroboration.........ccceecevvveicene e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccccevvereiennens 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccooeiiiiie e 2406.01
Patent Cooperation Treaty applications .1823.01, 2406
Post-issuance depositS.......ccccerereriereneresesennnans 2406
Viability of deposit........cccccvvviievciiiece e, 2409
Viability statement...........ccooooiiiiininne 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ........ccoceoeeereerereieneneas 2106.01
Detailed ..o 608.01(g)
International application............cccoeeiiiiiinninnnne 1823
Design application ...........cccoevveeneiicnciinennas Chapter 1500
ANAIOgOUS At ..o 1504.02, 1504.03
ANLICIPALION......cveiciiic s 1504.02
Application, elements of ..........cccceeeieiiiieicieieis 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test .......ccoeviireineneienennns 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13,1504.10
Characteristic feature..............ccco...... 1503.01, 1504.01(a)
ClaiM i 1503, 1503.01
Combining referenCes ........cccoeevvereeneincneens 1504.03
Commercial SUCCESS .....cvevvererrerrirrrreriereeriereesienens 1504.03
Computer generated iCONS..........ccccvvvevernenenn, 1504.01(a)
Continuation application ........c.cccccceveeveneininnne. 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA) ......... 1502.01
Convention, International....................... 201.13, 1504.10
Copending applications..........c.cccccevenee. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship t0 .........cccccooiiiiniiiiiene 1512
DefiNition ....coovee e 1502
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Design patent series--Determination of public use or on sale

Sec. No.

D cod ] o] ([0 SR 1503, 1503.01
Disclaimer..........cccovvenninnn. 1503.01, 1503.02, 1504.04
DiscloSUre ........ccceenvrvveenriens 1503.01, 1503.02, 1504.04
Divisional application............c.ccccceenene. 201.06, 1504.20
Double patenting.........ccoceoeeverneinenncnienn 804, 1504.06
Drawing ......ccccceeveernns 1503, 1503.01, 1503.02, 1504.04
Broken lines.......c.ccccovvvennne. 1503.01, 1503.02, 1504.04
COlOT ettt 1503.02
TrademarksS .......cocooeieieninesecee e 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..........ccocovviiiiiiiiiiinnn, 1503.02, 1504.04
European Community Design treaty................... 1504.10
Examination.........ccccevvevvieenene, 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ....vevievicieieiirie s 1457
EXpert teStimony .........ccooeviieiinineceeeeie e 1504.03
Feature emphasized..........cccoovvviiinninencicne 1503.01
Fee, filiNg..ccovoece e 607
REISSUE. ....veievicieieicrie et 1457
FEE, ISSUB....ecviieieie ettt e 1306
FONE, TYPE v 1504.01(a)
Foreign priority.........cc.ceeveenen. 201.13, 1504.02, 1504.10
German application...........ccoceevevveveeicrenennn, 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality ........ccoooveoiiiiiii s 1504.01(c)
ObViousness and.........cccoceeerereneneneeeeneeee s 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USE .......coevvevvevevere e 1504.01(c)
Hidden feature ..........cccccevueee. 1504.02, 1504.03, 1504.04
Icon, computer generated.............ccccooeverennnnn 1504.01(a)
Indefiniteness........ccccoceveveene 1503.01, 1503.02, 1504.04
Library collections relating to............ccccccvenene. 901.06(a)
Modification, description.........ccccccevevererernninnn, 1503.01
Multiple embodiments ..........ccocvrviivienviiininnenn 1504.05
Multiple parts of article............ccooeeeeiiiinaene 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design for......c.cccevvvievienireeceee e 1502
ODBVIOUSNESS ...ttt 1504.03
Obviousness-type double patenting .................... 1504.06
Offensive subject matter ..........ccccocevevriinnenn 1504.01(e)
Ornamentality 1acking.........c.ccocvervvninniinnenn 1504.01(c)
Patent Cooperation Treaty ........cc.ccocvvvenine 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ...........c.cc.cccveeene. 708.02, 1504.30

1-25

Sec. No.

Petition to accept color drawings
or photographs .......c.cccoevvienericienennn, 608.02, 1503.02
Photographs.........ccccoveviineincncne, 1503.02, 1504.04
Preamble........cooeiiiii s 1503.01
Priority under 35 U.S.C. 119.............. 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied........cccccovvrvriinnenn 707.05(a), 1513
Quayle aCtiON ......cccooeeiicie s 1504
Registration abroad .............cccceeeveernene. 1504.02, 1504.10
Reexamination, inter partes.........cccoceeevevivrvsnarnne. 2611
REISSUE ... 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination................... 1504.30
RESIFICHION ..o 1504.05
REISSUE ...t 1457
Rules applicable ... 1501
Scope of claim........cccoeeivenciiiicce, 1503.01, 1504.04
......................................................... 1504.05, 1504.06
SEarch....cccovviiriiies e 1504, 1504.02, 1504.03
Secondary considerations............ccoceeeverencnnnne. 1504.03
SIMUIALION ..o 1504.01(d)
SPECITICALION......cviviieiiicec e 1503.01
Use of Copyrights iN.......ccvevviriiiincenn 1512
Use of Trademarks in........cccoocvvvvviniciiincnecnenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........cocooevvnennn 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicCia ..........cccoeveiiiennne. 1503.02
Term of v 1457, 1502.01, 1505
TR oo 1503.01, 1504.01(a)
Amendment Of ... 1503.01
Use of Trademarks in........cccoovvvvvinicnninienennenn, 1512
Trademark, relationship t0 .......ccccccoeviiiiiiiiins 1512
TYPE FONES...eieiiiiicec e 1504.01(a)
Utility patent, relationship to .......ccccccecevcvvvinnnnns 1502.01
Visual characteristiCs.........ovvveriiriiiiicic e 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........cc.ccceeee. 901.04
Designated office.......ccccovvvniniiiniiiicnens 1801, 1893.01(a)
Designation fee - PCT ....ccccoeveveneve v, 1817.01(a)
Designation of stateS.........cccceevvevvervennn 1817.01, 1817.01(a)

Detailed description (See Specification)
Determination of public use or on sale....706.02(c), 2133.03
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Digest (See Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term.................... 2111.01, 2173.05(a)
Diligence
Charts for priority ......ccoceoeeeveviineiicreeseeies 2138.01
Filing application.........ccccvvvviviviinniecicicceins 2138.06
FiliNg TEISSUB.....ccvveieieie et 1403
Interference Practice ..........ccocevveveiineiiciienee 2138.01
Of actions during regulatory review ................... 2757.01
Reasonable.......ccccoveieiiiiri e 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07(a)
To overcome a rejection ........coccvvvvveevevneciennenns 2136.05
Director of Technology Center ..................... 402.06, 708.02
........................................ 714.13, 714.25, 715.08
................... 720.01, 804.04, 1002.02, 1002.02(c)
.................... 1206, 1207, 1208.01, 1214.04, 1308
.................... 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 t0 2286, 2648, 2667, 2682, 2686.01
FUNCiONS .....cvivii 1002.02(c), 1003
TC 1600.......c i 1002.02(c)(2)
TC 2900.....c.ciiireiierieenieeeen, 506.02, 1002.02(c)(3)
TC 3640......ciiiieieiieese e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions................ 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions...................... 103
Withdrawal from iSSUe..........ccoooiiiiieieicneeee, 1308
DECISIONS.....cvveiievieiee e Introduction
Mailing address.........ccovvrevvieeieeeerese e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination..............ccccev..e. 2212,2239

Disbarred attorney (See Attorney or agent: Suspended or
excluded)

Disciplinary proceedings........cocvvevrereiesereeienerieieseneas 402
Mailing address........ccooviereiieeee e 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............ccccceveveiiiennne 715.01(c)
Copy required in reexamination
EX PAIE ..o 2214
INEEE PAITES ..o 2614
Defensive publication ...........cccoeeveniiienecnnn, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS . 1490
PrOCESSING ...cvviviieciectece et 1490
REJECiON ..ot 706.02(k), 710.02(d)
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RS L0 | (0] Y2 S 1490
Terminal ... 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSIaCT ... 608.01(b)
AmeNdment........ocovveeeeeiieecee e 608.04, 1302.02
Amendment, Preliminary .........cc.ccoeeeeverennnn, 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound............cccoverviireiencneenne. 608.01(p)
(01 1 14T IS 901.03
Common, parent and continuing applications........ 201.11
L000] 0] 0] 12 Y T 608.01(p), 2164
Computer programming Cases.........cceeervereerueees 2106.02
Correspondence with claims ................ 2163.05, 2173.03
Design application..........ccoccovvvrviiicnecnns 1503, 1503.01
Detailed description............cccocevvvvivevnienienennens 608.01(g)
DOCUMENT ... 1706
DULY OF oo Chapter 2000
Enablement (See also Enablement)............cccceu.ee. 2164
Foreign application..........ccocovvereineneienciecnieas 201.15
IMPLICIt ..o 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
FEference) ....cvvvvecivescreens 201.17, 608.01(p)
Insufficient .........ccccceevvenie 608.01(p), 702.01, 706.03(c)
Later filed application ............ccocveviiiinicicnnns 608.01(p)
Operability........ccocooveiiiniiieneee, 716.07, 2164.08(b)
Original claim...........ccoceevivnirnenenn, 608.01(1), 2163.06
Preliminary amendment ..........ccoocveiviiicnnnne 608.04(b)
Related applications .........c..ccccccuvu..n. 608.01(p), 1302.04
Requirements for.........cccooeiiiiiiiei e 2161
Reservation Clause...........ccoccovvnennicncincnenens 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material subject t0.........ccocovvevrennnnn 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity...........ccoceveiiiiiencninn 201.11
SUFFICIENCY OF ..o 716
Support for Claims ... 2163.01
Trade NAME.....covevrreie e 608.01(v)
Trademark .......ccccoovvivvieciecce e 608.01(v)
UtHIEY oo 608.01(p), 706.03(a)
Written (See also Written description) ............c........ 2163
Disclosure document program .........cc.cecevereeerereneneeiens 1706
Evidence under 37 CFR 1.131 ......ccovvivvviiincnnen. 715.07
DiSCOUMESY ...t 714.19, 714.25
Dismissal of appeal.........cccocviiiiiiniiiic e, 1215.04
Disposals CoUNted..........cooeieiiienininiee e 1705
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Sec. No.
Distinct, definition...........ccocovviiiiniiiccces 802.01
Distinct inventions ..........c.ccocovuene. 802, 802.01, 803, 806.05
Apparatus and product made ..........c.cceeeieniennn. 806.05(g)
DiStiNCt PrOCESSES ...cvevevieierieeiie e sie e 806.05(j)
DistinCt Products.........ccooeoveererineneisenee e 806.05(j)
Process and apparatus for its practice ............... 806.05(e)
Process and product made............cccceeeveiveriennnnn. 806.05(f)
Divisional application ...........cccccevvieinnnne 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA)........ 201.06(d)
COPENAENCY ..vovveveie st 201.11
Design application ..........ccccccovveervnennnne 201.06, 1504.20
Drawing, Transfer of..........ccoovvininiineniennn, 608.02(i)
Effective date.......ccooovvveveiiienee e, 201.11
Filed by aSSIgNEE......covierererr e 324
File wrapper continuation (FWC).........cccc.c...... 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application...........c.cccceoerennenen. 103
Inter partes reexamination of............ccccccceeivveveinenn 2611
Inventor, at least one in COMMON...........cooevriennnn. 201.11
NEW MALLET.....coiieieiiieierreeeee e 201.06
Oath o 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
REISSUE ..ot 1414, 1440, 1450, 1451
Rule 1.53(0) c.vovvveeieiiiciecc e 201.06(c)
RUlE 1.53(d) cvveveeeeeereeeeensieeee s 201.06(d)
Rule 1.60, FOrMEr .......ccoovvvvviieieieee e 201.06(a)
Rule 1.62, FOIMEr .......ccccovivieiieieice e 201.06(b)
SIGNALUIE .. 201.06(d)
Time for filing......cccooooeiiiini 201.11
Written description requirement ..........ccccccoevnnne 201.11
DNA (See also Biotechnology; Nucleotide sequences)
........................................................ Chapter 2400
Enablement ... 2164.08
SEArChiNg ..c.coeiiiiiee e 901.06(a)
Sequence listing ......cccccovvvvvievivnininnnns 2422, 2424, 2431
Special status for recombinant.............cccccoceveeenn 708.02
DOCKEL FEPOI.. et 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public...........c.cccveniiinens 715
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.........ccccooeveivnereienencnn 1504.05
Doctrine of unclean hands.........c..ccocoovveriiiinienienicenen, 2010
Document, DISCIOSUIE .......cc.ooeieieiiieeieeeee e 1706
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Electronic (See also Electronic publications)... 707.05(¢)

DoD Directive 5230.25.......ccccoiiiiiieiireeeeeeeee e 120
DoD Security Agreement .........cccccvverveereiesineesenieeenes 120
Domestic representative ..........ccoecevereeincieneneeneneas 302.04
Double correspondence ........c.coevvvevereereenienn 403, 714.01(a)
Double inclusion in claim..........cc.ccoovvvviviviinnnenn, 2173.05(0)
Double patenting .........cccoevveeeeiinene e, Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSIS e 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject matter..........ccccooeveieneneienenienne 806.01
Commonly owned cases, treatment....................... 804.03
Copending applications............cccccvevvnenas 706.02(k), 804
DEfINItION ..o 804
Design applications/patents..............c.cccue.... 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions ..................... 804.01
DOMINALION. ....cviieee e s 804
International applications............ccccevvvvveieicicienenn, 804
ODVIOUSNESS TYPE ...ovvieeeieiiiieiieeee e 804
Design application..........cccceeerieieiencne e, 1504.06
Plant applications ..........cccoevivereiencneiiceese s 1601
Reexamination.........ccccceevvveeeeeeiveecieene 804, 2217, 2258
] 1<01 £ o o PSSRSO 804
NONSLALULOTY ..o 804
ODBVIOUS ..ottt 804
Prohibition, 35 U.S.C. 121................ 804.01, 821.04(b)
Provisional ............cc.co...... 706.02(k), 706.02(1)(3), 804
Specification, use Of ... 804
STALULOTY ..t 804, 804.03
Rejection nullification.............ccoccovvireiicnciinenns 804.01
Restriction previously required ................... 804.04, 1003
SAME ASSIGNEE ..o 706.02(k)
.................................................................. 804.03, 822
Same inventor...........ccce...... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........ccoceeerereiennes 806.04(h), 806.04(i)
Subject matter not patentably distinct ...............cc....... 804

Subject to joint research agreement.. 804, 804.02, 804.03

Submissions to TC direCtor.......ccccvvrvvvreriinrennn 804.04
Terminal disclaimer effect...........ccccoeeiininnnn 706.02(k)
...................................... 804, 804.02, 1451, 1490

In a reissue application............cccocevevivvivinsinnnannns 1451
Drafting notation ..................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required) .........ccccueveeee. 608.02(0)
DraWings......coeiuiriiieie et 507, 608.02

Rev. 4, October 2005



Sec. No. Sec. No.
Amendment..........ccoeveviveiniinennns 608.02(p), 714, 1302.04 New, handling ........cccocevvvieiieiiccecee 608.02(a)
In ex parte reexamination ............ccccocerveeeriencnn. 2250.01 NEeW Matter.......ccocevvvvireneiienieesees 608.04, 706.03(0)
In inter partes reexamination.............c.cccceenene. 2666.02 New, when required ..........coccevvervencneicneen 608.02(a)
In reissue application...........cccveveerensienencsee, 1413 NOt received .......c.ocvvvevrvrieirceeee 608.02(h), 1825
Prior to publication of PG-Pub ...........c.ccccecvvenae. 1121 NOL FEQUITEd ..o 608.02
Amendment, Direction for..........cccccoeevvrennnn. 608.02(q) NOL returned .......ccooveveeeece e 608.02(y)
Amendment, Disposition of orders for ............. 608.02(x) OBJECLION ... 608, 608.01
Amendment support by original claim.............. 608.04(8) 608.02, 608.02(b)
Annotated Sheets.........cocoervenenne 608.02(V), 608.02(W) 706.03(0), 1503.02, 1504.04
Brief description ..o 608.01(f) Official Gazette figure........ccooevvvvvereiicneiens 1302.09
Canceled figure.....c.coevevevevcnce e 608.02(t) Omitted drawings.......ccoeveevevvevverernennn 201.17, 601.01(g)
Canceled sheet ........ccovevveveicnicnce e, 608.02(t) Patented file........cccooeviiieiicicecccee e, 905.03
Canceled sheet, patent...........ccccocevevevenenennnn. 608.02(i) Petition to transfer from another application..... 608.02(i)
Canceled sheet, transfer...........ccccovvvveniininnn, 608.02(i) Photographs.........cccceveneiininenee, 608.02, 1503.02
(@70] (o] SE 608.02, 1503.02 Placement in file wrapper.......c..ccocevevevciennns 719.01(b)
Colored plant .......ccccveveeerierr e 1606 Plant application...........cccccoevevvevencniniesnnnenns 1603, 1606
Complete illustration.............cccevereieieneienenn, 608.02(d) Print (See also Print of drawing) ....608.02(m), 608.02(n)
COMPIELENESS ... 608.02(e) PrIOr art ..o 608.02(g), 2125
Computer TiStS......cooveiiiicireere e 608.05 Provisional application...........ccoceovireiicnninenns 608.02
CONSISIENCY ..cvveveeecie e 608.02(e) Reference characters ...........ccoevevveieeveieieieinens 608.02(e)
Content Of ...vvvciceec e 608.02(d) Reference characters, change ........cc.cccccevvvenie. 608.02(w)
Correction (See also Correction of drawing) ....608.02(p) Reissue application..........cccccevvevrieneieneninennnn, 1411, 1413
........................................................................ 1302.05 No longer transferred from original patent...........1413
Incorporated into PG-Pub............ccceenee 1120, 1121 Removal from Technology Center ................... 608.02(c)
Reversed figure numbers........c..ccccevveveiernennn, 1302.04 Replacement drawings for publication in PG-Pub ...1121
Date no longer entered on back ...........ccccenee. 608.02(0) Replacement.......c.ccovevvvniieneniennnnn, 608.02(h), 1302.05
Delivered to wrong Technology Center................ 508.01 Reversed figure NUMDErS.........coeiviireiiieneee, 1302.04
Design application ..........cccccoevvniiiinenae 1503, 1503.01 Review by Office of Initial Patent Examination (OIPE)
......................................................... 1503.02, 1504.04 SRS RSTRPRPRON o 0
DISCIOSUIE ....vvveeveeieciereies e 608 Required by eXaminer .........ccccecevevenevesnsesennes 608.02
Divisional application............cc.ccevevenien. 608.02, 608.02(i) REQUIFEMENTS. ...c.vivieeiieeecie e 608.02
Drafting criticism included in first Office action REIUIM ..o 608.02(y)
..................................................... 707.07(a), 707.07(c) Section lNeS......cccoovvvevvinvincrescneenieen. 608.02(F)
Drafting notation............ccoceevereniienenscseeee, 608.02 Security markings. ..o 121
Drafting stamp no longer required.................... 608.02(0) SUBSEItULE....covereeccece e 502, 608.02(h)
Examiner determines completeness.................. 608.02(e) Sufficiency, determined by examiner............... 608.02(e)
Hlustrates Claim.........cooveieiineiicecee 608.02(e) SYMDBOIS....ociiiicc 608.02
Informal (no longer used) .......cccceeevvennnen. 507, 608.02(b) Trademarks. ..o 1512
Interference prints.......cccoovvevvevevcie s, 608.02(m) Unacceptable.......ccoovvviviviiceccce s 608.02(b)
International application ............ccccoeveieveieienennnn, 1825 Drawing correction............cccceveeen. 507, 608.02(p)
Kept in application...........cccocevvvvenninensinien 608.02(c) Annotated Sheets ........ccoceevrerennns 608.02(v), 608.02(w)
LOSE ..o 1302.05(a) Approval by examiner..........cccooeevverenneneens 608.02(x)
Mail section stamp no longer used.................... 608.02(0) Marked-up COPY ....coevrvevnerieenienn 608.02(v), 608.02(w)
Modification illustrated...........cccceevevvevvernrnenn, 608.02(f) NEW MALLET ..cvveveiiie e 608.04
Marked-up COPY.....cocvrervrervrenine 608.02(v), 608.02(w) Order fOr....cviiieicicec s 608.02(x)
Necessary for filing date..........ccccccoverveennen 506, 608.02 PG-PUD ..ot 1120, 1121
New drawings required..........ccceeeeererecnennenn 608.02(a) Replacement sheets.................. 502, 608.02(h), 1302.05
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Sec. No. Sec. No.
Required........cccovvvvvvevierienenienn, 507, 707.07(a), 707.07(c) Effective date
Dual correspondence.........ccccceeeveneseseevene. 403, 714.01(d) Declassified matter..........ccocevevevcvieveneie s, 707.05(f)
Due Care ShOWINg .......ccooeeneneiinieceeeece e 2734 Reference patent................. 706.02, 706.02(a), 707.05(e)
Duplicate amendments (See also Amendment)...... 719.01(2) i 707.05(f), 715, 901.05(b)
Duplicate claims.........coccovriiiiiiiieeeee 706.03(k) Effective filing date
Duplicate foreign patents .........cccocevveverierenvinsnsnsnnnnes 903.03 Continuing application ............c........ 201.11, 706.02, 708
Duplicate papers for plant applications............... 1603, 1605 Continuation-in-part..........cccccoeeeveverienieseseseenns 2133.01
........................................................... 1606, 1609 Foreign priority effect..........c..cccoevevee... 201,15, 706.02
Duty of candor and good faith.....2001, 2001.03, 2733, 2762 International convention (See also Foreign application;
Compared to duty to disclose material information TrEALIES) c.vevveeeie e s 201.13
........................................................................ 2001.04 Provisional application...........ccccccocevvreveennriennnnnn. 106,02
Information diSClOSUIe ........ccccceveieiecieeccce e, 609 Publication...........cccocvvviieiicicceccce e 715.01(c)
Reexamination ..........ccoccoeviniienc i 2280 Eighteen-month publication (See Pre-Grant Publication
Duty of disClOSUre .......cveveiiee e Chapter 2000 (PG-Pub))
After patent grant........cccccoeveeevevence v 2003.01 Election (See also Restriction;
Aids to compliancCe ........ccccvvvvviiiiiirc 2004 Election of SPecies)......ccccvvvererevereresenenns Chapter 800
ChECKIISE ..o 2004 Action on nonelected claims ..........cccoeeveienencieienn, 819
Compared to requirement for information......... 704.12(a) After multiplicity rejection..........cc.ccoceevevennne 2173.05(n)
............................................................................. 2005 After restriction .........ccocoeeveeviviieeieienere e, 818
Compliance With ........cccoeveieierr e 2004 Applicant must Make..........ccoovveveivereererieseneseieens 818.03
Continuing applications..........cc.ccceevvevnane. 2001.04, 2004 Between applications, Conflicting claims................... 804
Copending applications..............cc.co...... 2001.06(h), 2004 822, 822.01
Copied Claims ......ccccceoreriiiec e 2001.06(d) COoNStrUCIVE ..o 818.02(a), 818.02(c)
Duration of ... 2001.04, 2003.01 In reissue application ...........ccoceeevereienennenecnnen, 1450
Foreign applications..........cccvvvvvvviennninsnannns 2001.06(a) Fixed by action on merits.......c..cc.co...... 818.01, 818.02(a)
Information material to patentability ... 2001.04, 2001.05 Implied ... 818.02(a), 818.02(c)
Litigation information............c.ccccociiiiiennnnn 2001.06(c) INEITEreNCE ...oveeeeiee e 819
QUESLIONNAITE ... 2004 Optional cancellation............ccocveviiiieeicienenn. 818.02(c)
Reexamination Original presentation............ccccovveereneenennnnn, 818.02(a)
EX PAe oo 2014, 2280 St ————— 819
INter Partes ......ocovevvvereevesiseseens 2003.01, 2684 Treatment of nonelected claims
Reissue application ..........c.cc...... 1406, 1414, 1418, 1448 706.03(m), 821 to 821.03
.......................................................... 2001.06(c), 2003 In reissue application ...........cccceceeivviiireinennen... 1450
Sources of information..........ccccoeevvvveeve e, 2001.06 With traVerse .......ceeeevee e 818, 818.03
TO WhOM OWE ... 2001.03 818.03(b), 818.03(c), 821.01
Violation Of ... 2010 WithOUL traVerse .........covvvvieiieneiceece e 821.02
Claims invalidated ............cccocovoiiiiieniiiiiciciee 2016 Election of species
PrOtest....c.ooeeic 2013 Allowable generic claim lacking...................... 809.02(a)
Reexamination..........ccccoevevenenese e 2014 BaSiS ..evvieeieieee e 806.04, 808.01(a)
REISSUE.....vvieieeeeieiee e 2012 Canceling species claims......... 818.02(c), 821.01, 821.02
Rejection of claims in reissue application ............ 1448 Design application...........ccoeevveneriiieneicseneeens 1504.05
WhO DaS ... 2001.01 Implied ... 818.02(a), 818.02(c)
Reissue application..........ccoccovereieiensiencncenee, 1450
Requirement........c.cccooevevevenesesenens 806.01, 809.02(a)
E Requirement, prior to search ...........ccocoeveverienee 808.01(a)
Species claims lacking ..........ccccocevenene 806.01, 818.02(b)
Easily erasable paper ........... 608.01, 714.05, 714.07, 714.19 Electronic access to published applications................... 1128
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Sec. No.
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
CassisS CD-ROM .......cccoveininiininseeee e 902.03(d)
Chemical abstracts Services ..........ccccoovreivncrieennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DT oo S SS 905.06
e-Official Gazette — Patents (€OG:P).....cc.cccceevennene. 1703
EAST ..o 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC ... 905.06
LeXiS-NEXIS et 719.05
Official Gazette NOLICES.........cccvvreririieeieeei 1703
Patent Grants Database............coceeeveiveevneens 1703, 1730
Questel-Orbit ......c.ccoevvieieieceeee, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST .o 719.05, 902.03(e)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document........ccccvvcvvvivsesieeieresese s 707.05(e)
Electronic filing system (EFS) ........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03

Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-1DS) 609.07
Electronic mail ............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS) ............ 302.10
Electronic publications
Availability as prior art............ccoceeveereinineisiennn 2128
Citation of ......coooveiiiii e, 608.01, 707.05(e)
HyperlinksS to ..o 608.01, 608.01(p)
SEArCh fOr....cveiiicice e 904.02(c)
Employee number ........c.ccccovevveveiinciennns 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,

property interest in patent...........ccoccooeveereiienceene. 309

Unavailable to sign oath or declaration as inventor ... 409
Enablement..........ccccooveievii i, 706.03(c), 2164
Burden on the examiner..........ccocoeovevrveinnneennn 2164.04
Commensurate in scope with claims................... 2164.08
Critical feature not claimed ...........c.ccceue.een. 2164.08(c)
Inoperative subject matter............cccoceoeenes 2164.08(b)
Single means claim........cccccoeceveveiic i, 2164.08(a)
Compared to ULty ....coooveereeieceece e, 2164.07
Design patent application............c........ 1503.02, 1504.04
Duty or disclosure of information relevant to..... 2001.04
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Sec. No.

EVIdence of ..o 2164.05

Examples of enablement iSSUES..........ccccecvrierennen. 2164.06

Form paragraphs used to reject ...........c.cccevvenee 706.03(c)

Reduction to practiCe..........cccvereiviencicieninene, 2164.02

Relationship of predictability ..........cc.cccoeniennn 2164.03
Specification must be enabling

As of the filing date.........ccccoovvveveiiencnnn, 2164.05(a)

To persons of ordinary skill ....................... 2164.05(b)

Test of enablement ... 2164.01

35 U.S.C. 112, sixth paragraph limitations ....2181, 2185

Energy, Department of ..........ccccceovvvivinnenn, 115, 706.03(b)

Energy, related applications, special status................. 708.02

English language faulty, new specification ........... 608.01(q)

English language required ..........c.ccccoervriennn 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment).............. 714.18
Entry of “Contents” of file wrapper..........ccccooevnene 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program...........cccccevvvenennnn 708.02
Equity (civil action)
Under 35 U.S.C. 145....cooiiiiiiceens 1216, 1216.02
Under 35 U.S.C. 146......ccceviereecerce e, 1216
Equivalentsinart.........cccoeeevvivnieninnnannns 904.01(b), 2144.06
Erasable (specially coated) paper ........cccooevereicnnne 608.01
Erasure in specification, before allowance................ 1302.01
Erasure in specification, before execution.................. 608.01
Errors (See also Correction of patent)
Correction of patents........c..ccceevvvvvininanns Chapter 1400
Deceptive intent .........cocccoveveneienenenene, 140, 2022.05
REISSUE ..o 1401 to 1470
Title dOCUMENTS....cvvvvveeieieee s 323
Withdrawal from iSSUE .......ccvviviveieieie s 1308
Essential material...........ccccoovvviiivcncienc e 608.01(p)
Establishing subclasses...........ccooviiiiiniicicicnenne. 903.02(c)
Estoppel
ADbandonment ..o 711.03(c)
Collateral ... 2012.01
In ex parte reexamination ..........c.ccoevvevvieiveinninannns 2259
In inter partes reexamination .............ccoceevevenenins 2659
Defensive publications............cccceveeieieiiicnencne, 711.06
Different inventive entities and commonly owned
apPliCatioNS......cccv v 804.03
INtErference ......ccoovveviiieec e 715, 2138.01
Reasons for allowance...........c.ccoceveivneriiienecnen, 1302.14
Reissue proceedings.........ccoovrerieieneneienicseneens 2012.01



INDEX

European Community Design treaty--Examiner’s amendment

Sec. No.

Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer ..., 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
............................ 1801, 1819, 1823.02, 1840, 1840.01
....................... 1843.02, 1847, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAAIESS ... e 1865

As a PCT Chapter | international searching authority
........................................................................ 1840.01

As a PCT Chapter Il International Preliminary
Examining Authority........ccccoeevieneiiienenn, 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest...........cc.ccoevveviennns 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ....coovrvrerrevrreriaesieeans 706.02(f)(1)
Examination of application ............cc.ccceeneennn. Chapter 700
Confidentiality during.......ccccceeverveverievcsie e 101
Deferral of ......ccocvvviieiece e, 709, 1002.02(d)
Order Of ...vceieiieeves e 707.02, 708 to 708.03
Piecemeal.........ccooviiiiiiiiicicee, 707.07(a), 707.07(9)
PUIPOSE .. 701
REISSUE ..ot 1440, 1443, 1445
Request fOr SIR........cooiiiirieee e 1103
Secrecy order application...........ccoceveieneie i 130
Statutory authority ........ccoceoeieiiieice e 701
SUSPENSION OF ...t 709
Examiner
ACHION oo 707
ACION COUNLEd......ccveiiiiice e 1705
AFFIdaVit.......coociiicc 2144.03
Assignment of application for examination ......903.08(b)
Assignment of ex parte reexamination ................... 2236
Assignment of inter partes reexamination............... 2636
ASSISTANT.....ociec 707.01, 707.02
Citing prior art in an issued patent inappropriate..... 2203
Classification (See also Classification examiner)...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................. 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS. .....eeviiviieiiieiee e 1705
Duty of candor and good faith to .............cccc...... 2001.03
Employee number................... 711.04(b), 905.03, 905.05
Expressing opinion of validity .............ccoceevvinnennn, 1701
NAME ... 502, 707.09, 1302.13
New action indicated by primary ...........cc.ccceene. 707.01
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Sec. No
Previous action by another examiner
Allowed Claims ..o 706.04
INEEIVIEW ... 713.01
SBANCH. ..ot 704.10
Primary
Actions requiring personal attention.....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper .........ccccccvvveinencinienn, 1302.13
Pursuit of bounties prohibited ............c.ccocevvieneennen. 1701
Reasons for allowance...........cccocveiiinninciniens 1302.14
Resigns, old cases special..........ccccccevevevvnnrnnnnnne. 708.03
Suggestion of allowable claims............cc.ccoeei. 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney.........c.ccoeevervirenne, 408, 1302.14
Testimony as patent expert.......ccccccveverevernreenns 1701.01
Time and Activity Report.........cccccevvevevernenn. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of Protest..........ccovvvvevnineveneinens 1901.06

Examiner docket, time, and activity recording....1704, 1705
Examiner Reissue Guide and Checklist..............c.......... 1443

............................................................................... 707
Examiner’s amendment ..........ccocvevviveiveiereneneseenens 1302.04
Abstract changed by ........... 608.01(b), 1302.01, 1302.04
By initialing........ccooeoiiiniiic 1302.04
Claim, antecedent basis in description.............. 608.01(0)
Claim lost in interference .........ccoceovveeivenieicie e 2308
Claim, nonstatutory, canceled ...............ccoe.... 1302.04(b)
Claim, numbers identifying............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled ...821.01, 821.02
Copending application data brought up to date.....201.11
Defensive publication...........ccccooevvienennieneniennnn, 711.06
Deposit account Charge .........coceevvrereenieneniennnns 1302.04
Drawing correction..........ccccceeeevernens 608.02(w), 1302.04
Extension of time required for.............cccccevenee. 706.07(f)
Formal matters ...........ccoceveninencnnnnne 1302.01, 1302.04
IFW applications ..........cccooeviineiinenceesiens 1302.04
Informalities corrected .........cocoovvvrenvciniincnnnn 1302.04
Non-compliant amendment, treatment of .................. 714,
........................................................................ 1302.04
NO NEW MAEr ..o 608.01(0)
Plant patent application practice..........cc.cceeverervennne. 1610
Reexamination
EX PAMe.ci i 2287
Inter partes
Canceling rejected claims ............cc.c...... 2671, 2687
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Examiner’s Answer--Excess number of claims over number of claims previously paid for

Sec. No. Sec. No.
Correcting formal matters.................. 2687, 2687.01 Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
In merged reissue/reexamination................. 2686.03 Full anticipation, expressions used..706.02(c), 706.07(d)
Not permitted if approval required .............. 2687.01 Informal application ... 702.01
Tothe Title ...ccovvvvciiin 2660.02, 2686.03, 2687 Initialed by examiner..........ccooeovnininenncne 707.08
Reference citation corrected ............cocooevniennn 707.05(g) Language in rejecting......ccccoeeeveneeneneeenenenns 707.07(d)
Title of application.........cccovevvevercre v 606.01 MailiNG ..cveece e 707.12
Examiner’s Answer Memorandum Cited ...........ccceovrreiinneiennicene 707.06
Appeal Brief ... 1208 New drawing required..........ccccoeveeneneenenens 608.02(b)
Appeal conference not held ..............c.ccceeuenee 1003, 1208 New examiner, primary examiner indicates.......... 707.01
Counted as a disposal..........cccccvvereineininiiiciees 1705 NOLICES CIted.....cvivirieiii e 707.06
New ground of rejection ........c.ccoevvvveveererniennnnnnnns 1208 Numbering of paragraphs..........ccccceevvvveveieinens 707.07(k)
New interpretation of law .........ccccoevevervinneniiennn, 1208 OmMNIbuS rejection .........cocevvevrerisirerescseeens 707.07(d)
TV Director’s attention required ..........cc.ccccoennen. 1003 Orders Cited .......covevrerieiricrcc s 707.06
Print of drawing .......cccoceveviviniienenseee e 1204 Outstanding requirements .........cccocveveerennnes 707.07(e)
Reexamination Personal matter excluded ..........c.cccoeveieienns 707.07(d)
T 0T L (- 2275 Piecemeal prosecution.........cccccvevevievesesennnns 707.07(g)
INTEr PATES ..o 2677 Power of attorney invalid or lacking ...........cccccceoeeie 402
Reply brief ... 1208 Preliminary amendment in new case......... 709, 714.01(e)
SPeCial STAtUS ....c.vevvrviiceirieicree s 708.01 Primary examiner signs............... 706.07, 707.01, 707.09
Examiner’s letter (See also ACtion) ........c.ccocvvevvvvininannns 707 Primary examiner’s attention required, list .............. 1004
ADbandonmeNt..........ccoeiiiinniie e 711.02 References, citation .........cc.ccoceevvienne 707.05 to 707.05(g)
AdVISOry action.........c.ceceereeivnscenenns 706.07(F), 714.13 e 901.04, 901.05(a)
Amendment after final rejection............ccccoevevennn. 714.13 Refusing entry of amendment after Board decision
Arguments answered............cocecvvereeneneenenas TO7.07(F) 1214.07
Cancellation of nonelected claim............. 821.01, 821.02 Rejection of claim corresponding to claim of patent
Claim allowable except as to form.................... TO7.07(2) e e et 2302
........................................ 707.07(j), 710.02(b), 714.15 Remailing.......ccccoevevvrnnennneiennceneene. 107,13, 710.06
Claim SUMMAIY ........covriiiiriiiineseeeseees 707.07(i) Requirement for information............c.cc.ccceeeneee 706.02(c)
Complete and clear ... 707.07 Restriction requirement...........ccococevervieneiiennns 803, 817
Copies of references........ccocoevvvvviviiveveresieniennnns 707.05(a) L] (0] o S 707.13
Copy to applicant.........ccooevrereineneiieccseens 707.12 Reviewed by eXaminer..........ccccoceveceveinieneienennas 707.08
Correction, period for reply ................. 707.05(g), 710.06 Shortened time for reply........ccocoeviiiiicinennn, 710.02
Correction of Citation ............coceeveneiiienncnen, 707.05(Q) SIgNAUIe ...oveeeee e 707.09, 707.10, 1302.13
Date Stamped ........cccoerveiiiee e 707.11 Statement of rejection..........ccccccvveeiinviiennn, 707.07(d)
DeCisions, CIted.........cccvvviveieeiee e 707.06 Status letter reply.....c.coeveviieiiniieieeece e 203.08
Drafting criticism in first Office action............. 608.02(a) Statutory basis.......ccocvvvevereieies e, 707.07(d)
...................................................................... 707.07(c) SUMMANY ..ocoviviieinenieesenieeseneeeseseeesneseenennene 107.07(1)
Election of species required, concluding paragraph Supplemental..........cccooeiiiiini 710.06
...................................................................... 809.02(a) Undelivered........ccccocevevvievivnnsienineiesesesesesennnnn, 107,13
Examiner signature at end of letter...............c........ 707.09 Examiner’s search facilities, use regulations................... 510
Examiner’s amendments...........c....... 706.07(f), 1302.04 Example, COMMENLS ON....ovvvveerieiieiecneee s 707.07(1)
File wrapper entry.........cccoeevvvvniencnnne. 707.10, 719.01 Example, Operative ..........c.ccovveneinennnn 608.01(p), 2164.02
Final rejection, clearly stated ...........c.cccovevviennnns 706.07 Example, Prophetic, simulated or predicted........... 608.01(p)
Final rejection, concluding statement ................... 706.07 Excess number of claims for fee, after notice of allowance
Final rejection, patentability report................... T05.01(8) e 714.16(c)
First action, includes drafting comments........... 608.02(a) Excess number of claims over number of claims previously
...................................................................... 707.07(c) paid for ... 714.01(€), 714.10
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Excluded attorney or agent--Facsimile transmission

Sec. No.
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........ccccvevveieevcicicncee, 604, 605.04(a)
Executive Order
NO. 5AB4 ...t 1608
NO. 9424 ..o, 302, 302.06, 302.08
NO 10,096 ....ocvvieriiiiiieinie et e 509.02
NO. 10,358 ...ooviiiiiiiiieiere e 710.05
NO. 12,598 ....coiiieiieise e 115, 120, 121
NO. 13,292 ....coiiiieiciceee e 115,121
Executor or administrator............cc.cecevvennnne. 409.01, 605.05
Allowance and iSSUE ........cccevvrvrrrvsieeieriereennns 409.01(f)
Application by, after discharge...........cccccoeevnee. 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
AULhOTITY ..o, 409.01(b)
Consular certificate ..........ccvvvverivrivsivnieereeieinens 409.01(b)
Foreign country......cccccevevvvvvinnennne. 409.01(b), 409.01(d)
[ [T G 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ............ccooeveeveeieennennn. 409.01(f)
Joint inventors, inventor dies...........ccooeoeirenne 409.01(f)
Specification form.........cccocvivvivivivciscecece 605.05
EXNIDIE. ..o 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
Exhibit at interview ... 713.08
Exhibit, handling ..o 608.03(a)
EX parte qUESLIONS........cccveveierie e se e 713.06
Expedited Right of Appeal Notice ................. 2671, 2673.02
Experimental use (See also Public use).................... 2133.03
............................................................ 2133.03(e)
Commercial exploitation.............c.cccvenee. 2133.03(e)(1)
Completeness of the invention................... 2133.03(e)(3)
Factors indicative of........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment...........c.ccooeveieienenn. 2133.03(e)(2)
Reduction to practice .........cceceverererenene 2133.03(e)(3)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental..............cccccevvvnenee. 2133.03(e)(6)
When experimental use ends ..................... 2133.03(e)(3)
EXPert teStimony ..o 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154.......... 2710, 2720, 2730
D cT] o 1502.01, 1505
Extension under 35 U.S.C. 156................... 2750 to 2764
Plant ... 2701
ULHHEY o 2701
Export control of patent applications ...........cc.cceevvevrnenns 120
Exposure of papers during interviews................ 101, 713.07
Expounding patent [aw...........ccccoveivneneienenicieneceen, 713.02
Express abandonment ..., 711,711.01
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Sec. No.
To avoid publication of application............. 711.01, 1125
Express Mail deposit .........cccoveeiiineiinenecsenscseeens 513
Express Mail Procedure in ex parte reexamination ....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period.............cccuc... 710.02(e)
Extension of time........ccccoovvvvevcieicnnn, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief..........cccoeiiininnn 1206, 1208, 1215.04
For filing continuing application...................... 201.06(c)
General fee authorization ...........c.cccccceeeveniennn, 710.02(e)
Reexamination
EX Parte. ... 1002.02(c), 2265
Inter partes........ccccoevereiinnenn 2648, 2665, 2672, 2682
REQUESL.....cee i 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ..............ccoooiiiiiinnnn 711.03(c)
DETerring iSSUE ......ovevvriiicirieecse e 1306.01
Interview after ISSUE ........cocvvvvveeeieiee e 713.10
Reexamination, ex parte.........cccceeevererenesieseennann 2274
Reply period reset .........ccovvvvenieieniee e 710.06
SusPension Of FUIES.........cccooeirirciricee 1002
TIME O File i 1206
Withdrawal from iSSUE .......cccvrvrveviieerereie e 711.01
F
Facsimile transmission
Assignment documents .........ccoceeevveerennnne 302.09, 502.01
Central NUMDET ......cccoovviriieiriiccecens 502, 502.01
COrreSPONAENCE.......ccvevvevierieieeeceee e 502.01
Declaration or 0ath .........ccccoceiiiinieiieience e, 502.01
PCT international application.................... 1805, 1834.01
..................................................... 1865, 1893.01(a)(1)
Maintenance fEES.......ccovvviriniiec e 2510
Permitted types of correspondence............c..cc.u..... 502.01
Prohibited types of correspondence .............c........ 502.01
Reexamination
2 o= 1 S 2224
INTEr PAIES....cciveeviie e 2624
Secrecy order application, not permitted....... 120, 502.01
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Federal Circuit--File wrapper/history

Sec. No.

Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFQ))
Federal holiday

Abandonment date..........coeoeiiiiniiiiin, 711.03(c)
Appeal brief ... 1205.01, 2274
CIVIl 8CHION.....ciiiiciee e 1216
Continuity between applications..............ccccceunee. 201.11
Effect on reference.........c.ccocveviiiicicicncn 706.02(a)
Effect on Express Mail Service ........cccoevveieinennas 513
Filing date.......cccccovvverrevrnennn, 502, 502.01, 505, 512, 513
Foreign application copendency ........ccccceeeveruenen. 201.13
Foreign patent........cccocevevevecvcieecnccesenn, 2135, 2135.01
Maintenance fees .......cccoevvrereienieeiee e 2504, 2506
Papers Not reCeiVed ..........covvveiiveieiic e 502
Period for reply ending on ........cccccovevveiennne 505, 710.05
Prior art effective date.........c.ccoovvevvivivceriennn 706.02(a)
Provisional application copendency.................. 201.04(b)
PTO busSiness hOUIS .........ccccereiiiinieeie e 510
Reply Period.........ccocoviereiiineiee e, 710.05
Statutory bar.........cccoveeevevre e 2133
Statutory period ........cccovevevevenesesese e, 710.01(a)
Unscheduled closings ........c.ccocovvvvecneieevciesenn, 201.13
Federal [icense FghtS.........cccooeieiiiinenieece e 310
Federal Rules of Civil Procedure
Rule 8(b) CIted ......cveeeecevi e 410
Rule 11(b)
(071 (T o OSSPSR 402
REProduCed........ccoeiieiiiie et 410
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAAIESS ... 2540
APPEALL...c e 1204
Assignment recording ..........coceeverenienensenenens 302.06
Credit card payment of .........ccccccvereennn. 509, 706.07(f)
Current amounts available on USPTO web site......... 509
............................................................................. 1730
Examiner’s amendment .........cccccoovieieienennenn 706.07(f)
Extensions of time ........c.ccocevvveiniiiincne 706.07(f)
FiliNg.ooveece e 509, 607
Claims in eXcess Of .....ccccovevieriiieieieee e 607
Dependent claims .........ccocoveevveieiinnineinnens 608.01(n)
Deposit aCCOUNT ......cuvrveiieiieirieiec e 509.01
Disclosure DOCUMENE .......ccovrvrviieieree e e 1706
INAAEQUALE. ... ccveeveeiee et 506
International application ............c.cccceevevennen. 1810, 1827
Nonprovisional application............c.ccccccvvennae 601.01(a)
Provisional application ...........cccccevvivicnnnnns 601.01(b)
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Sec. No
Reduction for small entities ..........cc.cccoernienen. 509.02
Reexamination
EX Parte. ... 2215
INtEr PAMTES ..o 2615
REISSUE ..o 1415
RETUIM ...t 503, 607.02
Small entity ..ocovveeieieeiece 509.03
Issue (See Issue fee)
Maintenance (See Maintenance fees)
PaYMENT.....ccoiiii e 509
Petition t0 reVIVE ... 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or tables

......................................................................... 1823.02
Reduction for small entities...........ccccocervvereinennns 509.02
Field of search ............ 708.03, 904, 904.02, 904.02(a), 1701
Notation in file ... 719.05, 904
Field of search, notation by examiner................... 705.01(a)
................................................. 719.05, 904, 904.02(a)
Figures (See Drawings)
File Information Unit (Record Room)..................... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACHION ENEEIEd ..o 707.10
Allowed case data entered...........cccocevvrerrneennnnn 1302.09
Amendment endorsed...........ccoeevererennnns 710.05, 714.18
Arrangement of Papers........ccovevrienernenenene 719.01(a)
Assignment endorsement ..........cccevevvreieeiesieereesnenns 303
Civil aCtioN ..o 1216.02
Classification data...........ccccoeervrieninininere e 719.03
Classification hiStory...........ccccovvivireininnincnenn, 719.03
ComMPIELENESS ... 724.01
“Contents”, ENtry iN ... 719.01
Continuation, Former Rule 1.62 (FWC)
PUDIIC 8CCESS...eiiviiiiiiieieieiee s 103
T (o1 (o] o S 819
Correction Of €rror........cccocvveivercrenccn 719.02
Data entered 0N .........ccocevvvvenenne. 710.05, 719.02, 1302.09
Field of Search........cccovvevveiciese e 719.05
Field of search, patentability report.................. 705.01(a)
Foreign application cross-noting.........cc.cceevvveveane. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on ................ 719.06, 1302.06
Index of ClaimS.......coeviiiric e, 719.04
Licensing and Review Stamp.........cccceceveneieiesenienn 140



INDEX

Files Repository--Foreign application

Sec. No.
Name of applicant changed.........c..ccccevvevvernenen. 719.02(b)
Notes to application of another party...........ccccceneeee. 101
PAPEIS TN .o 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing .........ccocoovveiiiniineneeee 719.01(b)
Printout of search history ..........ccccoevvvvviveviciennenn, 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed...........ccocooviiinienicicnenn 719.02(b)
Return of paper entered on...........ccocooeveineneenen. 719.01
“Searched” boX entries.........ccoevvreineneinennns 719.05
“Searched notes” boX entries ........ccocccvvvervvrrnne, 719.05
Signing by primary examiner...........c..ccocvevvinenin. 1302.13
Statutory period ends on nonworking day ............ 710.05
FilesS REPOSITONY ....c.ocvvviiiiriiiciiecee e 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
Express Mailing date ..........ccooooeiiiiicinnne 506.02, 513
Foreign application, Convention date
(See also Foreign application)............. 201.13, 201.15
International application.............cccceeveveveieiencnnenn, 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT) ...cccccovevereieneenne. 1810
Petition.........ccccoevvrennen. 506.02, 513, 601.01(b), 601.01(c)
..................................................... 601.01(f), 601.01(qg)
Refusal t0 aCCOrd .......ccovevvireiiieiee e, 506.02
Review of refusal to accord ..........cccccoevenennnennn. 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
o o= -SSR 2215
INtEr PAItES......ooiieeviie e 2627, 2628
Filing fee (See also Fee; Refunds) ........cccocevvieiiiinennns 607
Continued prosecution application (CPA)........ 201.06(d)
Of a reissue application ..........cccevvererneneicrennnn, 1415
DepoSit aCCOUNL .....eevveeveerirce e 509.01
INAAEQUALE.....cveieiececie e 506
Reduction for small entities ............cccoceveieinnenn. 509.02
Reexamination
N 0= 1 S 2215
INEEN PANTES ..o 2615
Reissue application ..........cccoceveieiensienenieie e 1415
RETUM ..o 503, 607.02
Filing receipt (See also Postcard, self-addressed) ...... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
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Final data Capture........cccoveiviveieicce e 1309
Final reJeCtion.......ccoevieieiiiieese e 706.07
Amendment after..........cocoveieiiiiniiienne 714.12,714.13
Amendment after, entered in part............c.cccceenen. 714.20
First aCtion.......coceveiiiiciiecee e 706.07(b)
INTEIVIEW ... 713.09
LEEN . 706.07
Patentability report...........cccoovevnineiiencnnnen, 705.01(a)
Petition t0 VaCate ........ccovvrveirireeec e 1002.02(c)
Premature ........ccoooveveieieresre e 706.07(c)
Premature, Withdrawal of ............cccccevvviiennns 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccccevevenerenenieseenne 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application .........c.ccocvvviernienieneieseas 130
SPECIAL ..o 708.01
Time fOor reply oo 706.07(f)
Transitional procedure...........ccccvevvereerercreneenn, 706.07(g)
When proper........cccoeveeeenne 706.07, 706.07(a), 706.07(b)
Withdrawal.........cccovveviiiiic e 706.07(e)
Withdrawal, Primary examiner’s attention..... 1004, 1005
Withdrawal of premature ...........cccocevvvrrinncnn 706.07(d)
Withdrawal prior to hearing on appeal................ 1207.04
Final restriction requirement...........ccccceeevevevesennenn, 818.03
First action final rejection ..........ccoceoeeeeiiicicien, 706.07(b)
First Office action form ..o, 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material..........cc.ccoovvvveivnveieicncre e, 706.03(b)
Five year pendency .......ccccovevevevenesesennenns 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e) ......... 706.02(f)(1)
Examination of computer-related inventions ........... 2106
Genus-Species guidelings........c.cocoeeveverevnnnnn, 2144.08
Prior art citation ina patent...........ccoceeevevvnieinennnne, 2206
Reexamination provisions, ex parte ...........ccceeeeuenne. 2201
Reexamination provisions, inter partes............... 2601.01
Transitional after-final procedures (37 CFR 1.129(a)
..................................................................... 706.07(9)
Treatment of applications having conflicting claims .804
FIOW SNEEL.......oiviieeiiceeee e 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE v 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)
AS PriOr At ... 706.02, 2127
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Sec. No.
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed.........c.ccoovieiiiiiinnne 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......ccccovevvrinciiiiiee 201.13 to 201.15
Design patents.......cccceveverevenesesienn, 1504.02, 1504.10
Determination of priority ..........c.cccceeeeee. 201.14, 201.15
DISCIOSUIE ....vveievieieeiieieerie e 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority................ 2258
Filed more than a year before U.S. application
...................................................................... 201.14(c)
Filing in foreign country ........cccocevevvvieviennse e, 140
FIESt e 201.13
German design applications..........ccccceeereienine 201.14(b)
Great Britain ........cooevvveiieiece e 201.15
Identification.........ccoevveve v 201.14(d)
Incorporation by reference in U.S. application.... 201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority.......... 2658
License to file ... 140, 706.03(s)
Listed on oath/declaration..............cccccceruenee. 201.14, 602
No claim for priority .......ccccceevvvvvivevrevicicieien, 201.14(c)
No reference made in declaration ..................... 201.14(c)
Notice to Office after nonpublication request.......... 1124
Noting earliest date in file history/wrapper........... 202.03
Ordering COPIES.....vcveiereerere e e s eee e 901.05(c)
Overcoming reference which is ................... 201.15, 715
Prior art cited in related ..o 2001.06(a)
Priority .o.cooveeveee e 102, 201.13, 706.02
Papers not filed ..o 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application............ 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
RIbbONEd......c.cciiciceccc 602.04(a)
SAME INVENTION ..o 201.15
S ..o 602.04(a)
Statutory bar.........c..cccevevenen 201.13, 706.02(e), 2135.01
Time limits to submission................... 201.14, 201.14(a)
Certificate of COrrection.........cccocevevvverecenennen, 201.16
REISSUE......cvevirieicieieeciee 201.14, 201.14(b), 201.16
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Sec. No.
Translation required ..........ccoeevevenieiennnne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath...........cccooviviiiieieniic e 602.04
Foreign filing, Proving priority...................... 201.14, 706.02
Foreign filing date
Entitled 0o 201.13, 719.06
On file wrapper/history .........ccccveevversinenincnienn 202.03
Foreign filing license........ccocooiiiieiiiii e 115, 140
FOr PCT s 115, 1832
Foreign language
APPLICAtION ... 608.01
Names for months ..........ccccoveievereiieneienees 901.05(a)
Names for United States..........c.ccooeevreneieneenn 901.05(a)
Oath or declaration ...........ccoceovireininnininncne, 602.06
Foreign patent
Art COHECTION ... 901.07
CItatioN ....cvveeecc e, 707.05(e), 901.05(a)
Citation dates and information ............c.ccocevuee. 901.05(a)
........................................................... 901.05(b), 1851
Classification.........cooeeevvecinneienieees 903, 903.03
COUNETY COUBS....cvviveieieireiieiesie ettt 1851
Database Search.........cccveivveiieieneisesec e, 706.02(e)
Document citation, iN PCT........ccccoovvviiiiiiieieenn, 1851
DUPHICALES. ..ot 903.03
Effective date ......ccooevvvevrii e, 901.05(b)
Family of (INPADOC)........ccccoevvnrienirieiennns 901.06(a)
In prior art statement ..........c.cccveneiinieneennen. 609, 609.01
Individual country OVerview ...........c.ccocecverieennen. 901.05
JOUMNALS ..o 901.06(a)
LaW OVEIVIEW ..o 901.05
LiDrary ....oocee e 901.06(a)
Listing at allowance ...........cccoevviiiinencinee 1302.12
OPPOSILIONS ..ot 901.05
Ordering COPIES ....cvvvvveiriririieriese s 901.05(c)
Print of, where obtained ............ccccoeeveveienne 901.05(c)
Reference........ccoevveiiencceieneeeeee 706.02, 901.05
Statutory bar ... 201.13, 706.03(s)
TrANSTEN .o 903.05
Translation of ..., 706.02, 901.05(d)
Unlicensed, same applicant...........c.cccoevvriennns 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13t0 201.16
Design patent applications ...........ccccoceveririenen 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed ......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue.............. 1302.01, 1302.02, 1302.04
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Former employee restrictions--Form letters and forms

Sec. No.
Amendment of application in issue.........c..ccccev.n. 714.16
Claim allowable except for..........cceeevvenine 706, 707.07(j)
Review of action involving...........c.ccccceeeene. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........c..cccceevveinennnns 201.11, 1405
Specification format..........ccoccooviiniiiiniiiiiee 608.01
When taken up .....cccooeveenenncnenne, 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restrictions..........ccoovveveiververerenenennns 1702
Form letters and forms
Abandonment...........ccooooiiiiiiin 711.04(c)
Action Closing Prosecution PTOL-2065 .. 2671.02, 2696
Advisory ACtion.........cccceeveverievnninnn, 706.07(f), 714.13
Advisory Action — Ex Parte Reexamination PTOL-467
................................................................... 2265, 2296
AHOWADTLY .. 1302.03
Amendment received after allowance............... 608.02(z)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry. 1214.07
Amendment not fully responsive...........ccccceeenne 714.03
Amendment uUnSigNed .........cccoevenirenieienenn. 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/9%............ 324
Change of Correspondence Address, Application
PTO/SBI122 .....cvviieviiieiseei e 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8..........ccccovcvvvvivivnieineeennn, 1823.02
Cover sheet, assignment document....................... 302.07
Cover sheet, provisional application

Cited oo 201.04(b), 601

Reproduced.........ccoveiiineiiiiiecce 201.04(b)
Credit Card Payment Form PTO-2038

Cited ..ovvveiieeeee 509, 1302.04, 1306, 2510

ReProduced..........covverieiieeiiees e 509
D-101 s 130, 1304.01
D1 1103
DD FOrM 44L......ooiiiiiiiiiiesene e 120

Death of Attorney, Application ready for allowance . 406
Declaration for Plant Patent Application PTO/SB/03
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Sec. No.
Declaration for Utility or Design Patent Application
PTO/SBIOL ....oveieiiieeieeee e 602
Disclaimer in Patent PTO/SB/43..........c.ccccceveieennen. 1490
Disclosure Document Request PTO/SB/9%5............... 1706
Election of SPeCies.........ccovereiiiiieieicieenieae 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ...ocovvveieeiieieesieeeiens 2296, 2687, 2696
Examiner’s action PTOL-326 ..........ccccceceevvevieiiiennnnn, 707
EXaminer’s anSWEN ........ccccceevieeieireeire e sree e 1207
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
04 (=T [ 2540, 2595
REProduCed.........cceveveiirieirceeeee e 2595
Final reJection.........cccceveieiinie s 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
..................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A................... 201.06(d)

45-0ay LEtLer ....ccoeiiieieieie et 150

General Office Action, Ex Parte Reexamination
PTOL-466.........ccocevverririieieeceececreserens 2262, 2296

General (Ex Parte) Reexam Communication PTOL-473
(With SSP)...ocviieiie e 2250, 2266.03, 2296

Incorrect citation of references, Correction...... 707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ...ocovrvevennns 609.02, 609.03, 609.04(a), 609.05(a),
................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
.................................. 2214, 2258.01, 2280, 2287
Reproduced .........ccovveveiiieniirec e 609

Interference Initial Memorandum ............ 2302, 2304.02,
2304.04(a)

Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ...ttt 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072....cocoiieieesiee e, 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067......ccovvereiieieierieinienens 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................ 2664, 2670, 2677, 2686.01, 2696
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Form letters and forms--Form letters and forms

Sec. No.
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited ..o 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DiIgESTS .ottt 903.07
INILTAING .o 903.07(b)
Issue Fee Transmittal PTOL-85B...................... 307, 324

................................................ 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

ReProducCed ......cccveveeerererc s 2595
Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

ReproducCed..........ccovveiiiiiiiiniee s 1135
Note to SPRE/Examiner/TC Personnel of Inter Partes
Reexamination Deadlines PTOL-2061 ............... 2696
Notice of Abandonment
PTOL-1432 vt 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019 .................. 201.06(d)
Notice of Allowability PTOL-37......... 602.03, 608.02(b)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
...................................................... 812.01, 1205, 1207
................................................ 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................. 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
........................... 714.15, 714.16, 714.16(a), 714.16(d)
...................................... 1126, 1303, 1303.03, 1304.01
............................. 1305, 1306, 1306.02, 1306.03,1308
....................... 1308.01, 1308.03, 1309, 1512, 2001.04
........................................... 2406, 2411, 2411.03, 2575
Undelivered ........c.cooevveiieiiciecc e 1303.02
Notice of allowance, Secrecy order applications
D-10 i 130, 1304, 1304.01
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Sec. No.

Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062...........c.ccocervrerierennnn. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475....cciiveieireen 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
o O S 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-
2011 Reproduced.........ccccovererinineniniennne 201.06(d)
Notice of Improper CPA For Design Applications PTO-
2012 Reproduced........ccccevvrevennresireeanen, 201.06(d)
Notice of Improper Request for Continued
Examination (RCE) PTO-2051.................... 706.07(h)
Notice of Incomplete Nonprovisional Application
PTO-1123.......... 506, 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059 .......ccccccovvvvinenieiennnn. 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469................... 2235, 2250
............................................... 2250.01, 2271, 2271.01
............................................... 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068................. 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L.........ccccocvoiriniininiiieeee, 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058 ........ccovvrireeenreennreeesreeeeens 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..........ccccoo.... 2531, 2550



INDEX

Form letters and forms--Form letters and forms

Sec. No.
Notice of Non-Compliant Amendment............. 714.01(e)
............................................................. 714.03
Notice of Non-Recordation............ccccceeeiincneninne 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669......ccccevieiieieerieene, 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent
Maintenance Fee, PTO-211......cccccooeiiiiinnnnnenn 2550
Notice of Recordation...........ccccceevevvniveveiencnnnens 302.09
Notice of References Cited PTO-892....... 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ... 2530
Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11) .......ccccceevvevnene. 1103
Notice of Withdrawal from Issue under 37 CFR 1.313(b)
............................................................................. 1308

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661.......cccccvevenee 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application ........ 201.03
......................... 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced
......................................................... 201.06(d)
Notification of Non-Compliance with 37 CFR 41.37(c)
PTO-462.....c.ooiiiieiieeree e, 1205.03
Notification of Non-Compliance with 37 CFR 41.37(c) —
PTOL-462 .....oovovviiiciiiieiee e 1205.03
Office Action — Ex Parte Reexamination
PTOL-466 ......ocovvveeiirieiiisecesee e 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

ReProduced..........coveieiiiiiiiineeee e 2660
Office Action Summary PTOL-326.................. 608.02(h)
Order Granting/Denying Request for Ex Parte

Reexamination PTOL-471 ........cccccoovvvivinninnnnn. 2296
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063

Cited oo, 2646, 2647.02, 2696

Reproduced.........ccevverievererenese e 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................... 1135

-39

Sec. No.

Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
(O] 1 IS 711.03(c), 1124, 1135
Reproduced ........cccovevvevevernieinennns 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIBA.......oooveceveeevereeerenreneens 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03.......ccoieiieieesieieenieeeen, 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80.......cevreeirieieeereeirieeienene 402.07
Provisional application for patent
Cover sheet PTO/SB/16........ccccevveveviervennn, 201.04(b)
PTO-150.. ..t 1302.07, 1706
PTO-152...cciiiiieiieiee e 409.01(b), 602.03
............................ 605.02, 605.03, 707, 707.07(a)
PTO-211 oot 2550
PTO-270 (Blue SIip) .....ccccovrvennnen. 903.07, 903.09, 1107
............................................................................. 1455
PTO-328......cviiiiiiciiee e 903.07, 1107
PTO-447A ..., 903.08(a), 903.08(d)
............................................................. 903.08(e)
PTO-690E ......ccoovvvvvririrenn 903.03, 1704, 2238, 2638
PTO-850
Cited ...ccovnee. 1002.02(d), 2302, 2304.02, 2304.04(a)
Reproduced.........ccoviviiiiiciee s 2302
PTO-875. it 608.01(n)
PTO-892
Cited .... 201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
............. 1302.04, 1302.12, 1406, 1901.06
............................ 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
Reproduced.........cccovevvrvvennseceeeeeee e 707.05(a)
PTO-948.......oiiieire e 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050......cccmiiiiriiinierieesienienns 1480, 1480.01, 1485
PTO-1123.....cccoovvrienen 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
PTO-1360......ccciieiiirieenieniee e, 608.01(n)
PTO-1382....ceiiiiiieiiiiieieieiei e 1830, 1832
PTO-1472. oottt 1705
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Sec. No.
PTO-1516 ..ot 2287, 2295
PTO-1517 .o 2287, 2295
PTO-1590 ..o 719.05
PTO-1595 ..ot 302.07
PTO-1661 ..o 2427.02
PTO-1669 .......ccovvirverierieienieienieens 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced ........cccvvvrvrirvierirennenns 201.06(d)
PTO-2012 Reproduced .........ovovvvrirviericennenns 201.06(d)
PTO-2018 Reproduced .........oeovvvrievierieennenn 201.06(d)
PTO-2019 Reproduced ........cccccevvrvivrninernnne. 201.06(d)
PTO-2021 Reproduced ........cccoevvvienrerninnennnne. 201.06(d)
PTO-2038
Cited ..o, 509, 1302.04, 1306, 2510
REProduUCEd.......cccovereeeiere e 509
PTO-2051 ..ot 706.07(h)
PTO-2140 ..ot 2531, 2550
PTO-2142 ..ottt 2531
PTO-2143 .ottt 2530
PTO/SB/08A and 08B ................ 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
......................................... 609.07, 707.05(d), 1302.12,
............................................... 1406, 1901.03, 1901.06
....................... 2214, 2246, 2257, 2258.01, 2287, 2290
...................................... 2614, 2646, 2657, 2687, 2690
PTOL-37
Cited ..o, 203.08, 602.03, 608.02(b), 608.02(z)
.............. 609.05(b), 707.05(g), 710.02(e), 714.13
................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced..........covvreinineiieeee s 1302.03
PTOL-85
Cited ..oovovveeeecee, 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
ReProduced.........ccevveieiierere s 1303
PTOL-85B
Cited ...oooevvrereee, 307, 324, 509.03, 512, 1303, 1306
......................... 1306.01, 1306.02, 1309, 1481.01
ReProducCed.........ccceveieierire e 1303
PTOL-85C Reproduced ........ccoveveiveiverienienieriesieens 1303
PTOL-90............. 608.02, 707, 714.16, 1205.03, 1207.05
................................... 1208, 1209, 1210, 2427.01
PTOL-271 oo 714.16(d)
.............................................................. 714.16(e)
PTOL-303.....cciieiieieinieeecseesec s 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 ..ottt 714.03
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PTOL-324 ..ottt 714
PTOL-326
Cited...ovoiviiee e 201.14(b), 201.14(c)
................................................. 608.02(h), 706.07
......................................... 707, 710.02(b), 812.01
REProduCed ........cccevevieiire e 707
PTOL-404 ..ottt 1485
PTOL-413 ..ot 713.04, 714.13
PTOL-461 ..o 1215.04
PTOL-462 .....ccoovevviveiiienns 1205.02, 1205.03, 1207.02
PTOL-462R......c.ccoiiiiiiiiiieise e 2274, 2296
PTOL-465 ..o 2262, 2264, 2283, 2296
PTOLA466 ......covvviiiiiiicieee e 2262, 2296
PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
PTOL-468 ..o 2273, 2274, 2296
PTOL-469 .....ocviviiiiiiicee e 2287, 2296
PTOL-A71 oot 2296
PTOL-473 ..o 2250, 2266.03, 2296
PTOL-474 ..ot 2281, 2296
PTOL-475 ... 2250, 2266.02, 2266.03, 2272
......................................................... 2273, 2295, 2296
PTOL-A76 ...covceieeceee et 2687
PTOL-501 ...cvoiiiiciceeic e 2633, 2647.02
PTOL-1432 ..o 711.01, 711.02
..................................................................... 711.04(c)
PTOL-1516 ...ocovvvieiieiecnecc e 2296, 2687, 2696
PTOL-1517 woveveieieeceece e 2296, 2687, 2696
PTOL-2057 ...ocviiiiiciesiee et 2696
PTOL-2058 ......ccoeveveieesteice et 2696
PTOL-2059 ....coiiiiiiieeiie e 2696
PTOL-2060 .....cceviviiieisierieesercee et 2696
PTOL-2061 ....coooveveiiieecieiee e 2696
PTOL-2062 .....c.ccocveveiveeceeiee e 2696
PTOL-2063
Cited....ooovvieieeen, 2646, 2647.01, 2647.02, 2696
Reproduced ... 2647.01
PTOL-2064
(071 (Yo PR 2647.02, 2660, 2671.01
ReProduced .........cccoveveiviieireiecee e 2660
PTOL-2065 ......ocovrvriiirieinenieise e 2671.02, 2696
PTOL-2066 .......covvvrrrririenineniecsenieeeeenens 2673.02, 2696
PTOL-2067 ....ccoeevrveirrrrienns 2662, 2674, 2675.02, 2696
PTOL-2068 .......ccovevvreieiesieecte e 2687, 2696
PTOL-2069
Cited.......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
....................................................... 2666.60, 2696
Reproduced .........ccoovveiinenineiee e 2666.50



INDEX

Form letters and forms--Form letters and forms

Sec. No.
PTOL 2070 ......cccvvnene. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071 ..o 2666.06, 2696
PTOL-2072...cocieiiieece ettt 2696
PTO/SB/01 Reproduced ...........ccocevvevieeriennerineniennas 602
PTO/SBI03.......cveeeieiee e 1604
PTO/SB/0B .......covenviviieiiiiiriesene e 608.01(n)
PTO/SB/OT ...ttt 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(h), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08SA
Cited oo, 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2257, 2258.01, 2290, 2614,
................................................ 2646, 2657, 2687
REProduCed.......cccoveverieriere e 609
PTO/SB/08B
Cited..coieveeveicecee e, 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(h), 609.05(c), 609.06,

.609.07, 2214, 2246, 2257, 2258.01, 2290, 2614,
2646, 2657, 2687, 2690

ReProducCed.........ccevveieiiieiesi e 609
PTO/SB/L6......ciiieiiriceieee s 201.04(b)
PTOISB/24 ...t 711.01
PTO/SB/24A

Cited ..o 711.01, 1125, 1135

Reproduced.........cccooeieieniiiiiiiiieee 711.01, 1135
PTOISB/25......oiiiiieeee e 1490
PTOISB/26......coiieiieeeieee e 1490
PTOISBI27 ..o 1504.30
PTO/SB/29

Cited .o 201.06(d), 709

Reproduced.........cccoveivineiiincesceecs 201.06(d)
PTO/SB/29A Reproduced..........ccccovrveirennennn 201.06(d)
PTO/SB/30 Reproduced ...........cccovvvrvevereennnn. 706.07(h)
PTO/SB/3L....coiiiiciiiieeeee s 1204
PTO/SB/35

Cited .o 1121, 1122, 1135

ReProducCed.......c.ccveverievereve e 1135
PTO/SB/36

Cited .o 1123, 1124, 1135

Reproduced..........ccooeviirieiiiiiccee s 1135
PTO/ISB/37 ..ottt 709
PTO/SB/42........ 2246, 2256, 2257, 2258.01, 2262, 2614,

........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced ...........ccccerveereieenieeniennns 1490
PTO/SB/44
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Sec. No.
Cited .o 1480, 1480.01, 1485
Reproduced .........ccoevviiiiiis s 1485
PTO/SB/45
CHted e 2515, 2595
Reproduced ..........coviriiiiiiiiiee e 2595
PTO/SB/4T7
CHted i 2540, 2595
Reproduced ..........cooiriiiiiiice s 2595
PTO/SB/50 Reproduced..........ccoooeverireniecnieninenen. 1410
PTO/SB/51
Cited oo 1410.01, 1414
Reproduced .........ccovveiiiinieiec e 1414
PTO/SB/51S Reproduced...........ccccoceveriaeeniecnen. 1414.01
PTO/SB/52
Cited oo 1410.01, 1414
ReProduced .........ccoveveiviieireeereee e 1414
PTO/SB/56 Reproduced...........ccovereeneienencrienienne 1415
PTO/SB/57
(O | (=T S 2214, 2296
ReProduCed .........ccevvveirreieeeeeee e 2214
PTO/SB/58
CIted e 2614, 2696
Reproduced ..........covirieiiiiiireee s 2614
PTO/SBIBL ... 711.03(c)
PTOISB/B2 ... 711.03(c)
PTOISB/B3 ...t 711.03(c)
PTOISB/B4 ...t 711.03(c)
PTO/SB/64a Reproduced ..........ccovevrveievercencnienens 1135
PTO/SBIB4A PCT ...ooovvevereeneeevensensiennennes 711.03(c)
PTO/SB/67 Cited ...c.cvcvevevreireiceseeene s 104
PTO/SB/68
CHted o 103, 711.04
Reproduced .........cooeiveniiniee e 103
PTO/SB/80 Reproduced.........c.ccevvrveiereenerinninne 402.07
PTO/SB/81
Cited .o 402, 601.02, 1604
Reproduced .........ccovveiinineecee e 402, 601.02
PTO/SB/82 Reproduced.................... 402.05, 2222, 2622
PTO/SB/83 Reproduced.................... 402.06, 2223, 2623
PTOISB/O4 ... 1101
PTO/ISB/O5 ...ttt e 1706
PTO/SB/O6 ...t 324
PTO/SB/122 ...t 403, 2542
PTO/ISB/123 ... 403, 2542
PTO/ISBI124 ...t 403
PTO/SB/125
CHted et 403, 2540
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REProduCed.......ccccveveieiere e 403
Reasons for Patentability and/or Confirmation

PTOL 476.....oeiiiieiseei e 2687

Recordation Form Cover Sheet PTO-1595........... 302.07

Reexamination and processing forms listed... 2296, 2696
Reexamination Clerk Checklist
PTOL-1517 oo 2296, 2687, 2696
Reissue Application
Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) ....c.covvvvvvevieieiciene, 1410.01
Declaration by the Inventor (See Form letters and
forms: PTO/SB/51) .cccovvviiieeccie 1410.01
Fee Transmittal Form (See Form letters and forms:
PTO/SBI56).......coviiiieiieieiiesieesesieinsieeas 1415
Supplemental Declaration for Reissue Patent
Application PTO/SB/51S ........cccecvvveeene 1414.01
Transmittal (See Form letters and forms: PTO/SB/50)

Request for Customer Number PTO/SB/125... 403, 2540

Request for Customer Number Data Change
PTO/SBIL24 ...t 403

Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SBI3T ..ottt 709

Request for Ex Parte Reexamination Transmittal
PTO/SB/ST ..ot 2214, 2296

Request for Inter Partes Reexamination Transmittal
PTO/SB/58

CIted oo 2614, 2696
Reproduced.........ccuveiiireiiiiee s 2614
Request for Statutory Invention Registration PTO/SB/94
............................................................................. 1101

Request for Withdrawal as Attorney or Agent
PTO/SB/83......ceieeeeeeee e, 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited ..o 1123, 1124, 1135
Reproduced.........ccoveiireiiinies 1135
Response to Rule 1.312 Communication
PTOL-271 .o 714.16(d), 714.16(e)
Restriction requirement...........ccocoeevviiereieseneienennns 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82.......... 2222, 2622
Right of Appeal Notice PTOL-2066......... 2673.02, 2696
SIR-C oot 1103
SIR-E ..ottt 1103
SIR-F oo 1103
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SIR-G oot 1103
SIR-H oo 1109
SIR-Liii 1103
SIR J o 1103
SIR-K s 1109
SIR-Luiiicie e 1107
SIR-M..ciiiitiiit e 1107
SIR-N (FOrm D-11) ...ccooiiiiiiirirere e 1103
Statements to DOE or NASA ... 151
Subject matter admits of illustration ................ 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/SB/B3 ...t 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25........... 1490

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application, PTO/SB/25.........ccccooviiiiiiineee 1490

Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465

............................................... 2262, 2264, 2283, 2296
Form paragraphs (Reproduced)

2.0L 201.06
2,030 201.06(c)
2,05, s 201.07
2.06..c. e 201.08
2.07 e 201.09
2,08 s 201.10
2,09, 201.11
2,001 s 201.11
2.00.0% i 201.11
2.10 201.11
21101 s 201.11
2,03 s 201.03
2,038 s 201.03
2,130 201.03
2.03C et 201.03
2,130 s 201.03
2. 03B s 201.03
2,03 201.03
2.030 e 201.03
2.03N 201.03
21301 s 201.03
203,02 i 201.03
204 oo 201.03
2.14.0%.co e 201.03
2.05 201.11
206, s 201.11
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Sec. No.
207 201.11
208 s 201.13
2.09 201.15
2.20 i 201.14(b)
220 s 201.14(c)
22101 i 201.14(a)
222 e e 201.14(c)
2.2 e 201.14(c)
224 .o 201.14(c)
2.25 s 201.14(c)
2.26 oo 201.14(c)
227 e 201.14(c)
2.28 e 201.11
2.29 s 201.11
2.30 i 201.06(d)
2.3 201.06(d)
2.3 e 201.06(d)
2.3 e 201.06(d)
2.3 s 201.06(d)
2,35 201.06(d)
2.38 e 201.11
2.3 e 201.11
280 o 201.11
Q0L s 403
Q.02 e s 406
B.03 e 406
B0 oo s 406
0B .ot 407
L O R 407
Q.08 o 407
409 e s 402
BL0 e 401
B0 s 502
B.01.01 o 501
D02 512
B0 e 903.08
B0 e 512
B0 s 509.03
B.0L . 608.01(a)
B.02 .. 608.01(a)
B.02.01 .. 605.04(a)
B.03 ..o 602.01
B.05 e 602, 602.03, 605.01
B.05.01 ...oviiiii e 602
B.05.02 ....ovieiie e 605.02
B.05.03 ....oiiiiecce e 605.01
6.05.05 ... 602.03
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Sec. No
B.05.06....c.cuiiiieeiiiece e 602.03
B.05.07 .t 602.03
B.05.08......iiiee e 602
B.05. 10 . 604.01
B.05.12. . 604.01
B.05.13. . 602.04
B.05.14 ...t 602.04(a)
B.05.15. .. e 602.03
B.05.16....ccc it 602.01
B.05. 17 s 602
B.05.18....ciiiieece e 605.04(b)
B.05.19. ..t 605.03
B.05.20. . i 602
B.06.....eeeeeieee e 603, 604.01
B.07 e 604.02
B.08.. e 604.04(a)
B.09.01L....iiiiieie e 605.03
B.10 e 606.01
B.11.0% .. e 606.01
B.12. e 608.01(b)
B.13 e 608.01(b)
B.14 .. e 608.01(b)
B.05 e 608.01(b)
B.16. . e 608.01(b)
B.16.01.....cviiiiiiie e 608.01(b)
B.07 e 608.01(j)
B.18 s 608.01(n)
B.18.01...cc i 608.01(m)
B.19 s 608.01(p)
6.19.01. ... 608.01(p)
B.19.02....ciiiceece e 201.17
6.19.03.. e 608.01(p)
B.20. e 608.01(v)
B.21 s 608.02(b)
B.22. et e 608.02(b)
B.22.01 ...t 608.02(d)
6.22.02...cc e 608.02(e)
B.22.03.ccc s 608.02(e)
B.22.04 ...t 608.02(d)
B.22.05. ..t 608.02(f)
B.22.06.....cuiiicrieeiee e 608.02(e)
B.22.07 oo 608.02(e)
B.23 s 608.02
B.23.01L. . 608.02
B.24.01L.....iiiieeie e 608.02
B.26. . e 608.02(b)
B.27 .. 608.02(b)
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B.28 .. 608.01(q)
B.28.01 ..ot 608.01(q)
B.28.02 ..t 608.01(q)
B.29 1 608.01
B.30 et 608.01
B.3L e 608.01
B.32 et 608.01
B.32.01 .. 608.01
B.36 .t 608.02(d)
6.36.01 ... 608.02(g)
B.37 e 608.02(h)
B.39 1 608.02(p)
B.40 .. 608.02(p)
B.4L e 608.02(p)
B.42 . 608.02(p)
B.43 o 608.02(p)
B.46 .. 602.03
B.AT e 608.02(p)
B.48 ..o 608.03(a), 714.16(d)
B.49 .. 609.05(a)
B.49.01 ..cviiiee e 609.05(a)
B.49.02 ...t 609.05(a)
6.49.03 ..o 609.05(a)
B.49.05 ... 609.05(a)
6.49.06 ......oeiiiiee e 609.05(a)
B.49.07 oo 609.05(a)
6.49.08 .....ooiiieeee e 609.05(a)
6.49.09 ....viiiece e 609.05(a)
B.49.10 .. 609.05(a)
B.51 o 609.05(a)
B.52 o 609.04(b)
B.53 s 609.03
B.54 ..o 609.03
5.5 e 609.03
B.56 . 610, 1134
B. 57 e 610, 1134
B.60.01 ..o 608.05
6.60.02 ... 608.05
B.61.01 ..coviiiieieece s 608.05
B.61.02 ...oviiiec e 608.05
B.62 ..t 608.05
B.63.01 . 608.05(b)
B.63.02 ... 608.05(b)
B.64.01 ...viiiiieie e 608.05(a)
B.64.02 .....viiiieeee e 608.05(a)
B.64.03 .....iiiicieee e 608.05(a)
B.64.04 ... 608.05(a)
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B.70.01....ciiicee e 608.05
B.70.02...cccuvieceee ettt 608.05
B.71.01. . e 608.05
B.71.02..ccc e 608.05
B.72.0%.cccecee e 608.05
B.72.02...cc et 608.05
B.72.03 ... 608.05
B.72.04 ... 608.05
B.72.05.c e 608.05
A 702.01
F.02 e 702.01
T04 oo 706.03(a)
T.05 706.03(a)
T.05.0%.ccc e 706.03(a)
T.05.02...cciiiiee e 706.03(a)
T.05.03..ccc e 706.03(a)
T.05.04 ... 706.03(a)
T.05.05. 0. e 706.03(k)
T.05.06....cccciiieieeee e 706.03(k)
F.07 e 706.02(i)
T.08. e 706.02(i)
T.09 i 706.02(i)
.00 e 706.02(i)
8 R 706.02(i)
T2 706.02(i)
T.02.01 e 706.02(i)
.03 706.02(i)
TdA oo 706.02(i)
A5 e 706.02(i), 804.03
70501, 706.02(f)(2), 706.02(i), 804.03
T.15.02. 0 706.02(i), 804.03
T.15.03. e 706.02(i)
8 TS 706.02(i)
8 ST 706.02(i)
T A8 706.02(i)
T2 706.02(i), 804.03
T.20 . e 706.02(m)
2001 e 706.02(m)
720,02 706.02(m)
T.20.04 ... 706.02(m)
T.20.05. 00 706.02(m)
T2L e, 706.02(m), 804.03
T.21.01.. e 706.02(m), 804.03
T.21.02. i 706.02(m), 804.03
T22 e 706.02(m)
T.23 s 706.02(m)
T2T et 706.02(m)
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Sec. No.
T.28 e 706.03(0)
T2 o 608.01
T.29.01 oo 608.01(m)
T.29.02 oo 608.01(m)
T7.29.03 .. 608.01(m)
T.29.04 ..o 608.01
T7.30.01 oo 706.03(c)
7.30.02 et 706.03(d)
T.31.01 o 706.03(c)
T.31.02 e 706.03(c)
T.3L.03 e 706.03(c)
T.3L04 o 706.03(c)
T.33.01 oo 706.03(c)
T.3h oo 706.03(d)
T.34.01 o 706.03(d)
T.34.02 i 706.03(d)
T.34.03 i 706.03(d)
TB4.04 oo 706.03(d)
T.34.05 ... 706.03(d)
T.34.06 ..o 706.03(d)
T.34.07 oot 706.03(d)
T.34.08 . 706.03(d)
T.34.09 o 706.03(d)
T34.00 e 706.03(d)
T340L i 706.03(d)
TBA02 i 706.03(d)
T.34.03 e 706.03(d)
T3404 oo 706.03(d)
T3A5 o 706.03(d)
7235 e 706.03(d)
T.35.01 oo 706.03(d)
T30 e 608.01(n)
R Y AT 707.07(f)
T3T.0L o 707.07(f)
T.37.02 oo 707.07(f)
T.37.03 e 707.07(f)
T3T.04 . 707.07(f)
T.37.05 o 707.07(f)
T.37.06 oo 707.07(f)
T.37.07 oot 707.07(f)
T.37.08 oo 707.07(f)
T.37.09 o 707.07(f)
T.37.00 e 707.07(f)
T.37. 01 e 707.07(f)
T.37.02 e 707.07(f)
T.37.03 et 707.07(f)
T.38 s 707.07(f)
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T.38.0L . 707.07(f)
7.38.02..cc e 707.07(f)
T.39 e 706.07
T.39.01.ccc e 706.07
TAD e 706.07(a)
TA0.0L ... 706.07(a)
TALooooeicee e 706.07(b)
TALOL oo 706.07(g)
TALO2.eoec e 706.07(g)
TAL03.ccceecee e 706.07(b)
T2 706.07(d)
TA2.0L ... 706.07(g)
TA2.02.ueccceeeeee e 706.07(g)
TA2.03.eceeeee s 706.07(g)
TA2.031....oiiicieeie e 706.07(g)
TA2.04......ooi e 706.07(h)
TA2.05...ccciiiiieeeee e 706.07(h)
TA2.06.c.ccccciiieeee e 706.07(h)
Y O R 706.07(h)
TA2.08....viieee e 706.07(h)
742,09 ..., 706.07(b), 706.07(h)
TA2.00 i 706.07(h)
TA2 XL oo 706.07(h)
TA2 L2 oo 706.07(h)
TA2.13.oi e 706.07(h)
TA20A ..o 706.07(h)
TA2 A5 e 706.07(h)
TA2 LB 706.07(h)
A T 608.01(n), 707.07(j)
TA3.0L .o 707.07(j)
TA3.02..ccc e 707.07(j)
TA3.03.ee s 707.07(a)
TAB0A e 707.07(j)
TAB oo 608.01(0)
TS 608.01(n)
TAB....ccveecei e 714.01(e)
TAB.oeeeeeeeee e 706.03(u)
R TR 706.03(u)
T80 e 706.04
TBL 714.14
T B2 e s 709
T s 709
T s 709
TB4.0L..cc e 709
T54.02. i 709
T.5B e e 709
T.56.01.c. e 709
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T.56.02 o 709
T T e 715
T.58 e 715
759 o 715
T80 e 715
TBL o 715
T.B2 oot 715
7083 e e 715
TBh .o 715
T.B5 s 716
T80 et 716
T.86.01 o 716
T.66.02 .. 716
T.86.03 ... 716
T.86.04 ..o 716
T.66.05 .. 716
T8l o 707.05(g)
T.82 e 707.05(g)
T.82.0L o 707.05(g)
T.82.03 i 707.05(a)
7083 e e 707.05(g)
T8 o 713.04
TBA.0L oot 714.01(a)
T.85 e 714.16(d)
T80 o 714.16(e)
T 8T e 714.16(d)
T.90 o 711.02
T9L o 711.02(a)
T.95 e 704.12(c), 714.03
T.95.01 o 714.03
T.96 o 707.05
T.07 s 707.07(j)
T.98 s 710.02(e)
T.98.0L ... 710.02(e)
T.98.02 ... 711.02
T.000 e 707, 707.08
TL0L e 707, 707.08
TL02 oo 707, 707.08
T.003 e 707
TA04 oo 706.02(c)
T.005 e 704.14(a)
T.005.01 oo 704.14(a)
T.005.02 ..o 704.14(a)
T.006 ..o 704.14(a)
T.A07 e 704.14(a)
TA08 .. 704.14(a)
T.209 e 704.14(a)
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T.01100 e 704.14(a)
TALLo e 704.14(a)
TLA2 e 704.14(a)
TLL3 e 704.14(a)
8 SRR 704.14(a)
15 704.14(a)
T LB 704.14(a)
TLAT e 704.14(a)
0 TR 704.14(a)
A S ST 704.14(a)
T.020 e 704.14(a)
TA2L e 704.14(a)
TA22 e 704.14(a)
T.023 s 704.14(a)
TA24. .o 704.14(a)
TA25. e 704.14(a)
TA26. e 704.14(a)
TL27 e 704.14(a)
TLAT oo 714.03(a)
T.169. i 714.13
T204. ...t 724.06
T.205. e e 724.06
T.206. ... 724.06
A 724.06
T.208....ee e 724.06
T.209. e e 724.06
T.200. e 724.06
T201L e 724.06
A 724.06
T203 e 724.06
T 2Lt 719.01
B.01 e 809.02(a)
8.0 e 809.02(a)
8.03 e 821.01, 821.04(a)
B.04 .. 821.03
805 e 821.01
B.06.. . 821.02
807 e 821.02
808 . 817
809 . i 817
810 i 817
Bl s 817
Bl e 809.03
B.lA ..o 806.05())
81401 ... 806.05(j)
B.A5 e 806.05(c)
816, i 806.05(d), 806.05(j)
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Sec. No.
BT 806.05(e)
818 o 806.05(f)
8.1 o 806.05(q)
8.20 i 806.05(h), 806.05(i)
8.20.02 ... 806.06
B.2L.01L . 817
B.21.02 .. 817
B.21.03 o 817
8.21.04 ..o 806.05(f), 806.05(h), 817
822 s 818.03(b)
8.2 812.01
8.23.01L . 812.01
8.23.02 e 817
8.2 ..o 821.01
82D e 821.01
8.25.01 .. 821.02
8.25.02 ..t 818.03(c), 821.02
826 e 821.03
827 e 804.03
828 o 804.03
8.28.01 .. 804.03
829 o 822
B30 e 804
8.3 s 804
8.3 804
8.3 e 804
B.34 o 804
B35 e 804
8.3 s 804
8.3 804
B.38 e 804
8.3 e 804
BLAL .o 803.03
BLA2 s 821.04(b)
B3 821.04(b)
845 o 821.04(b)
BB . 821.04(a)
BUAT e 821.04(a)
849 . 821.04(a)
8.50 . 821.04(a)
L1001 oo 1308
10,13 e 1481.02
TO014 oo 1481.02
L1005 1481.02
FO16 i 1481.02
L1007 e 1481.02
L1018 oo 1481.02
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Sec. No
10,09 e 1451
L0.20. e e 1002
12.109.01. e 1205.03
L2000 1205.03
T2 000 1205.03
L12.002. e 1205.03
T2.106 e 1205.03
L2007 e 1205.03
L2000 e 1214.07
12.119.0% e 1214.06
12.109.02..ccc i 1214.06
L12.020 e 1214.06
L2020 1215.03
T2.049. e 1207.02
12,1500 1207.02
12.150.04 ... 1207.02
12.150.05. 000 1207.02
12.150.06...c.cciiiiiiicceee e 1207.02
N 3 S 1207.02
1215101 1207.02
L12.151.02. 0 1207.02
1215103 e 1207.02
1215104 ... 1207.02
12.151.05. e 1207.02
12.151.07 oo 1207.02
T12.151.08 .. 1207.02
1215210 e 1207.02
L2152 1207.02
ey 0 1207.02
12151020 1207.02
1215103 1207.02
1215104 ... 1207.02
12.151.05. e 1207.02
L2153 1207.02
1215301 1207.02
12,153,020t 1207.02
1215304 ... 1207.02
1215401 e 1207.02
12,154,020 1207.02
12,154,083 1207.02
T12.154.04 ... 1207.02
12.154.05. .00 1207.02
e Y S 0 1207.02
L12.156. i 1207.02
12.156.01..ccc e 1207.02
12,156,020t 1207.02
12.156.03...cccceeecee e 1207.02
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Sec. No. Sec. No.
L2057 oo 1207.02 L14.01.02....cci i 1414
1215701 oo 1207.02 T14.01.03.. e 1414
T12.157.02 oot 1207.02 T4.01.04 ... e 1414
12159 e 1207.02 T4.01.05. e 1414
L2161 e 1207.02 T4.05.02. ... 1444
12,162 oo 1207.02 L4.06.....i e 1442.01
12.162.01 .. 1207.02 TA.07 e 1442.03
12.162.02 .o 1207.02 408, 1442.02
L2163 e 1210 TA.09. e 1442.02
L2169 e 1205.03 O S 1442.02
L12.070 i 1205.03 TA.Ld 1442.02
12.170.01 oo 1205.03 141200 e 1418
12.070.02 ot 1205.03 LA D2 1412.03
T2 070 e 1205.03 0t S 1412.03
L2072 e 1205.03 LA LA oo 1444
L2073 e 1205.03 A0S 1410.01
L2074 oo 1205.03 TA.LB it 1410.01
L2176 e 1205.03 T4.16.01 . 1410.01
T12.176.01 oo 1205.03 TA.16.02..eeieeeee e 1410.01
L2077 o 1205.03 14.16.03 ..o 1410.01
L2078 oo 1205.03 T4.16.04 ... 1410.01
L2076 oo 1205.03 T14.16.06.....ccciuiiciee e 1410.01
L2079 oo 1207.02 LA LT e 1412.02
12.179.01 oo 1207.02 T4.20.00 ... 1453
12.179.02 .. 1215.04, 1207.03 14.21.01 .o 1453
L2079 e 1207.02 14.21.09....ci i 1448
L2181 o 1207.02 TA22 e 1448
L2182 . 1209 14.22.00 e 1411.02
12184 .. 1211, 1207.05 I U 1490
12,185 oo 1207.05 L14.23.01 i 1490
12,186 oo 1215.04, 1208 TA.24. ... 1490
L2087 oo 1207.03 TA25 e 1490
L1300 o 1302.02 RO 1490
L1302 o 1302.04 TA.26.01. .. 1490
13.02.01 oo 1302.04 L14.26.02....ccc it 1490
13.02.02 oo 706.07(f), 1302.04 14.26.03....ci e 1490
L1303 o 1302.14 T4.26.04.....oo e 1490
13.03.01 oo 1302.14 TA4.26.05....ceiiieeeeee e 1490
L1304 oo 1308.03 L14.26.06......cccieiieiiie e 1490
L13.05 e 1308.03 L14.26.07 ..ot 1490
L3.06 i 1302.04 TA.27.00 et 1490
L1307 oo 1302.01 TA.27.02. .. 1490
L1308 o 1302.01 TA.27.03. e 1490
13,09 609.04(b) TA.27.04 ... e e 1490
L1310 e 714.16 TA.27.06......ccoe e 1490
TA.0L oo 1414 TA.27.07 .ot 1490
TA.0L.01 o 1414 TA.27.08....oeeeeeeeeeee e 1490
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Sec. No.
LA.28 .o 1490
LA.29 oo 1490
14.29.00 oo 1490
14.29.02 ..o 1490
TA.30 e 1490
14.30.01 ..o 1490
14.30.02 ..ot 1490
TA.32 oo 1490
TA.33 e 1490
TABA oo 1490
L1435 e 1490
14.35.00 oo 1490
TA.36 vt 1490
T4.36.01 ..o 1490
LA.37 oo 1490
G < TR 1490
L4.39 oo e 1490
15.00 o 1504.10
150101 oo 1504.10
15.02 o 1504.10
15.03 1504.10
15.03.01 oo 1504.02
15.04 .o 1504.10
15,05 o 1503.01
15.05.01 oo 1503.01
15.05.03 ..o 1503.02
15.05.04 ..o 1503.02
15.05.041 .o 1503.02
15.05.05 .o 1503.02
15,07 o 1503.02
15.07.01 oo 1504.01
15.08 oo 1504.01(c)
15.08.01 ..o 1504.01(c)
15.08.02 ..o 1504.01(d)
15.08.03 ..o 1504.01(d)
15.09 i 1504.01
15,20 e 1504.01(e)
15,00 e 1504.02
15,02 o 1504.02
15,03 1504.02
I5.14 oo 1504.02
15,05 e 1504.02
15,1500 oo 1504.02
15.15.02 oo 1504.02
15.15.03 o 1504.02
15.15.04 ..o 1504.02
I15.16 oo 1504.02
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15,07 1504.02
15,18 s 1504.03
15,09 e 1504.03
15,1900 .. 1504
15.19.02. ... 1504.03
15.19.03 1504.03
15.19.04 ... 1504.03
15.19.05. e 1504.03
15.19.06....cuiiiiiiiie e 1504.03
15.09.07 e 1504.03
15.20.02....ciiiiieee e 1504.04
15,20 e 1504.04
15.21.00 e 1504.04
T S 1504.04
15.22.02.ceii e 1504.04
15.22.03 e 1504.04
15,23 s 1504.06
15.23.00 e 1504.06
15.23.02. e 1504.06
15.24. ..o 1504.06
15.24.03 ..o 1504.06
15,284,040 1504.06
15.24.05. ... 1504.02
15,2406, 1504.06
15.24.07 oo 1504.06
15.24.08....ccciiiiieee e 1504.06
15,25 1504.06
15,26 e 1504.20
S T2 1504.05
15.27.00 i 1504.05
15.27.02. oo 1504.05
15.27.03 e 1504.05
15.27.04 .. 1504.05
15.27.05. e 1504.05
15.27.06.....ciiiiicee e 1504.05
15.27.07 e 1504.05
15.27.08. ..o 1504.05
15,28 e 1504.05
15.28.01....ciiiiice e 1504.05
15.28.02...ccii i 1504.05
15,29 1504.05
15,30 i 1504.05
15,3 1504.05
15,33 1504.05
15,34 e 1504.05
15,35 s 1504.05
15,36 e 1504.05
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Sec. No.
15,37 1504.05
15.38 i 1504.02, 1504.03
15.39 i 1504.03
15.39.00 oo 1504.03
15.39.02 ..o 1504.03
15,40 i 1504.03
15.40.01 oo 1504.02, 1504.03
T5.40 oo 1503.01
L5142 oo 1502
L1543 o 1502
15,44 oo 1502, 1504.01
15,45 o 1503.02
15.46.01 .ooiiiiiiiie e 1503.01
547 oo 1503.01
15.47.00 i 1503.01
15,48 oo 1503.02
15,49 i 1503.02
15.50 i 1503.02
15.50.01 oo 1503.02
15.50.02 ..o 1503.02
15.50.03 ..o 1503.02
15.50.04 ..o 1503.02
15.50.05 oot 1503.02
5.5 e 1504.04
15.52.01 i 1504.04
15.52 1504.10
150D e 1512
15.55.00 oo 1512
15,58 e 1504
15.58.01 .ooiiiiice e 1504.04
15.59 i 1503.01
1560 o 1503.01
L1561 oo 1503.01
15,62 o 1503.01
15,63 1503.01
I5.64 oo 1503.01
15,65 oo 1504.04
I5.66 oo 1504
15.66.01 ..ooiiiieiie e 1504
15,67 oo 1504.03, 1504.06
15,88 oo 1504.03, 1504.06
15.69.01 ..o 1504.04
I5.70 o 1504.03
15,72 1504
15,73 1504.04
I5.74 oo 1504.20
I5.75 oo 1504.20
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15.75.01 i 1504.20
15,76 e 1512
15,85 1504.04
15,90 s 1504
20 P 1605
16.02.. e 1605
16.03 e 1605
L16.04 ... 1610
16,05 e s 1612
16.05.01. ..o 1612
L16.06....cicciei e 1606
16.07 et 1606
L16.08...eeeeee e 1610
16,09, e s 1605
16.00 i 1605
L16. 10 e 1606
16. 12, e 1610
16,03 s 1607
1801 e 1845.01, 1878.01
18.02.. e 1845.01, 1878.01
18.02.01...cciiiiieie e 1845.01, 1878.01
18.02.02....cciiieeie e 1845.01, 1878.01
1803 1845.01, 1878.01
L1804 1845.01, 1878.01
18.04.01 ... 1845.01, 1878.01
1805 e 1850
L1806 . e 1850
18.06.01. ..o 1850
18.06.02....coeiieeeeeee e 1850
1807 e 1850
18.08. .ot 1845.01, 1878.01
18.08.01. ..o 1845.01, 1878.01
18.09..cei e 1845.01, 1878.01
1810 e 1845.01, 1878.01
1811 e 1845.01, 1878.01
18.12.01 i 1845.01, 1878.01
18.13.01 .. 1845.01, 1878.01
18.14.01 ..o 1845.01, 1878.01
18.15 1845.01, 1878.01
L1816 i e 1850
1817 e 1850
L1818 1850
18,19 1893.03(d)
18.20. i 1893.03(d)
L18.20 e 1893.03(d)
T19.01 1901.06
19,02 1901.06
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2201 i 2246
22.01.01 ..oiiiiiieee e, 2242, 2642, 2258.01
22.02 .. 2247
22.03 e 2258
22.04 .o 2260
22.04.01 ...oiiiii e 2265
22.05 . 2285, 2686.03
22,06 ..ot 2287
22.07 oo s 2282
22.08 ..o s 2282
22.09 ... 2271
2200 s 2271
2201 o 2258
2202 s 2250, 2666.01
2203 2250
2214 .o 2266.01
2205 s 2266.03
2206 e 2287
22.20 i 2286
2301 . 2302
2302 .. 2308
2304 .o 2304.04(b)
2306 ... s 2304.02
23.06.01 ..o 2304.02
23.06.02 ....ooocieee e 2304.02
23.06.03 . ..o 2304.02
23.06.04 ..o 2304.02
23.06.05 ...ooiiieee e 2304.02
23.06.06 ....ooeeiiee e 2304.02
2314 i 715.05, 2304.02(c)
231401 .o 715.05, 2304.02(c)
2309 2304.01(c)
28,00 oo 2427.01
2802 .o 2427.01
2403 ..o 2427.01
28,04 ..o 2427.01
2805 ..o 2427.01
24.05.00 ..o 2427.01
26,01 ..o 2646
26.02 ... 2647
26.03 ... 2658, 2671.01
26.03.01 ..o 2658
26.04 ..o s 2660
26.05 ... 2660, 2671.01
26.05.01 ...oiiiiiiicece e 2666.01
26.06 ...oeiiiiiiceee s 2666.30
26.07 oo 2671.02
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26.08.....ceiiii e 2673.02
26,00, s 2675.02
26.00. e 2675.02
2600 e 2675.02
26.50. . e 2677
26.50.01.....00iiiiiee e 2677
26.50.02.....0ii i 2677
26.50.03..... e 2677
26.50.04......ooiiee e 2677
26.50.05....cciiie e 2677
26.50.06......cccciiiiiecee e 2677
26.51. s 2677
26.51.00. e 2677
26.51.02. .. 2677
26.52. e 2677
26.52.01.....cii e 2677
26.52.02...c.cuii e 2677
26.52.03. . 2677
26.52.04......ieeeee e 2677
26.52.05.....c0ii s 2677
26.53. s 2677
26.53.01...uiicceii s 2677
26.53.02. e 2677
2654 . 2677
26.54.01......ci i 2677
26.54.011. ... 2677
26.54.012. ... 2677
26.54.02..c..iee e 2677
26,55 s 2677
26.55.01.....0iiiieiee e 2677
26.55.011. .00 2677
26.55.02. e 2677
26.56... i 2677
26.56.01.....ciiiiiie e 2677
26.56.02......ccciieiie s 2677
26.56.03.....0iiiiiie s 2677
26.57 e 2677
26.57.00. . 2677
26.57.02..c.eii e 2677
26.57.03... e 2677
26.59. s 2677
26.59.01..c 2677
26.60. ... 2677
26,61 i 2677
26.61.01.....0cc i 2677
26.61.02.....0ii e 2677
26.61.03.... e 2677
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Fraud--Guidelines
Sec. No. Sec. No.
26.62 ..o 2677 General Counsel ........cccccevivvivvvnviininenn, 502, 1002.02(k)(1)
26.63 .. e 2677 Mailing address ........cccovveveveiieie s 501
26.64 .. e 2677 General information............cccooeriiieiiiiens e, 1730
26.65 .. e 2679 “General Information Concerning Patents” booklet
26.65.01 ...eoriiiie e 2679 e Introduction, 703
26.66 ..o 2679 General power of attorney for international application
26.66.01 ... 2679 1807
26.66.02 ... 2679 Generic claim
26,87 oo 2678 Allowable ..o, 808.01(a), 821.04(a)
26.67.01 ..o 2682 Transitional application............ccccccoevviinnnne 803.03(b)
26.88 ... 2666.06 Definition .......cooovvierecr e 806.04(d)
26.89 ... 2687 Markush group .......ccceereeienncicnennns 803.02, 2173.05(h)
26.70 e 2687 Patentably distinct over other species............... 806.04(h)
26.73 o 2660, 2671.01 Presented after issue of patent............ccceeveuennen. 806.04(i)
26.80 .. 2686.04 REJECLION ... 809.02(a)
Fraud (See also Duty of disclosure; Inequitable conduct; Species claims lacking ........cccccceevvenee. 806.01, 818.02(b)
Deceptive intent) Support for scope of ........cccevvverinnenn, 706.03(c), 2164.08
Avoiding charge of ... 2004 Traverse of rejection in lieu of election............ 818.03(b)
Civil litigation ..........ccccoveveieririnenne. 1216.02, 2001.06(C) e 818.03(d)
Claims invalidated ...........ccocooeevvviiiieeieeeceee, 2016 Genetic sequence (See Biotechnology; Nucleotide
INVENTOISHIP ... 201.03 sequences; and Sequence rules)
On the Patent and Trademark Office .......... 509.03, 1448 Genus and species....... 806.01, 806.04, 806.04(b), 806.04(d)
Protest ......cccoveerernencnnnnns 1901, 1901.02, 1901.06, 2013 e 806.04(e), 806.04(f), 806.04(h)
Reexamination 806.04(i), 808.01(a), 809.02(a)
EXparte ....cccoovevvviennnns 2014, 2216, 2217, 2258, 2280 Anticipation of ..o 2131.02
Inter Partes .......ccovvvvevevnereireinns 2014, 2658, 2684 ObBVIOUSNESS OF ....vviieiiiie e 2144.08
REISSUE ..ot 1448, 2012 German priority doCUMENt...........ccccervrrenereiineneenns 901.05
Small entity Status.........ccooeveiieieiere e 509.03 GesChMaCKSMUSEEN .........cooveiiiiirese e 201.14(b)
Fraudulent ..o 706.03(a) Good faith (See Duty of candor and good faith)
Freedom of Information Act (FOIA)....... 103, 1002.02(k)(2) Government registers.......coovvvvveveeieerereseseneens 302, 302.07
Frivolous inVention ............ccccvveveieiieevicveseseenens 706.03(a) Government license ClauSe ........ccccvvevevevesesieceeieeseies 310
Full faith and credit in prior Examiner’s action Government-owned application, special..................... 708.01
Allowed ClaimS .......coviiiiiiie e 706.04 Graphic SYMDOIS........ccooeiiriiie e 608.02
INEIVIEW ..ot 713.01 Great Britain, complete specification ............cc.cccooee.e. 201.15
SEANCH v 704.10 Great Britain, provisional specification..................... 201.15
Full name of applicant..........cccocvvvviniiiiniicienns 605.04(b) Greek letter Phi usage........cccoovvvvviinnivneneisenns 608.01(9)
Full signatory authority ..........ccccoeonenniencinenecee 1004 Group director (See Director of Technology Center)
Function of machine rejection ...........cccoeevvenne. 2173.05(V) Group, International classification............cccoceovvnnene. 903.09
Functional claim, rejection...........c..cccveee. 2114, 2173.05(g) Guardian, Authority recorded...........cccccovvvrevivniniinnnnns 409.02
Functional equivalents ..........cccccvovvievivinsieeieciesenn, 2144.06 Guardian of legally incapacitated inventor................. 409.02
Functionality in design patent applications.......... 1504.01(c) Guidelines
Drafting an application...........cccccocvoeniiniiicicic 601
G Drug diSClOSUIES........ccocvrvrrireeirenane 2107.01, 2107.03
Effective date under 35 U.S.C. 102(e) ......... 706.02(f)(1)
Gazette, Official (See Official Gazette (0.G.)) Electronic mail ..........ccoovvvniiiiicccc, 502.03
Gazette, PCT ... 1801, 1823.01, 1857 Examination of computer-related inventions............ 2106
Gebrauchsmuster..................... 201.13, 201.14(d), 901.05(b) INVENEOISNID...covvo, 605.07
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Hague Agreement--Indefinite claim

Sec. No.
GENUS-SPECIES ...vvveererrereeieiesiesie e e sreseeneeneenees 2144.08
Grant of reexamination request...........ccccceeevervennn. 2242
Handling of citation in patent ............cccccccvenenenne 1920
Internet UsSage.......coovvereneniecieiiesee, 502.03, 904.02(c)
Means/step plus fuNCtion ...........ccccvevviinieneinennn, 2181
ULHHEY o 2107
Legal precedent.........ccccceeeveveiniinnnnns 2107 to 2107.03
Written DesCription........coceeeeieiene e 2163
H
Hague Agreement (See also Treaties)......... 201.13, 1504.10
Hand delivery of papers............. 501, 502, 710.02(e), 714.13
Handling of citation of prior art ...........ccccoceevevneniiennn 2206
Handling of mail and papers ........c..ccocevverernenn. Chapter 500
In ex parte reexamination ..........cccccevererereseseneenns 2270
In inter partes reexamination............ccccceceeerenrennenn, 2670
Handling of protest..........ccoooieiininciiniencneeees 1901.05
Hatch-Waxman ACt........ccoovveieinnineeeeee e 2750
Hearing on appeal ........ccccevevevevienese e 1209
Heir as applicant (See also Administrator or executor)
................. 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number)..........ccooeieieiiii i 1730
Hidden end use in design applications.................. 1504.01(c)
Hidden feature in design applications
ANLICIPALION ...vvcvccc e 1504.02
Enablement ..o 1504.04
ODVIOUSNESS ...t 1504.03
HIV/AIDS, Petitions .........ccccovvveiiierieiseseie e, 708.02
Hours of Operation...........cccocevvvieveninnieec e 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification..............c........ 608.01, 608.01(p)
|
ICIREPAT country COdes........ccoovrvrviveeeieieriennn 201.14(d)
ICIREPAT identification numbers............c.cccceenee 201.14(d)
Icon, computer generated .........cocoevvereiieninennnn, 1504.01(a)
Identification of PaPers ........ccccoceviiiniiiiicrece e 502, 503
Identification of priority application ..................... 201.14(d)
Identity of inventors under 35 U.S.C. 119................. 201.13
Idiomatic English .......cccovvveveiiviiiiiie e, 608.01(q)
Illustration (See Drawings)
Image File Wrapper (IFW)
ArtIfaCt ..o 608.02
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Sec. No
Paper SCANNING .....covvereieeeeeerese e se e 508
Power to inspect not accepted ..........cccceveevreirenenenn, 104
PUDIIC 8CCESS ..t 103, 1730
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced............
........................................................................ 1302.09
Cited ..ooovveieeeeceee e, 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
Implied election...........cccon..... 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination........... 2667
Improper joinder, effect on patent ........c..cccoceveivvernninn 805
Improper multiple dependent claim....................... 608.01(n)
Improvement (Jepson Claim) .........cccocooveveniienininnnnnns 2129
Inaccurate Claim........ccooeveieneiiene e 2173.03
Inappropriate papers in inter partes reexamination........ 2667
Incoming-Mail Section (See also Office of Initial Patent
Examination (OIPE)) ......ccccccvveveiiviii e 501
Incomplete amendments, time for completing
................................................................ 710.02(c), 714.03
Incomplete application ................. 506, 601.01(d), 601.01(e)
Claims omitted ........cccooeevveiiciiiceecece e, 601.01(e)
DEfINItION ..o 203.06
Drawing.....cccocoeeeeieneienieeeieee e 506, 601.01(f)
Invalid 0ath.........ccooeviriii s 604.06
Return of filing fee ..o 506
USING 8QAIN.....ceiiiieiiieieese e 608.01(u)
Incomplete claim, rejection ... 706.03(c), 706.03(d), 2172.01
Incomplete Protest .........ccooeieierieinieee e 1901.03
Incomplete requests for ex parte reexamination............ 2227
Incomplete requests for ex parte reexamination............ 2627
Incomplete reSpPonSe ........ccovevverieenieinen, 711.03(a), 714.03
Time for completing..................... 710.02(c), 711, 714.03
Incorporation by reference................. 103, 201.06(c), 201.11
................................ 201.17, 608.01(p), 2163.07,
........................................ 2163.07(b), 2173.05(s)
Foreign priority application.................... 201.13, 2163.07
In an Examiner’s Answer during inter partes
FEEXaMINALION .......ecvveeierieieree e 2677
Public access to incorporated application................... 103
Incorrect citation of reference................... 707.05(g), 710.06
Indefinite claim.........cc.coceevveienns 706.03(d), 2171 to 2174
Alternative phrase ..........ccccoceveee. 2173.01, 2173.05(h)
Antecedent DasiS........ocevevereriineise e 2173.05(e)
Breadth compared ........c.cccoevevevinene v 2173.04
Design applications............... 1503.01, 1503.02, 1504.04
International application............c.ccocoeiriinnnns 1845, 1874
MUIIPHCIEY ... 2173.05(n)
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Independent claim--Intellectual property compared

Sec. No.

Must be considered ..o 2143.03

Nonelected Claims..........ccoeoveirinieneeee s 821

Numerical ranges.........ccoceverenenencneseseen 2173.05(c)

ProliX ...ooeeiie e 2173.05(m)

REJECHIONS ... 706.03(d)

35 U.S.C. 112, first and second paragraph compared

................................................................... 2174, 2185

35 U.S.C. 112, sixth paragraph limitations.... 2181, 2185
Independent Claim ..........c.cooviviiiiiiiiiec e 608.01(n)
Independent, definition ...........cccceveveieniiice i 802.01
Independent inventions .......... 802, 802.01, 803, 803.02, 806

....................................... 806.04(b), 806.06, 808.01(a)
Independent inventor (See also Applicant; Inventor; Pro se
applicant)

Small entity StatuS........cccevvevervcrerere e 509.02
Index of claims.......ccccoevvvivvivnrceccee, 707.07(i), 719.04
Index of patents, Classification, Numerical ........... 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM) ........cccocveiniinininnnnn. 120
Inequitable conduct (See also Duty of disclosure, Fraud)

.......................................................... 2001.06(c), 2010

BESt MOE ...t 2165

Claims invalidated ...........cccocoooiiniiniiiinieceee 2016

Finding affects all claims..........ccocooviiiiniinciienn 2016

Protest .......ccoovveovieieiieveeneeees 1901, 1901.06, 2013

Reexamination ..o 2014

REISSUE ..ot 1448, 2012
Informal application ..o, 506, 702.01

Primary examiner’s attention required..................... 1004

SEAICH .o 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informal requests for ex parte reexamination ............... 2228
Informal requests for inter partes reexamination.......... 2628
Informality, Action calling attention to.................. 707.07(a)

................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
.................................................... 201.06(d), 609, 1406
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

diSCIOSUIE)) ..ecvvviiceicieeereee e 2001.04, 2001.05
Copending application ...........cccccvvvrirncnnenn 2001.06(b)
Copied Claims ......ccccvevveieeree e 2001.06(d)
Foreign application ...........ccocevevvverineieiinennns 2001.06(a)
Litigation........cooveieveniee e 2001.06(c)

Information on status of application referred to in patent
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Sec. No
............................................................................... 102
Information reasonably necessary for finding prior art
.......................................................................... 704.11
Information sent to applicant for guidance...................... 703
Information submitted with protest...........c.ccoevnene. 1901.02
Infringement action
Statute of lIMItationS ........cccceeveiiiivcii e, 2204
INID codes or numbers................... 901.04, 901.05(b), 2290
Initial data capture for printing..........ccoceeviiiinninenn 1309
Initial examiner review of reiSSUe..........cccvvvvivrevrvrnnnnns 1443
Ink color
BIaCK ..o 707.10, 719.02, 719.05
Red o 714.18, 719.02
Permanent........c.cccoovvvvieeeee i, 608.01, 714.07, 714.19
INOPErativVeNESS ......ccveveierieseriesieneeees 2164.07, 2164.08(b)
AFFIAAVIT ... 716.07
INPADOC ...t 901.06(a), 905.06
Inquiries, Official and Congressional .................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application....................... 102, 203.08
Application published ............cccocooiinnnns 1128, 1134
INSANILY ... 4009, 409.02
Inspection
AMENAMENT ...t 714.05
APPlICAtIoN ... 103, 104
Approval of POWET ........ccoiiiiiiiiieee e 104
ASSIGNMENT....etiiiieieieiee e 301.01
AULNOTIZALION. ... 402
By aSSIgNEL.....ccvvvvrereeeeese e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENTOT ..ot 106
BY [ICENSEE ..o 106.01
Control of, By aSSIgNee .......covvvrveirinireseee e 106
File Information Unit (Record room)..........ccceceruennne 103
International application...........c..ccocevviireieieicinienn, 110
Patent file ..o 103
PetitioN ..o 103
RECOId FOOM.....oviiiiirieiisie e 103
Reissue application........ccccvevverereresennsinseeeenese s 103
RIght OF ..o 103, 104, 106
Insufficient disclosure................. 608.01(p), 706.03(c), 2161
Insufficient reply ......ccoooovvenviiinnenen, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared............ccoovvrerirenninnene 1512



INDEX

Intellectual Property and High Technology Technical Amendments Act of 2002 (Pub. L. 107-273)--Interference

Sec. No.
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273).......... 706.02(a)
INtent t0 ClaiM ..o 706
Inter-American Convention (See also Treaties).......... 201.13
INtErfErenCe ....oovevviircice e Chapter 2300
Abandonment, suppression or concealment, notice. 2138
Access to fileS ..., 2306, 2307.02
ACHION AftEr .o 2308
Action after ex parte reexamination..............cc.co...... 2284
Action after inter partes reexamination............... 2686.02
Action suggesting claims.........ccccevvevererenennenn 2304.04
Administrative patent judge handles.............c......... 2301
Allowance of losing party’s application (Estoppel)
........................................................................ 2308.03
Applicant suggests interference with patent ....... 2304.02
Applications in different Technology
(00101 (=T TSR 2304.01(b)
Basis of practice.........c.ccocvvneniiennnne 2138.01, 2301.03
Between application and patent ..............ccccuenee. 2301.03
Between applications.........ccocvvevvvveievecnenencniens 2301.03
Cancellation of losing party’s claims.............. 2308.03(a)
Claim of foreign priority
.................................................................... 2304.01(c)
Claim interpretation ...........ccooveeieieiencinieneens 2301.03

Claim presented corresponding to patent claim.. 2301.03
to 2304.05
Claims, overlapping in two applications of same party

........................................................................ 2304.05
Claims, suggesting........ccoceeeverererinenne, 1003, 2304.04(b)
Claims corresponding to count support in specification ..

................................................................ 2163.03
Common OWNErship......cocceeveneieiiseseeie e 2304.05
(OF0] g To1=1 o] {0 o F RS 2138.01, 2138.04
Concurrent with appeal ..o 2307.05
Copending ex parte reexamination ...............cceceeve.e. 2284
Copending inter partes reexamination...... 2686, 2686.02
Count, defined.........ccooeieiiiiiiiieeeee, 2301.02
Counts, formulation of ..........ccceevviieeiciiieee 2301.01
Dates, difference in effective filing..........c..cccoveenie 2303

TC Director’s attention required............c.ccocevenene 1003
DECIAration.........covcvrveiiiriiiseses e 2301
DefiNitioNnsS .....cooeeeiiieiee e 2301.02
Determining priority .........ccoceevvrernienensieneene 2138.01
Diligence, reasonable.........c..cc.cccuvnenne. 2138.01, 2138.06
Disclaimer, statutory............cccooenae 706.03(u), 710.02(d)
Disposal COUNL ........cvrueiiiriiiceres e 1705
Drawing Prints .......ccoeeeereneiinieneseseeeeens 608.02(m)
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Sec. No
Election of invention not affected .............ccccoerenenn. 819
Entry of amendment filed in connection with motion
........................................................................ 2308.02
Estoppel.......ccccoveiiiniic 715, 2138.01, 2308.03
EVIABNCE ...cveceeeeeee e 2138.04
Examination, Completion of ...........cccceevvvvivinennne, 2303
ExXaminer suggestion ...........cccverveereresenieresiennans 2304.04
Final disposal of claims..........ccoccovineiieniennen, 2308.01
[ Lo S 2010
Generic Claims. ... 2304.04(b)
Identification of patent, corresponding
claims presented .........cccocvveiiienineneniene, 2304.02(a)
Inequitable coONAUCE ............coviriinicrcc 2010
Inter partes questions not to be
discussed eX Parte.......ccccecveieeeeieereneseseseenns 2307.01
Interference Practice Specialist ............c......... 2301, 2302
...................................... 2303, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interference-in fact, NO......c.cccooevviivviiiininne 2308.03(b)
Interfering Subject Matter ........c..cccoevevievernnnn, 2301.03
Judicial reView .........cccoeiiiiiiiiiee 1216, 1216.01
Jurisdiction over interference..........c.ccocevenene 2307, 2308
Losing party, may obtain copy of
opponent’s application...........ccccccvvereennen. 2308.03(a)
Losing party, treatment of .........c.ccccvevveiennnnn 2308.03(a)
LOSt COUNTS ...t 715
Motions
DECISION ..ot 2308.02
STAY covieeeceee e 2686.02
SUSPENG ..o 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership .........c.ccccc...... 2309
Order t0 SNOW CAUSE .......vevvieerieierere e 2305
Patent in different Technology Center ........... 2304.01(b)
Patentee suggestion .........ccceoevvrevenvniesnsnseaeens 2304.03
Petition refusal to initiate ...........cc.cceevvveenenn, 1002.02(c)
Power of attorney filed...........ccooeveiiiiiiiie, 402.08
Preparation of papers by examiner..........c.ccccceeveneene. 2302
Priority time chartS...........cccovvvevevencncc e 2138.01
o (010 ] (] T PR
In ex parte reexamination ..........c.ccoceevvvieeeeinnnannns 2284
In inter partes reexamination ..............cc.cceeeeeee 2686.02
Public use proceeding.........c.ccocevvreneiinennennnn. 706.03(v)
Reduction to practice.........c.ccoevvvrvrnnenn. 2138.01, 2138.05
Reexamination
Ex parte, copending with interference .................. 2284
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Interference practice specialist(s)--International application

Sec. No.
Inter partes, copending with interference
...................................................... 2686, 2686.02
References pertinent to motions,
made of record .........cooeveiiiinie 1302.12
Referring an Interference to the Board, Preliminaries to
........................................................................ 2304.01
Reissue application .........c.cccocevvevvenenn, 1449.02, 2303.02
Reissue application copending with interference on
original patent .........ccoccovereiieneinee e 1449.01
Reply to suggestion for claims...... 710.02(c), 2304.04(b)
Requirements for interference.........cccoceevvvvcevvnennnn, 2302
Requiring a claim.........cccccocvevevivciiciiennieanas 2304.04(b)
Requiring a priority ShOWINg .........ccccoceverencinninnnn. 2305
Revocation of power of attorney...........c.cccceeevenne 402.08
SEArCh ..o 1302.08, 2304.01(a)
Second Interference, N0 .......ccocevevvvvvvvcvennnne, 2308.03(c)
Secrecy order application...........cccccoeeveeinieenae 130, 2306
Special dispatch .........cociveiiiiiiicii 708.01, 2301
Statutory basis.........ccceeveverenenienenenn, 708.01, 2301.01
Suggestion of claims............c........ 2304.03 to 2304.04(b)
Suggestion of claims, time limit ...................... 710.02(c)
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution .............. 709, 709.01
Suspension of related applications...................... 2307.03
Terminated open to public ..o, 103
TESHIMONY ..ot e 715.07(b)
Transfer of application..........cccccoceviiiiiinnnnne 2304.01(b)
Winning party ........ccccoeevveneienensienee 710.02(b), 2308
Written Description, Adequate ............c.......... 2304.02(d)
Interference practice specialist(s)........c.ccocervrvenas 2301, 2302
................................................ 2304, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interlibrary 10aNnS .........cccoiiviiiiiiiiecee e 901.06(a)
Interlineation in specification before execution......... 608.01
Intermediate-final product..................... 806.04(b), 806.05(j)

International application (See also Foreign application;
Patent Cooperation Treaty (PCT))

ADSEIACT ... 1826
AACCESS ..ot 101, 110
AGENE i 1807, 1864.04
Amendment before the designated office .. 1893.01(a)(2)

............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau. 1853
AMIN0 acid SEQUENCE ........coevrerreeieiirieecsieeens 1823.02
APPHCANT......oiiicie e 1810
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Sec. No.

Applicants different for different designated states

..................................................... 1817.01, 1817.01(a)
AsSIgNMENt dOCUMENT ..o 301
ATOMEY ..ot 1807
Attorney file reference number ...........ccccovvriinnn 1821
ClAIMS vt 1824
Common representative.........coevveereeieniennns 402.09, 1807
Confidential Status..........ccccovererinienene e 101, 110
(©70] 01T 0| O SR 1812
ContiNUALION .......ccviieiecce e 1817.02
Continuation of.........cccccccvivviviiviiviininens 201.11(a), 1895
Continuation-iN-part...........ccccoeevenerenenenenenen 1817.02
COITESPONUENCE ..ottt 1834
DefiNitioNn ....cveee e 201
DepoSit aCCOUNLS .....ocvvevvereieiesie e 509.01
[ C ot ] o] ([0 [ 1823
Designation fee........cccceveriieiininiiieieee e 1817.01(a)
Designation of states ...........ccccceeeene 1817.01, 1817.01(a)
Drawings ....c.ccovvverieenenineneresenee e 1825, 1893.03(f)
Drawings MiSSiNG......ccccvevvereereiesesesesrreeereereeseenns 1825
Early national stage entry under 35 U.S.C. 371(f)

............................ 1893.01, 1893.01(a)(2), 1893.03(b)
EIEMENES...coiiiieieeee s 1812
Errors, rectification of ..........ccccooveeviivicce e 1836
FEES i 1827, 1893.01(c), 1896
Filing date .......coooeiiiiiec e 1810
Foreign filing HCENSE.......ccoviveriiiiceceee, 1832
Formal requirements .........ccovereenensenceseseee 1810
Forms (See Patent Cooperation Treaty (PCT): Forms)
Home copy ....ccevvvvvverinnen. 1801, 1848, 1879.04, 1895.01
International preliminary examination ..................... 1860
International SEarch .........c.ccooeviiiieni i, 1843
International searching authority..........c.ccccocveinnne. 1840
Inventor .............. 1817.01, 1817.01(a), 1820, 1893.01(e)
Kinds of protection..........ccccceeevevenevninie s 1817.02
Mail SErVICE......oiiiiiiiiceec e 1834, 1834.02
MembDEr STAtES ......ocveveiieieeeee e 1817
Microorganism deposit..........ccccovvervrrieneienennnne 1823.01
National Stage.......c.cevvvveveiveiieieicrere e 1893 to 1896
Numbering of Sheets..........cccoecevievivvinvn e, 1812
Oath ..o 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power of attorney .........ccocoveveveriieneseneese e 1807
Precautionary designations............cc.cceevevenenn. 1817.01(a)
Prior art effect .................. 1857.01, 1896, 2127, 2136.03
PrIOMILY oot 201.13(b), 1828
Priority document..........ccocoovvenininnnnn. 201.13(b), 1828



INDEX
International classification--Interviews

Sec. No. Sec. No.
PUBLICAtION ... 1857 N 0T U (=TSR 2293
Record Copy ....cocovveveveierie e, 1801, 1828, 1832, 1848 INEEE PAITES......eieieiiieie e 2693
Rectification of obvious errors...........c.ccceevveiinenen 1836 In reinstated patents.........coeovereineisneseee 2591
Refund of fees.......cccooeieiiiiiinininn 1847, 1850, 1852 IN TRISSUE ...ttt 1460
......................................................... 1865.01, 1875.02 Intervention by assignee .........cccccccveevieneinieneinienienenn.. 106
Representation ..........cccccevvvvveiveiesseese e 402.09 INEEIVIBWS ..t 713
REQUESE ... 1821 Advance indication of issues to be discussed........ 713.01
Search copy.....ccoeevvienieinnne. 1801, 1840, 1840.01, 1847 Allowed application ..........c.ccoceovvreiinnenn 713.05, 713.10
SEArCh TEE....oiiiii e 1827 Appointment in adVance..........c.coocveneineneicnenens 713.01
Search report........ccocvevecevere s, 707.05, 1844 Attorney not of record.........cccvcvvevvivnvnieinenennn, 101, 402
RLTo (10 Vo] 0 (-] G 115, 120, 1832 Authority to conduct...........cccevviveiererese e 713.05
Signature of applicant..........cccccevvvivevievevcciiec 1820 Before filing ..o 713.02
Time lmitS.....cccoiviiiieee 1836, 1842, 1843.05 Before filing amendment under 37 CFR 1.312 .....713.10
..................................................... 1879.01, 1879.01(a) Before first action................... 706.07(b), 713.01, 713.02
THE e 1821 DemONSEratioN ........cevvvreiirreecrreee e 713.08
Translation for U.S. national stage ................. 1893.01(d) During working days only.........cccccecvevveveieiennne. 713.01
Transmittal fee ........cooeveviiiiiceeee 1827 Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Transmittal 1etter.........coovvieiiiiie e 1830 Excluded or suspended attorney or agent......105, 713.05
Unity of invention............... 823, 1850, 1875, 1893.03(d) T Lo | TR 713.08
Withdrawal ..o 1859, 1880 Exposure of other cases during ...........cc.cev... 101, 713.07
International classification ............cccoceovniiniciiinnnns 903.09 Field of Search ... 713.02
International patent classification..............c.ccoceevrvennnn. 719.05 Finally rejected application................... 706.07(f), 713.09
International searching authority............c.ccccovveenennne, 1840 How conducted..........ccocovvenreniniincsee e 713.01
International Trade COMMISSION .........coovvireniienieririenene 724 Inter partes qUESLIONS .........ccvvvreireneseneee e 713.06
International-type search..........cccccccvevvivvvininnnnnn, 707, 1852 Interview summary form...........c.ccocvvvienne 713.04, 2281
INEEIMNET ..o 502.03, 1730 Local attorney.........ccooevenenenencnienceene 713.03, 713.05
AAIESS ...ttt 1730 Made Of record........coovvevveiiieeiieiirieereens 713.01, 713.04
Database COIECtiONS ..........ccceovveiieirecireec e 1730 Merged reissue/inter partes reexamination......... 2686.03
Disclosure document program ..........cccceeeeervecreennene 1706 MOAEL ... 713.08
Electronic mail..........cccccevevivvinnne 502.03, 713, 713.01 Oral agreement not binding........cccccecevvvevennninn, 713.04
............................................................. 713.04, 713.05 Patentability report cases.........c.cccocevvieiencnenene. 713.01
General Information Concerning Patents................... 703 Prior to first Office action ................... 706.07(b), 713.02
KidS PAgES ..ot 1730 Prohibited ........cccooviiiiiiic e 713.05
“PatentIn” computer software (See also Sequence rules) Protestor participation ...........ccccoevvieneiiennennen. 1901.07
............................................................................. 2430 Question of patent validity ............cccccevvvivivinnnnnnn. 1701
Payment of maintenance fees by..........ccccccvvvrieennnn. 2522 Record of substance required ................... 713.01, 713.04
PCT Legal OffiCe.....cccoeniiiiiiiieiree e 1730 Reexamination
Publication of Board Decisions ...........cc.cccceuenee. 1213.03 EX DA ..o 2281
Publication of the Official Gazette..............ccccueeenee. 1703 Inter partes........c.coeenene 2666.30, 2685, 2686.03, 2687
SEArChING .ovveceicece e 904.02(c) Refused.......cccovevvveineieccercen, 713.01, 713.02, 713.05
Usage POliCy .....ccoovvvvviiincirieinn 502.03,904.02(C) e 713.10
World Intellectual Property Office (WIPO) Requested in continuing application ................ 706.07(b)
......................................... Introduction, 1801, 1851 Requested in Office action ...........ccccevevevncvvivnvnennn. 707
Inter partes QUESTIONS........ccccvevererere e 713.06 SOUNAING OUL ...veeee e 713.03
Interpretation of law, NEW ........c.ccoovvvviiiiciccc 1207 Special SItUatIoNS...........covvereirieieirese s 713.05
Intervening rights Substance made of record .......... 713.04, 714.13,1302.03
In reexamination Telephone.................... 101, 408, 713.01, 713.05, 812.01
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Invention--Joinder, generic or linking claim allowable

Sec. No.
Time allowed .......cccovveiiii 713.01
Video conference........ccovvvvveveenenieinnn, 713.01, 713.04
Videotape ShOWing .......cccooeveieiiiiiincienceee 713.01
Where held.........coooooiiiiii 713.01
Invention (See Patent; Rejection)
Brief sSummary ... 608.01(d)
Detailed description ...........cccccevevevevenievenennn, 608.01(g)
Made in this COUNIY .......cccoviiiiiiiicee e 2138.02
Mode of Operation..........ccccoeeivereinenccnenn, 608.01(h)
Inventive entity, Different..........cccocooniininnene. 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter)........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant).............. 605
Common, at least ONe.........cccevervreriecnnen. 201.03, 201.11
....................................................... 706.02(k), 2137.01
Continuing application.........c.ccoevevievenieiennnns 201.06(c)
Correction (See Correction of inventorship)
Deceased.......covvieneiinenieenieeas 409 to 409.01(f), 1820
Execution of oath/declaration by
legal representative ........c..cccevevveireiieinns 605.04(a)
Government property rights statement .................. 151
Duty of disclosure by .........ccccovvvrenene. 2001.01, 2002.01
Foreign priority ........c.cceveerevnenencnennns 201.13, 2133.01
Full first or middle name required .................... 605.04(b)
HEITS. ..o 409.01(a), 409.01(d)
Initials as a given Name.........ccceveeeie e 605.04(b)
INSANE....coiiiici s 409, 409.02
International application ........ 1812, 1817.01, 1817.01(a)
Legally incapacitated ...........ccccovevvvrvinannnne. 409, 409.02
MINOT .ot 409
Name change ........cccoceeeveveneneanns 605.04(c), 719.02(b)
(0011 =101 1[0 F R 201.03, 201.05
OFBT ettt 605.04(f)
PetitioN.....coov v 605.04(c)
Typographical, translation error ........... 201.03, 601.05
None available ... 409, 409.03(b), 603
Proof ..o 409.03(d)
Proof of irreparable damage ............cccceeveene 409.03(g)
Proof of proprietary interest..........c.cccoecvvenene 409.03(f)
Order Of ..o 605.04(f)
Pro SE.ciiiciii e 707.07(j), 713.01
Refuses to SigN .......cvevvevererereren 409, 409.03(d), 603
Execution of 0ath..........cccoceveviieiine i, 605.04(b)
Representative Of ........cccccoervieiecnen, Chapter 400, 1706
REQUIFEMENES ... 2137.01
RESIABNCE ...t 605.02
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Sec. No.
Rule 1.53(0)..ccveieieieiece e 201.06(c)
RUIE 1.53(d)...vevviveieiiiieiieesie e 201.06(d)
Self-prosecuted case.........cccccoererieiennen. 707.07(j), 713.01
Small entity Status .........ccoceeviereiiiinesee 509.02
Unavailable ..........ccoooeeeviiiiiiiece 409, 409.03, 603
At least one joint inventor available.............. 409.03(a)
Last known address..........ccovvrevrenncnennnnns 409.03(e)
ProOf ... 409.03(d)
Proof of irreparable damage............cccccevunee. 409.03(g)
Proof of proprietary interest...........ccccoceveenn. 409.03(f)
Inventor’s certificate
Priority benefit .........c.ccooviiiiiiiiicis 201.13(a), 202.04
Rejection based 0N ........ccooereiieiciinciccnee 706.02(e)
Inventors Assistance CeNnter ........ccovvevvireresieneenienns 1730
IPC (International Patent Classification).................... 903.09
IPS (Interference Practice Specialist) .........cc.ccoevvvinanns 2302
Irreparable damage, Proof of ... 409.03(9)
Issue (See Allowance and issue)
Issue batch number (no longer used) .........ccccoeeeee. 1303.01
Issue Classification Form/Sheet/Slip (See also Form letters
and forms).......ccccoeeevnieniiinen, 903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
ISSUE TEE ... 1306
ATEr PAYMENT.....ciiiiiiiicrce s 1306.03
Credit card payment .........cccoevevveieerere e 1306
Deposit aCCOUNT.......cceririreeieiee e 1303, 1306
Failure to pay.......cccoovveveineicincccnns 711.03(c), 1306
Late payment.......cccceovvineniiinesecieeeee s 711.03(c)
Petition to accept late fee ........ccocevvvirvnennn, 711.03(c)
Reissue application...........ccoevevvevevevenesiesese e 1415
Who may file......ccoviiiiii 1306
ISSUE OF PALENT....c.veiiiiiiic s 1309
Deferred ....ocovvveieee s 1306.01
Request for simultaneous issuance............cc.c...... 1306.02
Issue of patent to asSIgNEE ......cccvvvvvevveireiereee e 307
Issuing in another TC without transfer .................. 903.07(b)
J
Jacket (See File wrapper/history)
Japanese year SYStEM ........cocuveverenenieniesieieeie s 901.05(a)
JePSON ClAIM ... 2129
Joinder, IMProper......c.cocceievirie e 805
Joinder, generic or linking claim allowable........... 821.04(a)



INDEX

Joinder, product claim allowable--Local representative of attorneys

Sec. No.
Joinder, product claim allowable ...............ccce.... 821.04(b)
Joinder of INVENTOrS........ccviviiiireee e, 409.03(j)
Joint application, definition.............cccocoioiiiniiienns 201.02
Joint application, original oath............cccccooiiinnncnn, 602
Joint inventor
OLN s 602
Power of attorney t0........c.ccvevevvvveviesecce e 402.01
Refuses to sign application .................. 409.03, 409.03(a)
Rights of Nonsigning..........ccccvevvineincnciicns 409.03(i)
Joint inventors............ 201.02, 201.03, 605, 605.07, 2137.01
Change in order of NaMeS .......ccccvvveverveicierinns 605.04(f)
COITECION .. 201.03
Provisional application ...........cccocvvninieiininennn. 605.07
JOINT OWNEIS ... s 301
Joint research agreement.........ccocveveveecevevece s 302
Common OWNErshiP......ccovevverereiese e 706.02(k)
Double patenting rejection based on disqualified prior art
........................... 706.02(1)(3), 804, 804.02, 804.03
Evidence required for establishing................ 706.02(1)(2)
Prior art disqualification under 35 U.S.C. 103(c)
...................................................................... 706.02(1)(1)
...................................................................... 706.02(1)(2)
........................................ 706.02(1)(3), 2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(C).........cun.e. 706.02
JOINtVENTUE ..o 706.02(1)(2)
Journal, Patent Office SocCiety........cccccevvevvevvevrciennenne, 707.06
Judicial NOLICE ......ceoiiiiicie e 2144.03
Judicial review
Ex parte reexamination proceedings..........c.ccocvenen. 1216
Patent applications..........cccocvvvvvnveieeieeie e 1216
Standards of review by the Federal Circuit......... 1216.01
Jurisdiction
Allowed application..........c.ccoceevvervcnennnn 714.16, 1305
Appealed application ..........ccocccveviininicniicn 1210
Application before court.........ccccoevvviivevcneiese, 1216
INtErferenCe ... 2307.02, 2308
K
Kind COES.......oivivirieieceeeee e 901.04(a)
Kinds of patent docUmMeNnts..........cccceevveveevievevenese s, 1851
L
LACNES ...t 2190

I-59

Sec. No
Lack of unity of invention .........cc.ccocveveieiencicc s 823
Lack of utility .....c.cccevveveviieiiieceeiee, 608.01(p), 706.03(a)
Language, Offensive...........ccocveiiieninnnnnne 608, 1504.01(e)
Language Of PaPerS.......ccocveriririeeieierese e 608.01
Late payment of issue fee ........c.coevvneinencicnenn 711.03(c)
Law, new interpretation of...........cccocvivvivcievcnc s 1207
Laws, Patent (See Statutes)
Legal representative refuses to sign............cccceue.ee. 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance............ccoceoveeierirnnnn. 711.05
Congressional inquUIry .......ccccceeeveveveniesesenn, 203.08(a)
Drawing transfer.........cccooveiinnine i, 608.02(i)
Official INQUINY .....cccovveiiiiice 203.08(a)
SEALUS ..t 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling............ccccoevevnnne. Chapter 500
Letters of administration......409.01(b), 409.01(c), 409.01(e)
Letters testamentary...........ccvvvevenceiniecnerenenes 409.01(b)
Library, Scientific (See Scientific and Technical
Information Center (STIC))
Library SErviCes ......cccovevvevicieicsece e 901.06(a)
Libreville Agreement (See also Treaties) ................... 201.13
License agreements under patent...........cccoceveeenereenennns 301
Recording of .......cccoovvvviniecec s 310, 313
License rights ClauSE..........covcveievievcie e 310
License to file foreign application.......... 115, 140, 706.03(s)
License to file international application................. 140, 1832
LiCENSEE, ACCESS.....veeiveiireeereeiteeereeeree st ste e s e e 106.01
Licensing and Review Section .........c.ccccceverervennnn. 115, 120
............... 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim...... 806.04, 806.05(c), 809, 809.03, 821.04(a)
Transitional application...........c.cccecvveiienennn. 803.03(a)
Traverse of rejection..........coeeveneiieneiiennnn, 818.03(d)
List of countries giving right of priority ..................... 201.13
List Of deCISIONS........covvverieiriieiseec e Appendix Il
List of prior art in reexamination...............ccc...... 2257, 2657
Literature citation in specification...........c.cc.coce..... 608.01(p)
Litigation information, Duty to disclose.............. 2001.06(c)
Litigation not stayed in reiSSUE .........cccevverververeriennns 1442.02
Litigation, reexamination copending
EX PAre ..o 2286
Inter partes........ccooevevvincnnne 2640, 2681, 2686, 2686.04
Litigation related reissue .............. 1404, 1442.01 to 1442.05
Litigation, Stays .......c.cccereeiennae 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology) .......c..c.ccceuneen. 2105
Local representative of attorneys. .........ccccoereerereeenennas 408
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Locarno international classification designation--Maintenance fees

Sec. No. Sec. No.
Locarno international classification designation....903.09(a) Mail Stop Sequence.........cccovvvrvrveeeereennn, 2422.09, 2429
Mailing aCtion........cccccvveiiereise e 707.12
In ex parte reexamination............ccoceeeevrerscneinnnenn 2264
M In inter parte reexamination............cccccveevvrerinnenn. 2664
Mailing, Certificate of (See Certificate of mailing or
Machine, process or product ...........ccceceveverrernenn. 806.05(e) trgnsmlssmn)
_____________________________________________________ 806.05(f), 806.05(q) l\/lamtenanc«_a Fee Brz_mch ceerreeneenreneeneeseesnesnneseeseenneens 1001
Mail (See also Mail Stop and Correspondence) _Contact iNformation..........cccoeveiiii i 1730
AAIESS ..o 501 Maintenance fees (See also Fee; Refunds) ................ 1730
Depositing COrreSpONAENCe ..o 502 s Chapter 2500
DiStriDULION ...cvivii e 501 A“°me¥ oragent .
EXPIESS...rrsrreeeseeeseeseees oo 502, 513, 711.03(c) Handling of requests t0 WIthdraw ...................... 2560
Ll T 502, 503 Revocation of power of attomey .............. 2501, 2560
Receipt and handling ..........cccooeenniinnnnns Chapter 500 Chan-ge of correspondence address .......... 2501, 2542
UNGEIVETE. ..o 707.13, 1303.02 Credit card used for payment of ................. 2510, 2522
ZiP COUB e 502 Due (_jates e 2506
Mail date 8 Fling GAtE ....eroereeserersereroesere e 513 Duplicate PaYMENt........c..coovcsivssvcsvssvssesos 2532
Mail FOOM date STAMD....oo oo 608.02(0) Facsimile SUbDMISSION .......ccccoeviiiiiiiiiceceee 2510
MaIT SEOP ©vvieieece e 501 FEE AUUIESS oo 2540
Mail Stop 8 (SOlCItor) ..o 501, 1216, 1216.01 Fee amounts ..o 2501, 2520
ML SEOP 10 oo 1232 Forms SRR SIS T 2595
Mail Stop 16 (REFUNAS)....vrererererserrrersern 509.03 Information available from Maintenance Fee Branch
Mail STOP AF ..o 71413 v s e 1730
Mail Stop Assignment Recordation.............. 501, 302.08 Inforn_1a.t|on required with payment............. 2515, 2530
Mail StOp CONVEISION oo 601.01(c) Insufficient e 2531
Mail SEOP DD v 1706 INEMEL SUBMISSION ..vovvvvvsvsvsvsvvv 2510
Mail Stop Document Services ....... 103, 501, 1430, 1470 Intervening rights in reinstated patents..................... 2591
'''''''''''''''''''''''''''''''''''''' 2222 2232, 2501, 2622, 2632 Late2531
Mail Stop EBC........cooovreiciciiieieeeinnsnsseeie e 403 Mailing address for maintenance fee documents
Mail Stop EX Parte Reexam .......... 501, 2222, 2224 P 501, 2510
................................................................... 2226, 2231 Mailing address for payments .......c..c..ccvvesvssve. 501
Mail Stop Expedited Design ........oovrvoo 1504.30 Maintenance Fee Branch..........cccocooeveniienvicncnnns 2501
Mail Stop Express Abandonment ... 1002.02(r), 1125 Met.hod of pa){me.nt ........... s e 2522
Mail $top INTERFERENCE .....ooccvoooroos s 501 Notices — Expiration, Receipt, Reminder.............. 2575
Mail Stop Inter Partes Reexam ... 501, 2622, 2624, 2631 Obligation to pay while reissue is pending.......... 1415.01
Mail StOp 1SSU€ FE@....rrooororro 502, 1306, 1306.02 Overpayme_nt ............................................................ 2550
Ml STOP LER oo reeseseessse e 120 Patents SUDJect 10 PAYMENT OF .....cocvvvsvsossoe 2504
Mail Stop M Correspondence .................. 501, 2510 Pay_n_1ent informalities .........ccoovvvevevceie e 2530
Mail Stop MPEP ..o Foreword Petition .to a_ccept """""""""""""""""" 2515, 2531, 2590
Mail StOP OED ..o 402, 407 Reexamination..........cccovveiinenieieiece e 2506
Mail Stop Patent Ext........... 501, 1002.02(b), 2754, 2754 Refusal to accept and record payments,
Mail Stop PCT .....501, 1805, 1808, 1821, 1823.02, 1865 Rewew OF e 2580
Mail Stop Petitions..................... 720, 1002.02(b), 1308 Reinstatement, delayed payment.............cocoe.. 2590
........................................... 1901.03, 2580, 2590, 2720 Unavoidable delay Dasis..............covrvsivs.... 2590
Mail SEOP PGPUB.....ooeeoeeese oo 1126 Unintentional delay Dasis ...........oewvsocsvesn 2590
Mail Stop PGPUB DRAWINGS ..o 507 Reissue patents............ 1415.01,_ 1443, 2504, 2506, 2520
Mail Stop REISSUE ........ovviiirccer e 1410 Saturday, Sunday or Federal holiday, due on
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Mandatory Classification--National application

Sec. No.

................................................................... 2504, 2506
Small entity status requirements.........cccccceceverrernenn. 2550
Special ACCEPIANCE ......coviriiriririreeieee e 2530
StatuS reQUESES .....ooeeieeieerieeie e 1730, 2570
Mandatory Classification ...........ccocvverieneiiienecnnen, 903.07
Manual, authority of ..o, foreword
Manual, subscription address ..........c.ccoevveeiveivinenns title page
Manual of Classification ....................... Introduction, 902.01
Manuscript deciSioN ..........cccoverirereiinenecseee e 707.06
Margin, application papers..........ccceovvereienennieneene 608.01
Mark of applicant..........cccooevevenievinir e 605.04(d)
Marking in application, erasing at allowance........... 1302.01
Marking, SECUIILY .......cccoiiiiieiireeee e 121
Markush claim..................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for.........cccoceevvvivivnninnnnn, 715.03
Supporting disclosure ......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) .......ccccceeveviennnn. 902.03(a)
Material mistake by Office in published PG-Pub.......... 1130

Materiality of information regarding patentability (See Duty
of disclosure)

Mathematical algorithms..............ccccoevevenen, 706.03(a), 2106
Matter not in original disclosure ............c.ccoeeeveeene. 608.04(a)
MBANS ...t 2181
Broadest reasonable interpretation.............c.cccoennen. 2181
Equivalent compared to Doctrine of
EQUIVAIENTS ..o 2186
ODVIOUSNESS ......veviieeiieiieie et 2183
Prima facie case of equivalence .................... 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs........cccceeveveererernenn 2181, 2185
Scope of the identification of prior art..................... 2182
Single means claim ... 2164.08(a), 2181
Means plus function limitations................... 706.02(m), 2106
....................................... 2111.01, 2114, 2181 to 2186
Mechanical Search..........cococveriiiieneiiieceee, 719.05
Memorandum, CIitation ...........ccccecvverieienerieiesee e 707.06
Merger of ex parte reexamination and reissue .............. 2285

Merger of inter partes reexamination and reissue.... 2686.03
Merits, Appeal to Board of Patent Appeals

and INterferenCes ........occovvvveereneenneeesenenns Introduction
Method of making and apparatus or product.......... 806.05(e)
...................................................................... 806.05(f)
Metric (S.1.) SYStem USAQE.......ccecerveririeneiieree e 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of ...........cc.ccoveee. 706.03(a)
.............................................................. 2105, 2164.06

Sec. No
Militarily Critical Technology List (MCTL)........ccc... 120
Military officer notary ..........ccccocvvvcviennicnenieenne, 604.03(a)
MiINOF, INVENTOT ......uiiiiiiieiieee et 409
Misjoinder, Effect on patent ..........ccocoeiiiieiicncinenns 805
Misjoinder of inventors ........... 201.03, 1402, 1412.04, 1481
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication .................. 1130
Mode, Best (See Best Mode)
Mode of OPeration ..........ccoceevveveiiiensinenee e 608.01(h)
MOGEL...c.eiecee e 608.03
Model, FetUrN .....cccooe v 608.03(a)
Model at INTEIVIEW.........coeiiiiiiiiiieiece e 713.08
Model filed in priority COUNtry ..........ccccooeveivriennnn 201.14(b)
Months, foreign language names............ccoceeveueneee 901.05(a)
Months, foreign language names........c...cccceevvvuenee. 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims

Fee calculation ..o, 607, 608.01(n)

Handling......ccoeviiieeee e, 608.01(n)

Restriction practiCe........ccccevvevereveniesesesennnns 608.01(n)
Multiple papers on same issue in protest............. 1901.07(a)
Multiplicity of claims ..o, 408, 707.07(9)

................................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of SPecies .........ccoevvvverviereens 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms

Regulation (ITAR) ..o 120
N
NAFTA e 715.07(c)
Name (See also Applicant; Inventor)

Change ... 605.04(c), 719.02(b)
COITECLION ..o 201.03
(O] (o 1] OSSR 605.04(f)
Petition ....ccoeee e 605.04(c)
Translation, typographical error............ccocevenee. 201.03

Change, file sent to Office of Initial Patent Examination

..................................................................... 605.04(c)

Full first or middle required .........ccccceoeveinnene 605.04(b)

OFAEN ..t 605.04(f)

Signature (See Signature)

Uniformity with signature ............ccceevveveiennns 605.04(b)
Names used intrade........c.ccoovevveievcnciesese e 608.01(v)
National Aeronautics and Space

Administration (NASA) .......ccocvvevvivivenene. 115, 150, 151
National application............cccvvereirinciniicecee 201
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National security, application affecting--Not fully responsive amendment

Sec. No.
National security, application affecting........... 115, 120, 121
....................................................................... 130, 140
National stage application (35 U.S.C. 371)......ccccccevenene 201
........................................................... 1893.03 to 1896
Compared with national application ..............cccce.... 1896
Continuation or continuation-in-part ............cc......... 1895
.............................................................. 1895.01, 1896
DraWings......cooeeuirieninieniee e 1893.03(f)
Filing date ..o 1893.03(b)
Information disclosure statement....... 609.03, 1893.03(g)
Inter partes reexamination of...........cccccocevievernnnnnn 2611
Order of examination ..........cccccevervnenieennnn. 708, 1893.03
Petitions related t0 .......cccoeoeieieiiiiiirccee 1002.02(p)
PRIOFITY oo 1893.03(c)
Unity of invention..........cccccceevivviiennsninenns 1893.03(d)
Naturally occurring article ........ccccoevveveveveicreinens 706.03(a)
Negative limitation..........ccccoveveiieiie s, 2173.05(i)
Negotiation authority ... 713.05
New application (definition) ...........cccoevvveniinecnen, 203.01
Assignment to examiner for examination......... 903.08(b)
Assignment to examiner in TC for examination
........................................ 903.08, 903.08(a), 903.08(e)
Classification by primary examiner .................. 903.08(b)
Examiner review for completeness..........cocoovevviennas 702
INSPECLION.....ccieie i 903.08(a)
TraNSTer . 903.08(a)
Transfer refused ..........cccoeviiiiiiiiiicceee, 903.08(d)
New examiner, action BY...........ccocoveveninienicieie 707.01
New ground of rejection by the Board of Patent Appeals
and INterferences. ..o, 1214.01
In inter partes reexamination..............cccceeveee 2681, 2682
New ground of rejection in inter partes reexamination
........................................................................ 2671.01
New ground of rejection on appeal ...........cccceeveuennen. 1207.03
NEW Matter......ccoccevevvrrireeeeee e 706.03(0), 2163.06
Amendment of disclosure........ 608.04, 2163.03, 2163.04
Claim ..o 608.04, 706.03(0), 2163.03
Appealable..........ccooiiiiie, 608.04(c)
Claim terminology ......cccoevevevevviieseseseeieiens 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application.............c.coeeeneen. 201.07, 2163.03
Design application ..........c.cccoeevienennns 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
DiISCIOSUIE ....ccvvviiiecc e 608.04, 2163.06
Divisional application ...........ccccovvvvieneniiienieennn, 201.06
Drawing ..c.coveverveeneesenieeseseee e, 608.04, 706.03(0)
Inherent characteristics ................ 608.04(a), 2163.07(a)
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Sec. No.
(O] o] 1107 1o o PR 706.03(0), 2163.07
Petitionable.........ccccoovvvvviiiennienn, 608.04(c), 2163.06
Preliminary amendment .................. 608.04(b), 714.01(e)
PrIOTILY .o 2163.03, 2163.05
Reexamination, inter partes.................. 2671.01, 2671.02
Reissue application...........ccoovveveivevenenieiesesnnnnns 1411.02
Rejection ........cccoveeiririeienn, 608.04, 706.03(0), 2163.06
Specification, petitionable.............ccccccveiene. 608.04(c)
Substitute specification .........c.ccccvvervirirnenns 608.01(q)
Trademark definition...........ccocoovviiinninenn, 608.01(v)
When entered ... 714.19, 714.20

NIRC (See Notice of Intent to Issue Ex Parte
Reexamination Certificate; Notice of Intent to Issue Inter
Partes Reexamination Certificate)

Nonanalogous art..................... 904.01(c), 1302.14, 2131.05
Design applications.........ccccceevevvervennene. 1504.02, 1504.03
Nonelected invention
Claims to
Added........cooviiic 821.03
Canceled........cccovveieieicieneee e 821.01, 821.02
Eligible for rejoinder...........cocooviiiiiiiiiiciciciee, 821
Withdrawn.........cccocerviiiinnneeseens 821.01, 821.02
Nonelected species
Claims to
Canceled........coovreiineniiieneee e 821.01, 821.02
Eligible for rejoinder..........cccccoovivvviniicvicicienen, 821
Withdrawn.........cccocevviiencnenssenns 821.01, 821.02
Non-English oath or declaration................cccccoeninene 602.06
Nonnaturally occurring manufacture or composition of
MALTET ...t 2105
Nonpatent literature .........cccocoeceveveinnie e 901.06
Nonprofit organization, claiming status as ................. 509.03
Nonprofit organizations............cocecvereinennieneinennns 509.02
Nonprovisional application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application .........cc.ccoccevvevvneen, 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CIted .o 1121, 1122
REProduced ........ccooeveveieirsese e 1135
Nonreceipt of Office letter.........cccocovvevevevcieienn, 711.03(c)
Nonsigning inventor’s rights ...........cccceeeiiiienne 409.03(i)
Nonstatutory claim ..., 706.03(a), 2107.01
Nonstatutory claim, canceled..............cccccevevnnnene. 1302.04(b)
Nonstatutory subject matter..........cc.ccoeeveverernennn, 706.03(a)
................................................... 2105 to 2107.01

Not fully responsive amendment................. 714.02, 2266.01



INDEX

--Oath, Original, Rule 1.63

Sec. No.
.............................................................. 2666.30, 2671
Notary JuriSAiCtion .......c.cccovvevevevini e 604.02
Notary jurisdiction, military officer ....................... 604.03(a)
Notary jurisdiction, venue agreement ...........ccccceueee. 604.02
NOLArY SEAl ....c.oivirieiiereee e 604.01
Notation on file wrapper/history
Foreign application .........cccccveviiienesiesie s, 202.03
Parent application ..........ccccoceveninieiennne. 201.11, 202.02
NOLICE, CItAtION ....cvviivecci e 707.06
Notice of allowability...........ccceoviiiiiiniiiinee, 1302.03

Notice of allowance (See also Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL85) ..vevireieiiiiisiiiieiesiesiere st 1303
Assigned application ..........cccoeerinninieneinee, 308
Deceased INVENTOT.........ccuvevrereiieneesieeeicniens 1303.03
Reissue application ..........ccocvvvvivivsinsiecrenene e 1444
Secrecy order application............cccceeveieieninnn. 115, 130
Undelivered.........cooveeeeienencsececeeeeeie e 1303.02

Notice of appeal ........ccocooeiiriiiini e 1204
EX parte reexamination..........cccceeeveveereerenenenesennens 2273
Inter partes reexamination................... 2662, 2667, 2674

Notice of cross appeal ...........cccceevennnee. 2662, 2674, 2674.01

Notice of Ex Parte Reexamination Certificate Issuance in

the Official Gazette..........cocvvvvvviviiiieeeee e, 2291

Notice of Ex Parte Request for Reexamination in the

Official Gazette .......ccvvvevviricires e 2227

Notice of foreign filing after nonpublication request.... 1124
Notice of informal patent application
form (PTO-152).....ccciiiiiiiiise e 707.07(a)
Notice of Intent to Issue Ex Parte Reexamination Certificate
(NIRC) PTOL-469 2235, 2250
................................... 2250.01, 2271, 2271.01
................................... 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.............. 2666.10, 2666.20
................................... 2671, 2671.01, 2673.01
.............................. 2674, 2675, 2682, 2686.01
2687, 2696
Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate Issuance

in the Official Gazette...........ccccovevvveviveveiinenn, 2688, 2691
Notice of Inter Partes Request for Reexamination in the

Official Gazette ........coevvvvrviriereeee 2627, 2629
Notice of New or Revised Pre-Grant Publication ......... 1127
Notice of Non-Compliant amendment .......... 714, 714.01(e),

................................................................................. 714.03
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Sec. No.
Notice of Pre-Grant Publication ..........c.ccccooenienninnn. 1127
Notice of references cited form (PTO-892)..609.02, 609.03,
................ 609.04(a), 609.05(a), 609.05(c), 609.06, 707.05
............................... 707.05(a) to 707.05(e), 2687
Notices (See also Publication).............. Introduction, 707.06
Notices, maintenance fees .......ccovvvvvivensinenseseee, 2575
Nuclear material application............cc.cccoevreiinnnne 706.03(b)

Nucleotide sequences (See also Biotechnology; Sequence
TUIES) o 803.04, 1823.02, 1848
........................................... 1850, 1877, Chapter 2400
Publication on web for PG-Pubs ..........cc.ccccccevenennen. 1121
Restriction practice........c.ccooeveereneene 803.04, 1850, 2434
Nullification of double patenting rejection................. 804.01
Number, Application ...........ccocvvievvrieierin e, 503, 506
Number, Drawing reference character................... 608.01(g)
Number, Serial..........cccoovvviiiinine s 503, 506
Numbering of papers in file wrapper..................... 719.01(a)
Numbering paragraphs of letter............ccccoeevnens 707.07(k)

@)
Oath (See also Declaration)

After appeal........cccoevviiiiii 1212.02

Antedating reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

MINOF, DY .o 409
NON-ENglish .....ocviicic e 602.06
Original (See also Oath, Original, Rule 1.63) ............ 602
Plant application (Rule 1.162).........cccccccoevvrrireennnne. 1604
Reissue (Rule 1.175) .....ccccoeeveunne 706.03(x), 1414, 1444
Supplemental ... 1414.01
Supplemental..........ccccoevvivviniieeieiee e 602.02, 603
Supplemental and allowance............cccccceevenenenn 603.01
Traversing rejection (Rule 1.132) .....cccceveveeevennennn, 716
Oath, Antedating reference (See also Affidavit, swearing
back of reference (37 CFR 1.131)) ...ccooevvvenvenieinen, 715
Oath, International application ............cccceevernens 1893.01(e)
Oath, Original, Rule 1.63.........c.cccooviiiiicieeeeee 602
AdMINISEIING...cveivieiiee e 604
AMENAMENT ... 602.01
Attorney administers .........cocovvernenernienercsenee 604.06
Consular certificate ........cocooevireriiiiinnicn 604.04
Continuing application ...........ccccocvvevvvernnnnnnn, 201.06(c)
Copies, filing Of ..o, 602
Date of eXeCULION ........ovvevvreciceeeeee e 602.05
Declaration in lieu of, Rule 1.68 .........cccccovvvvvveennennee. 602
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Oath, Supplemental, Rule 1.67--Office of Congressional Relations

Sec. No.

Defective.. ..o 602.01, 602.02, 602.03
Delayed filing ......cccooceviiiieircecce e 506
Divisional application ...........cccccoovviiieinnenenn. 602.05(a)
Executed before alteration of specification....... 605.04(a)
EXECULION ..ottt 604
FaCSIMIle ..o 602
Foreign execution ........cccccoeevevesnseceeieeiene e, 602.04
Foreign-filed applications listed .......... 201.14, 201.14(c)
.................................................................. 202.04

Invalid, By attorney in Case .........c.ccocvvevevrennencnne 604.06
Jurisdiction of notary ...........ccccevvennen. 604.02, 604.03(a)
NEW required .......ccccoeevvveeeeieescre e 602.01, 602.02
NOtary ....ooveevveeseieiees 602, 602.01, 602.04(a), 604.01
............................................ 604.02, 604.03(a), 604.06
Notary Certificate .........ccoovvvviviireiercre s 602.01
Notary jurisdiction .........cccccevvverernennn, 604.02, 604.03(a)
Refers to preliminary amendment............. 601.01(a), 602
S .ot 604.01
Seal, Foreign application ...........cc.ccoceeeveiinennn 602.04(a)
Seal, Not required ........cccoceveveriernnnnns 604.01, 604.03(a)
Signed before alteration of specification .......... 605.04(a)
SUBSEITULE . 602.02
VENUE.....oiiiitiiett ettt 604.02
Oath, Supplemental, Rule 1.67........ccccocevvrvviennriennenne 603
After allowance.........c.coovvvrvcniiicinnnn, 603.01, 714.16
Change of inventorship........ccccooveveiiicveicicnienn, 201.03
Oaths, ConfliCting .......c.cooeiiiiiiiie e 201.03
Object of INVENLION.......cooiiiiiiiieeee e 608.01(d)
Objection contrasted with rejection............ccoccevveneee. 706.01
Obijection, Dependent claims ...........cccovevvevveriereenn. 608.01(n)
Obijection to formal matters, When made .............. 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Obvious error, Correction ..........cocevvveeivveeinnnns 1302.04, 1305
Obviously informal application...........c..ccccevveveiennns 702.01
ObViouSness .........cccceveeruenne. 706.02, 706.02(j), 2141 to 2146
Age Of reference ..o 2145
Analogous prior art................ 1504.03, 2141.01(a), 2145
Design applications.........ccccevveiviiveievenereseniens 1504.03
Form paragraphs used for rejection ................. 706.02(m)
Number of references...........cccoovviininiciciesccee 2145
Ordinary skill, level of ..o 2141.03
Prima facie case............c......... 2142 t0 2143.03, 2144.02
Predictability........ccccooiiiiiiiiees 2143.02
Rebuttal against ..........ccccoecvvivviinieineeeree e 2145
Process claims, nonobvious product................... 2116.01
Provisional rejection .........ccccoceveeveneinienien, 706.02(k)
RANGES . 2144.05
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Sec. No.
Rationale for........c.ccocovvvvininiiineiee, 2144 to 2144.09
Adjustable, making ........ccocovceiviirniiieieiiens 2144.04
Aesthetic design changes .........ccovvervverernenes 2144.04
Automating manual activity..........ccccceeeveviennne 2144.04
Duplication of parts........cccceeeieieieienciecene. 2144.04
Elimination of element or step..........ccccoevnene. 2144.04
Equivalence, art-recognized...........c.ccocervrrrnnne. 2144.06
GENUS-SPECIES ..ot 2144.08
Integral, making .........ccccovevvviinieeicie s 2144.04
Omission of element or Step......cccccvverveieriennn 2144.04
Portable, Making .........ccocovevevnieeveierene e 2144.04
Proportion changes.........cccccevevevevevesnse s 2144.04
Purifying old product ...........cccoooiiiiiiiiiiee. 2144.04
RANGES.....eiiieeee e 2144.05
Rearrangement of parts.........ccccecevevenenencne, 2144.04
Reversal of parts .......ccccooveeieieieie e 2144.04
Separable, Making........cc.ccoevvvveveiencnie e 2144.04
Sequence, change iN.......ccccocevveeieiieneic e, 2144.04
Shape changes........ccocevvvencinen 2144.04
SiZ€ ChaNgES.....vcveece e 2144.04
SPECIES-FRNUS.....cviiiiieeiisierieesie e 2144.08
Rebuttal arguments by applicant...........c.cccccceveennen. 2145
Teaching away in prior art............cccoceeenne 2141.02, 2145
Offenlegungsshriften ..., 901.05(b)
Offensive language........cccccceevvvvvivvvinennne, 608, 1504.01(e)
Redacted in Pre-Grant Publication...............ccceu..... 1120
Offensive subject matter...........ccccooevevnnnnn. 1003, 1504.01(e)
Offertosell......ccoovvivivececccee 706.02(c), 2133.03(b)
Offer to surrender original patent (not required) ........... 1416
Office action (See Action)
Office action in ex parte reexamination .............. 2260, 2262
Office action in inter partes reexamination......... 2660, 2671
Not closing Prosecution...........cccceeeerereresieneenn 2671.01
Reopening prosecution after ACP.............. 2673, 2673.01
Reopening prosecution after Examiner’s Answer
............................................................................. 2679
Reopening prosecution after RAN ................. 2676, 2677
Office date stamp........cc.cccvevenee. 505, 506, 710.01(a), 714.18
OFfiCE NOUIS ..c.veieceee s 510
Office of the Commissioner for Patents ...........ccocccvvevvncnnne,
.................................. 409.03, 1721, 1901.03, 1902.01
Duty of diSCIOSUIe t0 .......cccveveieice e 2001.03
Office of the Deputy Assistant
Commissioner for Patents ...........cccvevvirvineneennn, 1721
Office of Congressional Relations..............cccco...... 203.08(a)
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Office of Electronic Information Products--Old combination

Sec. No.

Office of Electronic Information Products.. Title Page, 1730
Office of Enrollment and Discipline........ 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
.............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620
Mailing address........cccvvevrveierierere e 501
Office of General Law ..........cccocvevveveecieninnn, 1002.02(k)(2)
Office of Initial Patent Examination (OIPE)(See also
Incoming-Mail Section) ....... 201.03, 201.06(c), 201.06(d)
......................... 202.02, 202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
.................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
............... 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
...................... 608.02(z), 609.07, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
......................................................... 1306, 1414, 1706

Petitions handled...........ccccveiiiniiiiiiincs 1002.02(q)
Office of International Relations............... 201.13, 203.08(a)
Office of Patent Classification .............. 903, 903.05, 903.09
Office of Patent Legal Administration (OPLA) (See also

Central Reexamination Unit (CRU))............... 103, 409.03
................... 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
......................................... 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
........................... 1451, 1456, 1457, 2236, 2237, 2239,
......................................................... 2285, 2289, 2294
................................. 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694

Office of Patent Publications (a.k.a. Publishing Division)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
........................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............. 1302.12, 1303.01, 1308, 1309, 1309.02, 1611
...2229, 2235, 2283, 2287, 2289, 2635, 2686.01, 2687
Petitions decided..........coceovveiiiiciiicien 1002.02(r)
Pre-Grant Publications Division ......... 502, 502.01, 1120
................................................ 1122, 1125, 1126, 1730
Telephone NUMDET ..o 1730
Office of Patent Quality Review ............... 1302.04, 1308.03
Office of Patent Training............c.cceceuennen. Title page, 713.01
Office of PCT Legal Administration..................... 103, 1730
Office of Petitions ..................... 106, 201.03, 502, 605.04(c)
...... 605.04(f), 605.04(g), 609.04(b), 1002.02(b), 1308
Location and phone nUMber...........ccocooevrenicnennn 1730
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Office of Public RECOrds ..........ccovirivininiirecreec e
...................................... 103, 104, 711.04, 1128, 1309, 1730
Office of Solicitor...........ccccocu.. 302.04, 311, 1002.02(k)(3)
................................ 1216.01, 1216.02, 1701.01, 1720
............................................... 1721, 2207, 2240, 2681
Mailing address ........coevveveiernre e 501
Office of the Deputy Commissioner for Patent
Examination Policy........c.cccoceeeunnnnn. 502.03, 720, 720.01
............................................ 720.03, 1002.02(b), 1721
............................................................................. 2677
Petitions decided bY .........ccccvevvevieicie i 1002.02(b)
Official aCtION ......ccoiiiiiiieec e 707
Official Gazette (0.G.) ....ccene.ee. Introduction, 409.03, 1703
Claim published ..........ccccoeiiiniiiiieees 1302.09
Reissue application ...........cccceveveiieieninnesesennnn, 1455
From ex parte reexamination certificate............... 2287
From inter partes reexamination certificate ......... 2691
Copies and SUbSCHPLIONS .........ccoevreieiireiiieieees 1703
Defensive publications.............ccccoevvineiiienn 711.06(a)
Designating classification .............cccocevevvvinnnnn, 1302.09
Drawing figure ... 1302.09
BOGIP ... 1703
Issuing as U.S. patent........cccccevevneneineneicneene 901.05
Notice of Board title changes..........cccooevvvirenecnnen. 1202

Notice of ex parte reexamination certificate ..2288, 2291
Notice of inter partes reexamination certificate

................................................................... 2688, 2691
Notice of Certificate of Correction................. 1480, 1485
NOLICES. .eveee st 1703
Notices of maintenance fees due..................... 2501, 2575
Notice of ex parte reexamination request................. 2229
Notice of inter partes reexamination request

...................................................... 2627, 2629 to 2631
ONHINE ..o 1703
PateNTS. ..o 1703
Published electronically ...........ccccocevevieiieninnieinennnne, 1703
Publishing disclaimers............cccceieiiniienncicine 1490
Reissue application filing notice ................... 1430, 1441

...................... 1441.01, 1443, 1453, 1457, 1470, 1703
Statutory Invention Registration (SIR)..........c.......... 1111
Trademarks ......ccccoveviiiee s 1703

Official INQUITIES.....ccveiiieeriii e 203.08(a)
Official NOtICE .....cveeice e 2144.03

OIPE (See Office of Initial Patent Examination (OIPE))

“Old art” use in deciding request for reexamination
.......................................................................... 2242, 2642

Old combination .........ccccceveiiiieiinierce e 2173.05())
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Omission in reply, inadvertent--Overlapping applications

Sec. No.
Omission in reply, inadvertent .........cc.ccoovevveveveennn. 710.02(c)
......................................................... 2266.01, 2666.30
Omnibus claim ..o, 706.03(d), 2173.05(r)
Cancellation ... 1302.04(b)
On-line search (See also Electronic databases)
................................... 706.02(e), 901.06(a), 902.03(e)
On sale (See also Public USE) .......ccccevvevvievieninnn, 706.02(c)
..................................................... 2133.03, 2133.03(b)
Affidavit or declaration............ccocoeviveinrnncnnnnne 715.10
Anticipation rejection ..........c.ccccovevviiiennennnn, 2133.03(b)
BUYET oot 2133.03(b)
Commercial activities .............ccc.e.... 2133.03, 2133.03(c)
.................................... 2133.03(e), 2133.03(e)(1)
Completion of the invention ............ 2133.03, 2133.03(h)
............ 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidavit.......ccooveeiiciic 2133.03(c)
Definition Of ..., 2133.03(b)
Conditional sale ..........cccovvvveveverercrece 2133.03(b)
NONProfit sale .......cccooereeieiiiii e 2133.03(b)
Sale of rightS. ..o 2133.03(b)
Single sale.......ccoovcvvveiciic e, 2133.03(h)
Delivery of offered goods...........ccoccvverernnnnne 2133.03(b)
Device embodying process .........ccocvvvrverrrennn 2111.03(c)
Evidence of (prior art publications) ................ 2133.03(b)
Experimental use (See also Experimental use)
..................................................... 2133.03, 2133.03(e)
Goods “on hand”.........ccceevevereerere e 2133.03(b)
“In this COUNtIY” ....ccoovieiicecee e 2133.03(d)
INVENEION ..o 2133.03(c)
Intentto sell ........ccoevreinnnnn. 2133.03(b), 2133.03(e)(2)
Offer for sale......cccoovvevvivvivceiecre e 2133.03(b)
Policy considerations...........ccccovevvvieseeiveveenieinens 2133.03
“Ready for patenting” ........ccccoceevevennnesnennnne. 2111.03(c)
Reduction to practice ................... 2133.03(c), 2133.03(e)
Sale by inventor or associate............cc.ccccrueneee 2133.03(b)
Sale by third party......ccccceveveveieicvrecesee 2133.03(b)
Testing by third party ........ccccceeevvinnenn, 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale 0f @ ProCeSS .....vevvevicieiee e 2133.03(c)
Sale of “rights” ......cccoviiiiric 2133.03(b)
LT (10 2133.03, 2133.03(h)
Supervision and control over invention ..... 2133.03(e)(5)
............................................................... 2133.03(e)(7)
Test for determining if impermissible sale occurred
.................................................................... 2133.03(b)
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Sec. No.
Operating hours (See Hours of operation)
OPEratiVe ..o 2164.07, 2164.08(b)
Operative eXample..........cooooeienenie e 608.01(p)
Operative, SNOWING ........cooeririiieieee e 608.03, 716
Opposition to issue of patent (See Protest)
Oral hearing in reexamination
EX PAITE ...t 2276
Inter partes.......cccoceveveeieeiennnn, 2662, 2675, 2677, 2680
Open to PUBIIC. ..o, 2680
Oral hearing on appeal.........c.cccvvereiniiiineiees 1209
Order, Citation Of..........coccverniiiriesee e, 707.06
Order, Classification...........cccovevireeiinieinseeene, 902.04
Order granting ex parte reexamination................ccccce... 2246
Order granting inter partes reexamination .......... 2646, 2660
Returned as undelivered............cccovvvnncninicncnnnn. 2654
Order of examination............c.cccccvrenes 707.02, 708 to 708.03
Patentability report.........ccocoevervieneieiieneennen, 705.01(b)
Order of papers in file Wrapper..........cccccveevvinnne 719.01(a)
Order for complianCe.........cccoevvireiiienciiceeseas 1210.01
Ordering
Abandoned file........cccccooviiiriiiin, 711.04(b), 905.03
Allowed applications...........cccccvvvrererinieninnnienns 1306.03
Foreign patent..........ccoevvenerineneisenceccneas 901.05(c)
Patented file.........ocooveiieniiiiee 711.04(b), 905.03
Publication........cccccoeveviiere e 901.06(b)
Reexamination, decision
EX parte.....ccocoeeenveienncenininienen, 2246, 2247, 2247.01
INEEr PAMTES.....cviiiiriiie e 2646
SUBCIaSS [iSt.....cvevveiciriiice 902.03(c)
Orders (See also Publication) ............... Introduction, 707.06
Ordinary and customary meaning of claim term
.............................................................. 2106, 2111.01
EVIAeNCe Of......cveeee e 2111.01

Original application (See Nonprovisional application)
Original carries title to some continuing applications 201.12

Original disclosure, inherent characteristics............ccccceveunee.
.................................................... 608.04(a), 714.01(e)
Ornamentality lacking in design applications...... 1504.01(c)
Outstanding requiremMents.........c.ccoevvvrivereereereeniens 707.07(e)
Overcoming a reference, Right of priority................. 201.15
..................................................................... 706.02(b)
Overlapping applications
Same applicant .........ccccoceveiinennn 709.01, 715.01(a), 804
..................................................... 804.02, 822, 822.01
Same asSIgNEe ......cccevevvevverreieeaneas 706.02(f)(2), 706.02(Kk)
................................. 706.02(1) to 706.02(1)(3), 709.01
............................................................. 715.01(b), 822



INDEX

Overlapping claims--Patent

Sec. No.
Subject to joint research agreement ........ccccceevvivvvrivinnnns
.......................................... 706.02(1)(1) to 706.02(1)(3)
........................ 804, 804.02, 804.03, 2136.01, 2141.01
Overlapping Claims ..........cccovieiiiiniie e, 804.02
Oversight of inter partes reexamination ...............c....... 2689
Owner’s representative........cocvevveeererereresennens Chapter 400
Ownership and assignment........... Chapter 300, 706.02(1)(2)
.................................................................. 706.02(1)(3)
Ownership at time invention made...............cc.e..... 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
Ownership of applications filed subsequent to recording of
ASSIGNMENT ....evecirceece e 201.12, 306
P
P.O. Box (See Mail stop)
PAIR ......... 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632
PALM ..o 101, 102, 508.01, 508.03, 711.04(b)
........................ 1845.02, 1893, 1893.03(a), 1893.03(b)
................................. 1895.01, 2232, 2233, 2235, 2237
....................... 2289, 2629, 2632, 2633, 2635, 2647.02
............................ 2648, 2660, 2664, 2670, 2687, 2689
Application [0cation..........cccceveverevininnin s 2635
Application records and reports.........ccccoceeevenennn 1704
Application Status ... 102
Examiner Docket, Time, and Activity Reports........ 1705
“Flag” in reissue application.........c..cccccovveverercrnenn, 1456
Paper Correlating Office .......cccoevvrevivirn i 508.03
Paper, easily erasable. ........... 608.01, 714.05, 714.07, 714.19
Paper NUMDEY ........cccoviiiiei e 714.18,714.21
Paper number of print...........ccoccovvneininennienes 719.01(b)
Paper size (See also A4 size paper)
ApPlication PaPErs ......ccocovvireriireee e 608.01
DIaWiNgS....ccoceiveeeeieieieesesese e e sre e eeeseensesnens 608.02
Photographs ......c.ccoeeieieeeeeee e 608.02
Substitute drawings........cccoeveerenernienensenens 608.02(h)
Papers (See also Return of Papers)
Delivered to wrong Technology Center................ 508.01
DEPOSITING...veeeieeeieeeie e 502
DiStribDULION ... 508
File Wrapper ..o 719.01, 719.01(a)
Identification..........cccovviiieniee e 502, 503
Receipt and handling ........ccccoovveeverineninnnen, Chapter 500
Received after patenting or abandonment............. 508.02
Signature requUired.........ooeeveeiineisineseecens 402
Submitted in reissue litigation ...........ccceceveiiinene 1404
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Sec. No
UNMAtChed .......cooviiieiieeeee e 508.03
Parent application ...........ccoovviveineneiese e 201.04
Parent application data, Cross-noting ...........cc.cc.eee... 201.11
......................................................................... 202.02
Parent application carries assignment
to some continuing applications..........cc.cceevvvevvnnnnn 201.12
Parent application review ..........cc.ccccecerveeenen. 707.05, 719.05
........................................................... 904, 2001.06(b)
Paris Convention (See also Treaties)............. 201.13, App. P
Article 4 Cited.......cooeivviiiiiin, 201.13, 201.14(b)
Partial signatory authority .........ccccceveveiievencie s, 1005
Patent
1836 (Present) SErieS......covuereerereeerieearerieenieeas 901.04
AL SEIIBS oo 901.04
Allowance and iSSUE.........cccevvererererenennn Chapter 1300
Application publication...........cccccceeveiennns 1120 to 1135
Arrangement in Examiner’s Search Files.............. 901.07
ASSIGNMENT. ...t 301
Borrowing from Examiner’s Search Files............. 901.08
Citation handling .........ccceveveverieiese e, 1920
Citation of prior art in........ccccvevvvieneieiennnen, 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change..........ccccovrvirinniniincnenn, 903.05
Classification indices............ccocvvvrnnnns 902.03, 902.03(a)
Classification Home Page on the Internet........ 902.03(a)
Classification Home Page on the USPTO Intranet
..................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request................... 2219
Double column format ...........ccoceiiiennnnns 2214, 2219
Copy in inter partes reexamination request ............. 2619
Double column format.........cccccoecvvivvivinninirenennn, 2614
COPY OFUEIS ... 1730
Correction of .....cccovvveicieccecee e Chapter 1400
Definition ........ccoovveeieicieicc Introduction, 2135.01
DESION .o Chapter 1500
DESIGN SEIIES ... 901.04
Design vs. ULIlity ... 1502.01
Effective date ................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reconstruction..........cococvveviieinieienene e, 508.04
FAlES et 905.03
Foreign (See Foreign patent)
General Information About, booklet .......................... 703
ISSUE . Chapter 1300
Issue Notification form..........ccccccoeviiiiininnn 1306.03
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Patent and Trademark Assignment System--Patent Cooperation Treaty (PCT)

Sec. No.
INAEX c.viie e 902.03(b)
INterference ......ccocvvvveveiiie e 2304 to 2304.05
INVENLOISHIP ... 2137.01
JUFISICTION....eiiii e 1305
Law, opinions NOt giVEN.........ccoevvveneienieneeneee 713.02
Laws (See Statutes)
Lot Y oo S 301
Litigation relating to reissue .........ccccoceveverieeene 1442.04
Ordering SOft COPY ....cvvviviiriiiiiicee 905.02
Owner, appeal DY ..o 1204
Owner, service of Citation ON........ccccocevveveiicnens 2208
Owner’s address in reexamination................. 2222, 2622
OWNEISNIP ...t 301
Plant Series.......ccoovevvevevenevenenennns 901.04, Chapter 1600
Post-issuance information updating.............ccccvevnee. 2501
Prior art Citation iN ..., 2003.01
Printing Priority .....c.cccoeeveviiiiiecece e 1309
Publication of application ............ccccceeunee. 1120to 1135
Reconstruction of file.........ccccocvviviiviiiiicen, 508.04
Reference (See Reference)
REISSUE SEIIES.....eiverieieiieieiesieiee e 901.04
Reissued, effect Of........ccccccvviiiiiiiieecee e 1460
Right to exclude others .........ccccoceieiincne. 509.02, 1111
................................................................... 1601, 2162
Rules (See Rules, Patent (Code of Federal Regulations))
SIMUItANEOUS ISSUE......ccveveviriereiieniee e, 1306.02
Statutory subject matter ................. 706.03(a), 2107,1601
Surrender of original in reissue (not required)......... 1416
Statutes (See Statutes)
System, Constitutional basis for .................. Introduction
Term adjustment .........ccocvcvvevvereveneneseeias 2710 to 2736
Terms (See Term, Patent)
TraNSTO oo 903.05
Transfer of rightS in ..o 509.02
Type, Design vs. Utility.....c..cccoevveveviicniniecene, 1502.01
ULtility SEries......cevvvevecece e, 901.04, 1502.01
Utility VS. design......cccovvveiiineniincceeeee 1502.01
D =] 1SS 901.04
Patent and Trademark Assignment System................ 302.09
Patent and Trademark Office (PTO or USPTO)
AAArESS ... e 501, 502
BUSINESS NOUIS ...t 510
Employees, property interest in patent...........cccoe.e. 309
Employees, unavailable to sign oath or declaration as
INVENTOIS...cveieiicie e 409
Matters decided by various officials........... Chapter 1000
PUblications.........cccovvvviiieiiceee e Introduction
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Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
............................................ 401, 902.03(d), 1706
Development and Use of Patent Classification
SYSIEMS .. 903.02
Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail........................ Chapter 500
Telephone NUMDENS ..o 1730
WED SIE...eiiicc s 1730

Patent application publication (See Pre-Grant Publication

(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)
Patent attorney or agent (See Attorney or agent)
Patent classification (See also Classification;

7o) gAY o ) USRS Chapter 900
ClaSSES....ccuiiiiiieieieseere e 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross references ......cvocvevevererereseennn, 903.07, 903.07(a)
Do 1= £ 903.07
ISSUE SHP ..t 903.07
Manual of Classification ................. Introduction, 902.01
Master classification file (MCF) ..........cccce..... 902.03(a)
(@] 11 £ SR 902.04
Post classifier (See Post classifier)
Shoes............. 510, 901.05(c), 901.07, 902.02(b), 905.04
Statutory authority........cccoceveiviicincse 903.01
SUDCIASSES ... 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(c)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties) .......cccccoervenen. Chapter 1800, App. T
Administrative InStructions............ccoceevvevennnenn. App. Al
AGENT. oo 1807
Amendment before the designated office...1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant.........cccocoveiviiiiennn, 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office.......... 1805
................................................................... 1810, 1820
Basic flow timeline..........ccccoovvviiineiiincceee, 1842
Classification of application............ccccccceeiuenne. 903.08(b)
Classification of subject matter ................. 1844.01, 1879
Common representative.........covvevereseeeeieeseeneneens 1807
(@00 Tor=] o] T 10T 1o 1801
COUNLIY COUBS.....eevveieieireireie et 1851
DEfiNItioNS......ccoiiieiieeee e 1802
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Sec. No.

Design patents.......cccoevevervveseresnens 1501.01, 1503.01
Designated offiCe.......ccccvveveviniiiie e, 1893.01(a)
Designation of states...........c.cccenee. 1817.01, 1817.01(a)
FEES oottt 1827, 1893.01(c)

Reduced basic fee by filing sequence listing and/or

tables on compact disC.........cccevvevvrerirrnnn, 1823.02
Filing date requirements ...........ccccccevevvevievenvciesnenn, 1810
Foreign filing license ..o, 1832
Foreign patent citation codes .........cccovevervrerrnennnn. 1851

Forms
Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative

Instructions-Part 8.........ccccoevvvevveeireeineenne. 1823.02
IB/307 oottt 1893.03(e)
IB/308......coviiiicriicriecteeieee et 1893.01(a)(1)
PCT/DO/EO/903.................. 1893.01(a)(3), 1893.03(a)

........................................ 1893.03(b), 1893.03(e)

............................................. 1893.03(g), 1895.01
PCT/DO/EO/905 ................. 1893.01(a)(1), 1893.01(d)

........................................ 1893.01(e), 1893.03(b)
PCT/DO/EO/1390 .....ccovevvieivieiecie e 1893.03(a)
PCT/ISAI201 .....ccovoiiiiiiiccicceee e 1852
PCT/ISAI203 ... 1843.04
PCT/ISAI206 .....ccoocveeieciieiteeiteeieee e 1850
PCT/ISA/210......cocvveevverenene, 1843.04, 1844, 1844.01

............................................. 1845.02, 1893.03(e)
PCT/ISAIZ2LT oo 1836
PCT/ISAI220 ... 1844, 1845.02
PCT/IPEA/AOL.......cvevveeeeieieeciee, 1864, 1865, 1866
PCT/IPEA/4DS........cocoveeveiieieece e, 1875, 1875.01
PCT/IPEA/4Q8.........c.ocovvveerrene. 1860, 1860.01, 1874,

................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/409.................... 1871, 1871.01, 1874, 1878

................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/IPEA/AL0.......ccoiiiiieiiecece e 1864.04
PCT/IPEA/ALL ... 1876
PCT/IPEA/4L2. ... 1836, 1876.01
PCT/IPEA/ALG.......cooovveeveeceeceee e 1879.02
PCT/IPEA/A20.......ciiiiieeieece e 1875.02
PCT/IPEAJA28.......coooveieeiieceee e, 1878.02
PCT/RO/101.....ccoeeevveeeee, 1801, 1812, 1817.01(a)

............................................ 1821, 1844, 1844.01
PCT/RO/LAT oo 1893.03(e)
PCT/RO/136.....cccviiviiiiieieeiecee e 1893.03(e)
PTO-1382....oiiiiciieciiciece e 1830, 1832
USPTO/299 ...ttt 1850
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USPTO/499......ooieiriiiieeenns 1850, 1875, 1875.01
GaZEte ... 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact discC.................... 1823.02
HEIP DESK...c.viniiiice e 1730
INFOrmMation SOUICES........cvvrvereerisiee e 1730
International BUreau............ccoeovvireninenenecnnens 1801
International preliminary examination ...... 1860, 1860.01
International preliminary examination report........... 1879
International preliminary report on patentability...... 1801
........................................... 1845, 1879.03, 1893.03(e)
International publication ... 1857
Prior art effect ..........ccocoeeennen. 1857.01, 1896, 2136.03
International search report..........ccocvvevenernenecnn 1844
International searching authority..........cc.ccocveevevnnene. 1840
Member COUNLIIES.........oeveriereee e 1817
National ProCedure ..........ccocviieiiieienere e 1893

National stage (See National stage application (35
U.S.C. 371))

Numbering of Sheets........c.cccccvvievivvinnv e, 1812
Office of PCT Legal Administration................ 103, 1730
Priority ....ccccoevvriennn, 201.13(b), 1828, 1893.03(c), 1895
Priority document............ccocoevnenennen. 201.13(b), 1828
PUBLICAtION. ...eieiece e 1857
Receiving office ... 1801
Receiving office procedure ..........cccoceeeienencicninnne. 1801
Record copy transmittal ...........c.cccoveniiicniiencnene, 1801
Reply to invitation concerning lack of unity of invention
.......................................... 1850, 1875.02, 1893.03(d)
Reply to written opinion.........cccccceevveeeieiciennens 1878.02
Representation before the designated office............... 402
Revocation of agent...........ccccooeiiiiiiniinninccee 1808
Schedule Of fEES .....oiviiiiiiic e, 1827
Search report .......cccoocevvvivivennnnnn, 707.05, 1302.14, 1844
S LTo (10 Vo] 0[] SR 120
Sequence listingS.....cccccevevevieveninneseeene, 1823.02, 1848
On electronic media.........ccocooeriiiiiiicicncnnn 1823.02
SIgNAtUre MISSING ......covvereireieere e 1820
Unity of invention .............. 823, 1850, 1875, 1893.03(d)
Written opinion, preparation ........... 1845, 1878, 1878.01

Written opinion, time to reply to 1845.01, 1878, 1878.01

Patent Cooperation Treaty Administrative Instructions

........................................................................ App. Al
105 Reproduced ........cccovvviveieeeeiereere e 1834
204 Reproduced .......ccccoeeveieeeeieeieeie e 1823
205 Reproduced .......ccccoeevvieieeieeieeie e 1824
208 Reproduced .......ccoceverenierenieieiee e 1823.02

Rev. 4, October 2005



MANUAL OF PATENT EXAMINING PROCEDURE
Patent Cooperation Treaty Articles--Patent Cooperation Treaty Rules

Sec. No.
209 Reproduced ......ccevvevverierirnrese e 1823
404 ReproduCed .......ccccvvveiiiieircesree e 1857
502 Reproduced ........cccoeveeriniineneseneee e 1850
513 ReProduced ........cccoeveierieiiieiiseseee e 1848
603 ReProduced .........coccovvereeneninenieece e, 1875.02
604 Reproduced .......cccovevvererirnrese e 1879
605 Reproduced ........ccccevvevievierire e 1872
606 Reproduced ........ccoeveieieniieneseeee e 1880
607 ReProduCed .........coceoviereiinerieiie e 1876
801 ReProduced ........ccoceoeverreneninenieeee e, 1823.02
803 Reproduced ........ceoveveeerierierese e 1823.02
Patent Cooperation Treaty ArticleS..........ccccevvvvennnne. App. T
3 ReProduced ........ccoeeeeiiiiere e 1812
5 ReProduced ........ccccoeveiiireiiireese e 1823
6 ReProduced.........ccceveveriererese e 1824
7 Reproduced ........ccoecveeeriireiine e 1825
11 Reproduced ......cccccevvevevenieneieeeeeeee 1810, 1896
17 ReproducCed .......cccooeeieieeiiiiiiseneeee e 1843
18 Reproduced ........ccoevveeriiriieise e 1844
19 Reproduced .......ccevveveveerirese e 1853
21 Reproduced .......cccoveveieieiccece e 1857
29 Reproduced .......ccccveiveieieieree e 1857
30 Reproduced ........cccoveeveiiieiere e 110
31 Reproduced ................. 1864.02, 1864.03, 1865, 1869
32 Reproduced .......cccovviveeeieierere e 1862
33 Reproduced .......cccovvvvveieieee e 1878.01(a)
....................................... 1878.01(a)(1), 1878.01(a)(3)
34 Reproduced ........ccooevenineninne. 1862, 1864.01, 1874
...................................... 1875, 1878, 1878.01, 1878.02
35 Reproduced .......ccovvveveieierere e 1879
36 Reproduced ........ccceevvvevieiienieieinns 1879.02, 1879.03
37 Reproduced .......cccoeeiiiiieee e 1880
38 Reproduced ........cccoevrerrenenieise e 1879.04
Patent Cooperation Treaty Rules
4.3. Reproduced .........cccovvviveierienieie e 1844.01
4.11. Reproduced .......ccovevrenieenieiaienns 1817.02, 1819
4.15. Reproduced ........cccoceiireiiiiniee e 1820
5.1. ReProduced .........ccccovverieineinineieee e 1823
5.2. Reproduced ........ccocvvvveveverieienesesesesnanens 1823.02
6 Reproduced .........cccveiveieieiise e 1824
6.1. ReProduced ........coccovverieieneiieiieieee e 1824
6.2. Reproduced ........cccoeveeeiiiiii e 1824
6.3. REProduCed .........cocovverieiniiiinieesie e 1824
6.4. Reproduced ........ccoevveierieierese e 1824
6.5. ReProduced ........coccovverieiineiieiieieee e 1824
7 ReProduCed ........covverieinerieiseiee e 1825
7.1. ReProduced .........ccccovverieinerieineeseneeesrenieiea 1825
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7.2. REProduced .......cccovvvvvrrnvseeiereesese e 1825
8 REProduced .......ccceovierieiieieese e 1826
8.1. Reproduced .........ccocevreriiinieninienen, 1826, 1844.01
8.2. Reproduced .........ccocevreiiiiieninenen, 1826, 1844.01
8.3. ReProduced ........ccoevrirnieneneese e 1826
11 Reproduced ......ccccceveveiiseiree e 1825
11.5. ReProducCed ......ccccoveiererieieneniee e 1825
11.6. Reproduced .......ccccoeverennenenisesceseneeeee 1825
11.11. ReproduCed ........ccoveerenieeneineneeeie e 1825
11.13. ReProduCed ........cccorveerenieeneise e 1825
13 Reproduced .......cccoeevvivieircieeee e 1850
13.1 Reproduced .......ccvcvieeveieeneeee e 1850
13.2 Reproduced .........ccoccoviineiinineineee e 1850
13.3 Reproduced ........ccoeviveneiierecsece e 1850
13.4 Reproduced ........cccoocvvvvivieeieeeere e 1850
13.5 Reproduced ........cccocvvviiviveieieece e 1850
13 REPrOAUCED ... 1823.01
1351, ReProduced ........ccccovveevvveeneerernesniseenes 1823.01
1352, Reproduced ..........cccccovveevenveerenernninne. 1823.01
1353, REProdUCE .......c.vveveeeereeseeeeeeeerreens 1823.01
1354, Reproduced ...........cooeoeeeeevereeseeerrsens 1823.01
1355, REPrOAUCE .......veeerveeeeeeeeeeeeeeerreenes 1823.01
1356, REProdUCE .........cvvevveeeereeseeerseeeriseenes 1823.01
13°5.7. Reproduced ..........ccoccoevemveeveevenernnnnne. 1823.01
13" REProduCEd .......vevveeerereeeeee e, 1823.02
13"".1 Reproduced ........cccooovveeveeeeerreennn, 1823.02, 1848
13".2 Reproduced .........ocoovveveeverreeeereieeeeseeinen, 1823.02
17 Reproduced .......ccccoveeireniiieiee e 201.13(b)
17.1. Reproduced .........ccooevvvireiinenieneinen, 201.13(b)
17.2 Reproduced .......ccoveveveveieicne e 201.13(b)
33 Reproduced .......ccccceveiiiiiieee e 1843
33.1. Reproduced ........cccoceveiiiiiiee e 1843
33.2. Reproduced ........cccoeviereienieieeseeeseeie e 1843
33.3. Reproduced ........ccooeviereiinenneseee e 1843
37.1 Reproduced .......cccceovvveveiericrere e 1844.01
37.2 Reproduced ........ccccoveveveieiicieie e 1844.01
38 Reproduced .........ccceveieieniiieeeece s 110, 1844.01
38.1 ReProduced ..........coceerveenerieenieisie e 1844.01
38.2 Reproduced .......cccoevvveveierierere e e 1844.01
39 Reproduced .......ccccoevvevereir e 1843.02
39.1. Reproduced ........cccevvvvcveieiee e 1843.02
40 ReproduCed ........coceveiierieniiieneeeeeee e 1850
40.1. Reproduced ........cccooeirinieinineisene e 1850
40.2. Reproduced .......ccocveveveverie e 1850
41 ReProduCed ......ccovevveeinieririnenieese s 1852
41.1. Reproduced .......ccccovveirieiniirieisereese s 1852
43bis Reproduced ...........ccoceviieiiiiniice e 1845
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43bis.1. Reproduced ........ccccvevevveeerierieiene e 1845
44ter. Reproduced ........ccccevevvevevieiene e 1879.04
46 ReproduCed .......cccoeierieriieienereeee e 1853
46.1. Reproduced ........cccocveireniniinieieeee e 1853
46.2. Reproduced ........ccccvvvereiiriieiinieseeseees 1853
46.3. Reproduced ........cccoevvvvvineieee e 1853
46.4. Reproduced ........ccocovvevreiieieiee e 1853
46.5. Reproduced ........ccocveiriiiniiniee e 1853
54 Reproduced ........ccccoevrirnieneneiieeese e 1864.02
54.1. Reproduced .......c.ccoeciviiiieneiiicneesieneeieas 1864.02
54.2. Reproduced ........cccecevervrvriesnneeeee e 1864.02
54.3 Reproduced ........ccccevvveeveieiieie e 1864.02
54.4. Reproduced ........cccoooenerineienineeieeeee 1864.02
60 Reproduced ........c.ccovevrerieineieineee e 1868
60.1. Reproduced ........ccoocevvvernririreeeeee e 1868
61 Reproduced .......cccveeveeeiererere e 1881
61.2. Reproduced ........ccccoceveveniieineeeeee e 1881
61.3. Reproduced ........cccoceeiriiiiiiiieeee e 1881
62 Reproduced .......cccceveevererenninieee 1871, 1871.01
62.1. Reproduced .........ccoovevveviererererienn, 1871, 1871.01
62.2. Reproduced .......ccccovvvvveiirenieiiennans 1871, 1871.01
62bis Reproduced ..........ccoceveieierieienenieese s 1871
62bis.1 Reproduced .........ccccociiiiniiiiniee e 1871
64 Reproduced ..........ccoevveneininncneens 1878.01(a)
64.1. Reproduced .........cccoveverereienese e 1878.01(a)
64.2. Reproduced ........ccooevrviiiiiniiieieenienns 1878.01(a)
64.3. Reproduced .........cccceoeieiiiiniieienee 1878.01(a)
65 Reproduced ........c.cooeiieiiiieieieeene 1878.01(a)(2)
65.1. Reproduced ........ccocoovreiiinnininnne, 1878.01(a)(2)
65.2. Reproduced .........cccovevvevieiieiinenieinens 1878.01(a)(2)
66 Reproduced ..1843.02, 1864.01, 1870, 1878, 1878.02
66.1. Reproduced ..........ccocevereniieniieeiee e 1843.02
66.1bis. Reproduced ..........ccccvireiineiniiiineee 1878
66.3. Reproduced .........ccoceoeviieiiniiiiiecei 1878.02
66.4. Reproduced .........cccocevevernreineeeeee e 1878
66.5. Reproduced ........ccovvceveivienieieieee e, 1878.02
66.6. Reproduced .........ccccoereiiiiniiieeenee, 1878.02
66.7. Reproduced ..........cccoereiiiineiieieene e 1870
66.8. Reproduced .........ccccceveverernnnns 1864.01, 1878.02
66.9. Reproduced .........cccccevevvrvieirceeee e 1878.02
69 Reproduced ..........ccoevrereieneieese e 1879.01
69.1. Reproduced .........cccccevveueennn. 1879.01, 1879.01(a)
69.2. Reproduced .........cccocevveruernnnn. 1879.01, 1879.01(a)
70 Reproduced .......cccoveveeeiieieie e 1879.03
70.17 Reproduced ........ccccevevereneninieieeeeee 1879.03
71 Reproduced .......cccooeveeienienieie e 1879.02
71.1. Reproduced ........ccoeiveienenieiieieesieneeieas 1879.02
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71.2. Reproduced ........cceevvveveiieieie e 1879.02
72 Reproduced .......ccoceveneieniiniinceee e 1879.03
72.1. Reproduced ........ccoceivvirieiiiiieiseneesieas 1879.03
72.2. Reproduced ........ccocevveinieieiiieineneeneas 1879.03
72.2bis. Reproduced .........cccovvvreineninineiiiens 1879.03
72.3. Reproduced ........cccoevvveieiieiee e 1879.03
82 Reproduced ... 1834.02
82.1. Reproduced .........coceoviiriieiirieeseneeeieas 1834.02
82.2. Reproduced ........cccoevvviriiiiiieieeeie 1834.02
90.4. Reproduced ........cccoerveireninirescnesesiees 1807
90.5. Reproduced .......ccccevveieevieiierise e 1807
90.6. Reproduced ........c.cooeveeiieiieiine e 1808
90 Reproduced .........cooeeeveeveereerienienenne. 1859, 1880
90°°.1 REProduCed ........cc.vveeeveeeeeerreeererierieeeienees 1859
90,2 REPrOAUCE ..., 1859
90"%.3 REPrOAUCE ..., 1859
90”54 REPrOAUCE ..., 1880
90”55 REPrOAUCE .......veovvevereeeeeeeeseeee s, 1859
90°.6 REProdUCEd .........c.veeveeeeeeeerieeereriesieesiennes 1859
90,7 REPrOAUCE ..., 1859
91 Reproduced .......ccccceveviieie e 1836
91.1. Reproduced ........ccceevvvviieierieie e 1836
92 Reproduced ........ccoceieeneneiiiineee e 1834
92.1. Reproduced ........cccoeviereinieneineeee e 1834
92.2. Reproduced ........cccevvvvviieieee e 1834

Patent and Trademark Depository Libraries (PTDLS)
Accepting documents under the Disclosure Document
Program ... 1706
Patent application publication (See Pre-Grant Publication
(PG-Pub))
Patent pending (See Statutes: 35 U.S.C. 292)

Patent search facility...........c..coeeee. 103, 2232, 2629, 2632
HOUIS ..ot 510, 1730
Regulations for public USe..........ccoeovriiiiniiiiiie, 510

Patent term extension/adjustments............. 1303, 2211, 2250

.............................................................. 2611, 2666.01

Patentability (See also Reasons for Allowance; Rejection)

............................................................... Chapter 2100

Patentability report .........cccoovvviieicecc e 705
APPEAL ... 705.01(a), 1207
L0001V o) S PRR 705.01(c)
Date StatUS ...cveiveeieeeeie e 705.01(c)
Dispute between examiners...........cccoceveeereenn 705.01(a)
Drawing.......ccceeeevivvivneeveieeneseseenens 608.02(n), 705.01(d)
Final action..........cccoeveievine e 705.01(a)
IMPIOPET ..ciiecicee s 705.01(e)
INILIALE .o 705.01
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Patentability review conference in ex parte reexamination--Perpetual motion

Sec. No.
INEEIVIEWS ..o 705.01(f), 713.01
Limitation as t0 USE.......cccevvveveeeiiereeniereesrene, 705.01(e)
Practice used only in extraordinary situations ........... 705
Primary decides propriety.........cccceveeeienencienennn. 1004
Print of drawing .........ccccooevvvnenne, 608.02(n), 705.01(d)
PUIPOSE ..ot 705.01(e)
REQUESE TOF ....viiviieciccc e 1003
RecOrding......cccooeeieneniiinese e 705.01(c)
Restriction, Effect ON......ccccccvvviveevie e 807
SEArCh ..o 705.01(a), 705.01(b)
Sequence of examination ...........ccccevererieiennnns 705.01(b)
Transfer of appeal ........ccccovvvveiiiiiiicece 705.01(a)
Patentability review conference in ex parte reexamination
.................................................... 2271, 2271.01, 2287
Patentability review conference in inter partes
rEeXamiNatioNn .........coevveirenieise e 2671.03
Patentability statement ..........c.ccoeveveniiininseieenn, 1302.14
Patentable novelty, pointed out...........c.ccooeiireninnnne. 714.04
Patentable subject matter
COMPULET PrOGramS ......ceevverreerieeieseesereseeeeesseesees 2106
Disclosed but not claimed..........ccccovvvvnieneienencennen, 706
Living subject matter .........c.ccevveveveieriennnnnn, 1601, 2105
Mathematical algorithms ..o 2106
PIANTS .o 1601, 2105
Patented file.........ccooeiiiiiii 905.03
Patented file, ordering ........ccccccoceveieienniececen, 711.04(b)
“Patent In” computer program (See also Sequence rules)
................................................................... 1730, 2430
Patents of addition, foreign ...........cceevvvvenienecnn 901.05(b)
Payment Of fEES......cccvvviieecce e 509
Payor number (See Customer numbers)
PCT (See Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance..............c........ 1302.01
Pending application as prior art (See also Application
publication).................... 706.02(f)(2), 706.02(k), 901.03
Pending application preserved in confidence.................. 101
Pending applications as references (See also Application
Publication) .......ccccoceeeivririrnnne. 706.02(f)(1), 706.02(f)(2)
......................................................... 706.02(k), 901.03
Period fOr reply ..o 710
After Board decCiSion..........cccoevvvireninineincnienn 1214.01
ATter final.......ocooeiviiiiee, 706.07(f)
In transitional application.............c.ccoceevrennn 706.07(g)
After interference........ccocvevivieviecneiecccce e, 710.02(b)
Amendment after ... 714.17
Claim copied from patent...........ccccceeeeereienenen. 710.04(a)
Claims all allowed ............. 707.07(a), 710.02(b), 714.14
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Computed ......ccoeveeeieie e 710.01(a), 710.05
Copying claim from patent does not extend statutory
PEFIOU. ... 710.04(a)
Correction of citation ............cccceeevenne 707.05(g), 710.06
Date of receipt of amendment.............. 710.01(a), 710.05
Defective Office action ...........c.cccue.ee. 707.05(g), 710.06
Difference between shortened statutory period and time
BMIE e 710.02(d)
EXIENSION.....cviiriiiiiicicec 710.02(d), 710.02(e)
Extension of time to commence civil action
............................................................... 1002.02(k)(1)
Extension of time to file notice of appeal at CAFC
............................................................... 1002.02(k)(1)
Full statutory period for reply ........ccoceviniiiinnnne, 130
Holiday, Saturday, or Sunday expiration of time
......................................... 505, 513, 710.05, 710.01(a)
Incomplete reply......ccccooiiiiniiine 710.02(c), 711.02(a)
.................................... 714.03, 2266.01, 2666.30
Less than six months........... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors...........ccocecvvereeneineneennen, 710.06
PetitioN ..o 1002
Property rights under AEC and NASA Acts............... 150
Remailing ......cccooovvivviveeece e 707.13, 710.06
I =L (1o 710.06
Saturday, Expiration of time ........ 505, 710.01(a), 710.05
Secrecy order application ..........c.cccvvrenvienennienens 130
Shortened, Extension............c.c........ 710.02(d), 710.02(e)
Shortened statutory period .................. 710.02, 710.02(b)
..................................................................... 710.02(e)
Shortened statutory period, Distinguished from time
TMIE e 710.02(d)
Shortened statutory period, When used............ 710.02(b)
Statutory period.........cocceveiireiniiesees 710.01
HOwW computed........cccvvveieeieeie e 710.01(a)
Suggesting claims..........cccooeveniieiiineeee, 710.02(c)
Sunday, Expiration of time........... 505, 710.01(a), 710.05
Supplemental action ..........cccccvvviiiiiiiincne, 710.06
Time computation .........ccccocevevvvieernnne. 710.01(a), 710.05
Time limit aCtion .......ccoovveirieineees 710.02
Time limit action, When used ...........cccoeevennee. 710.02(c)
Two periods running ........ccoceeeeereeenen. 710.04, 710.04(a)
Withdrawal of attorney or agent during ................ 402.06
PeriodicalS ........ccooevevenirnineieece e, 901.06, 901.06(a)
Period of enforceability .... 2204, 2211, 2610, 2611, 2686.02
Permanent inK.........cccoeeevnneieninnenen, 608.01, 714.07, 714.19
Perpetual motion...........cccoceeererennne 506, 608.03, 706.03(a)



INDEX

Persons who may cite prior art relating to an issued patent--Petition

Sec. No.

.............................................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent

..................................................................... 2203

Pertinent prior art .........ccocooeienieneiie e 904.02

Petition
Abandonment holding........ 711.02, 711.03(c), 711.03(d)
.......... 1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s statement...711.03(d)
Abandonment holding for failure to provide timely
notice of foreign filing .......c.cooooviiiiiniiee 1124
Accept color drawings or photographs ..........c..cc....... 507
..................................................... 1002.02(d), 1503.02
Accepting late issue fee .......ccooveoiiiiiieinnn, 711.03(c)
Accept omitted Pages........coceovereineneiinennens 1002.02(p)
Access to application........... 103, 1002.02(b), 1002.02(p)
Access to interference agreement ................... 1002.02(f)
Access to interference application .................. 1002.02(f)
Access to unopened preliminary statements ...1002.02(g)
Add inventor in provisional application.......... 1002.02(q)
Admit model ... 1002.02(c)
Attorney withdrawal ................... 1002.02(b), 1002.02(c)
.................................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b)
...................................................................... 706.02(n)
Board decision in inter partes reexamination .......... 2681
Board of Patent Appeals and Interferences involved
...................... 1002.02(f), 1002.02(g), 1002.02(j)
Certificate of Correction............. 1002.02(d), 1002.02(g)
..................................................................... 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(e)
.................... 1002.02(l), 1002.02(p), 1002.02(q), 1481
Change inventor’s Name .........ccocceoeeeeieeneneniens 605.04(c)
Change in order of inventors names ................. 605.04(f)
Color drawings or photographs..........ccccoeeverninienn. 507
..................................................... 1002.02(d), 1503.02
Common ownership situation ............cc.ceeveenen. 706.02(k)
Concurrent ex parte and inter partes prosecution
.................................................................... 1002.02(g)
Consideration of submission after NIRC in inter partes
reexXamination..........ccocvveirenernesees e 2687.01
Converting a 111(a) application to a 371 application
.................................................................... 1002.02(p)
Converting a 371 application to 111(a) application
.................................................................... 1002.02(p)
Converting a nonprovisional to provisional....1002.02(b)
............................. 1002.02(c), 1002.02(p), 1002.02(q)
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Correct filing date ........ccoeevvevvveveiccrecen, 506.02, 513
.................................................. 601.01(b), 1002.02(b)
Correction of inventorship ................ 201.03, 1002.02(d)
................................................. 1002.02(e), 1002.02(1)
................................................ 1002.02(p), 1002.02(q)
In ex parte reexamination ..........cccceeevererennns 2250.02
In inter partes reexamination................. 2658, 2666.03
Counter-terrorism inventions ............. 708.02, 1002.02(s)
Defer iSsuance ........ccoceevvereeniecnen, 1002.02(b), 1306.01
Delegation of Director’s authority ...................... 1001.01
Denial....cociiiiiii 1002.02
Denial of request for reexamination............... 1002.02(c)
EX Parte....cccooeovrnieienneensieeeeee 2246, 2248, 2265
INter PArteS......cccevvieviieie e 2647, 2648
Director’s duties.........cccooeevverceriencns Introduction, 1002
DiSMISSEA ...t 1002.02
Dismissed without prejudice ...........coevvrerieeennnn. 1002.02
Divisional reiSSue ..........ccvvrveinereiniceniene 1002.02(b)
Entry of amendment............cccocoovinnnn. 1002.02(d), 1206
Entry of amendment after RAN in inter partes
reexamination ..........c.ccceeeerenens 2672, 2673.02, 2675
Entry of late paper for revival of ex parte reexamination
......................................................... 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding................ 1002.02(b), 2668
Expedited examination of design applications
....................................................... 502, 1002.02(c)(3)
Express abandonment after payment of issue fee
................................................................... 1002.02(b)
Express abandonment to avoid pre-grant publication
........................................................... 502, 1125, 1135
Facsimile sUbmMIsSioN .........c.cceovieiiiiiciiic 502.01
Expunge papers from file............. 1002.02(b), 1002.02(c)
Expunge information...........c.c.ccoeeee. 724.05, 1002.02(c)
Extension of time ............. 710.02(e), 714.17, 1002.02(q)
Application before Office of Patent Legal
Administration..........cccccoceviveieiennn 1002.02(b)
Application before Office of Petition.......... 1002.02(b)
Filing date .....c.coevvvivece e 506.02, 513
................................... 601.01(b), 601.01(c), 601.01(f)
.................................................. 601.01(g), 1002.02(b)
Final rejection..........ccocovvveieinicncnc e 1002.02(c)
SIR application.......cccooeirinerieee e, 1105
Foreign filing license........cccccecvvvvuenen. 140, 1002.02(c)(1)
Facsimile submission ..........ccoceevienerinienenieennen, 502.01
INSPECLION ..veve e 103
Interference .............. 1002.02(c), 1002.02(f), 1002.02(g)
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Sec. No.
Interview in merged reissue/inter partes reexamination
........................................................................ 2686.03
Late foreign priority claim.............ccocoeveenene. 1002.02(b)
Maintenance fees, accept and record .............. 1002.02(b)
............................................................................. 2580
Maintenance fees, delayed payment/reinstatement
...................................... 1002.02(b), 2515, 2531, 2590
Make special (See also Special application)
........................................ 708.02, 1002.02(s), 1504.30
Matter subjectto ........c.cceuvnee Introduction, 706.01, 1002
Merge reexaminations...........ccoceevreenas 1002.02(b), 2283
Merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Merge reissue and inter partes reexamination
........................................... 1002.02(b), 2667, 2686.03
Modification of secrecy order........cccccevvvvvvivrivrvsennnn. 120
NEeW Matter......ccccevvevverereneresenns 608.04(c), 1002.02(c)
Nonsigning inventor ...........c.cccceeevenee. 409.03, 1002.02(b)
.................................................................... 1002.02(p)
Objection by examiner........c.ccccecevevivrivrvnennn 1002.02(c)
Patent term extension..........cccccoeevvveiesesnaneas 1002.02(b)
Period for filing........cccceveviviiiieircec e, 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination............ccoeeeiererinieneienennane 2672
Premature final rejection................ 706.07(c), 1002.02(c)
Preliminary amendment as part of
original diSCloSUre .........ccocveeiieiieieicie e, 608.04(b)
Procedure .......ccooveiiiieieeee e 1002.01
Public use proceedings..........cocecvververeienennns 1002.02(b)
Publication DivisSion ..........ccccccovevviievieniniennns 1002.02(r)
Reconsideration of denied petition (ex parte
FEEXaMINALION) ......cooverereirieiieeeeee e 2268
Rescission of secrecy order...........c.ccoeuenee 1002.02(c)(1)
Refused assignment .........ccccoeevvevvveinieenenenenn, 313, 317
Refusal to enter amendment............c..ccccveueenee. 1002.02(c)
Refusal to initiate interference...........cc.cooue.e. 1002.02(c)
Refusal to issue Certificate of Correction....... 1002.02(c)
Registration to practice ..........ccoceevervcriennnn 1002.02(m)
Reinstate rejection after Board decision ......... 1002.02(c)
Reinstatement ..........ccccovviviveieierese e 1002.02(m)
Relating to PCT international application and/or
national stage application ..............c.ccc....... 1002.02(p)
Relating to reexamination or reissue............... 1002.02(b)
Reopen prosecution after Board decision ....... 1002.02(c)
Reopen prosecution after Board decision in inter partes
rEeXamiNAtioN .........covviirieiieneeee e 2682
Requirement for information .............c.ccoeeee. 1002.02(c)
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Sec. No
Rescission of secrecy order...........ccocevevereveniniennnns 120
Resetting period for reply........ccccocvvvveniennen, 1002.02(c)
Restriction requirement holding.......... 821.01, 1002.02(c)
Retroactive foreign filing license ...........cccccvvnenn. 140
Return model ..o, 1002.02(c)
Return original 0ath..........ccccceeevviciicicinnnnn, 1002.02(c)
Revival ..o, 711.03(c), 1002.02(b), 1124
Revive PCT application ...........cccoceevrennnnen. 1002.02(p)
Rule 1.48 (inventorship)........c.ccoevvvereienennieniennas 201.03
SECreCy Order.....cccoovvvvvinicinecceeiee 1002.02(c)(1)
Sequence rUleS........cccevvvevievesin e 1002.02(c)(2)
Special status..........ccccceeee. 708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings....... 2284, 2285
Stay inter partes reexamination proceedings............ 2667
......................................................... 2686.02, 2686.03
Sufficiency of an affidavit.............ccocceeveeneen, 1002.02(c)
Supervisory authority of Director of the USPTO
................................................ 1002.02(b), 1002.02(c)
Suspend action — public safety or defense..1002.02(c)(1)
SUSPENd FUIES ....vveeeeeee e 1002.02(b)
Suspension of second or subsequent inter partes
reexamination reqUESES ........ccccveeeeereereereereenennens 2640
Time for filing ......cooooeiiii e 1002
Trademark related .........ccocoovvviiniinenicne 1002.02(i)
Transfer from another application..................... 608.02(i)
Unavoidable delay, withdraw abandonment .... 711.03(c)
................................. 1002.02(b), 1002.02(c)(3), 1306
Unintentional delay, withdraw abandonment... 711.03(c)
................................. 1002.02(b), 1002.02(c)(3), 1306

Failure to provide timely notice of foreign filing..1124
Unintentionally delayed claim for foreign priority

............................................ 201.14, 201.14(a), 201.16

...................................... 1002.02(b), 1402, 2258, 2658
Unintentionally delayed claim for priority to a U.S.

application ..................... 201.06(c), 201.11, 201.11(a)

............................................... 1002.02(b), 2258, 2658
Vacate order granting request for ex parte reexamination

............................................................................. 2246
Vacate an order granting inter partes

reeXamination ..........ccoevvvereineneinese e 2646
WaiVE TUIES.......ocvvcieeeceecc e 1002.02(b)

Waive time provisions in ex parte reexamination.... 2265
Waive time provisions in inter partes reexamination

......................................................... 2648, 2668, 2672
Withdrawal of lapsed patent.............cccceevruennnn. 1002.02(r)
Withdrawal from issue, after issue fee paid

................................................. 502, 1002.02(h), 1308
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Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A--Power of attorney

Sec. No.

Withdrawal from issue, issue fee not paid
.......................................................... 1002.02(c), 1308
Withdrawal of a terminal disclaimer........................ 1490
Withdrawal of abandonment.............ccccceenee. 1002.02(b)
Withdrawal of attorney ............ccoceevvreiniennnn 1002.02(s)
IN INterferenCe.......occocvvivvveveeeece e 1002.02(g)
Withhold from issue, before issue fee paid.....1002.02(c)

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A

Reproduced
Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

(071 (<o BSOSO UR PR PRRPRN 1124

ReProduced........ccocveveiieevise e 1135
Petitionable Matter .........ccocovvveveiiiinesee e 706.01
PG-Pub (See Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA ..., 2107.03

Statute (See Statutes: 35 U.S.C. 155)

ULHHEY o 2107.01
Phi, Greek letter USage ........ccooerererenieeiiiieenee 608.01(g)
Philippines-United States search exchange.................... 1711
Photograph as drawing...........ccccceeeeen. 507, 608.02, 1503.02
Piecemeal proSecution..........ccccceevveveieeieeieeneiennens 707.07(g)
Plant Breeder’s Rights..........cocooiiiiiiiiiice e 1613
Plant Convention, UPOV ........ccociiiiiiiinice e 1612
Plant patent.........cocoovviniiincreeeee e Chapter 1600

ACHION s 1610

AAVEILISING .o 1610

AFFIdavit. ... 1610

Agricultural Research Service (ARS)............ 1608, 1609

ATOWANCE ... 1611

Application publication...........c.ccccocvvivinnnne 1120 to 1135

Asexual reproduction...........ccccvvevevrevieieiennens 1601, 1605

BACLErTa .. ..eeveeeieieieseee e 1601

Claim ..o 1605, 1610

Color drawing ......ccccveevvveeeieeiieeree e 1603, 1606

Color identified..........coceiiiireiiiiiieie e 1605

DECIAration.........covovrieiiireise e 1604

DEfiNItiONS ....coveieieieee e 1601

Department of Agriculture...........ccccocevevneneinennn 1608

D100 1Y | SRS 1605

Duplicate papers .......ccccoceveivrereiennnnns 1603, 1605, 1609

Elements of application ..........ccccccveeviieneivieneenen, 1603

EXamMINAtioN........cooveiiiiiec e 1608
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Sec. No.
Examiner’s amendment........ccocooeeevenneneneneneennen, 1610
EXECULIVE OFdEN ....ocvvveieieeece e 1608
ISSUE ..t 1611
Laudatory eXpresSions..........ccovevrerreenenreenenreennens 1610
Method claim improper.........c.ccocoevieneinenciciee 1605
OaLN ..t 1604
PartS...ceeceieeee e 1603
Plant varieties excluded...........cccccooeiiiiiinniinnnne. 1601
Priority Claim........ccooiiiiiiieee e 1613
Publication of application..............c.cc.ee.nen. 1120 to 1135
Report of Agricultural Research Service........ 1608, 1609
Rules applicable ..o, 1602
SIGNATUIE ..o 1603
SPeCIfiCation.........coovvviieeeee e 1605, 1610
SPECIMENS ..t 1607
Statutory DasiS........ccceveveiivie i 1601
TEIM e 2701
TUDEIS .o 1601
UPQV CONVENION ..o 1612

Plant patent SErieS ......cevvereverere e 901.04

PO Box (See Mail stop)

Post classifier........cccovverennn. 902.04, 903.02(c), 903.07(b)
............................................ 903.08(d), 903.08(e)
..................................................... 903.09, 903.10

Requesting consideration by ..........c.ccccceceiennene 903.08(d)

Post employment agreement of former Office employee

....................................................................................... 1702

Post Office, Depositing papers in........cccoeeverenennenn 502

Post Office address (See also Correspondence; Mail Stop)

Applicant.........ccooveviivinnn, 409.03(e), 605.03, 719.02(h)
ATOMNEBY .o 601.02

Postal Service interruptions and emergencies.................. 511

Postcard, self-addressed...........coovvvveeiveeiveennnnn, 203.08, 503
........................... 601.01(d), 601.01(f), 601.01(g)
........................... 719.01(a), 1204, 1901, 1901.05

Power Of attOrNBY........ccoceveiiiiiicie e 402

Application in interference..........ccccooeoeieniiennne 402.08
Application oath or declaration includes............... 601.02
ASSIGNEE aPPOINTS....c.veveiererrirse e e e 402.07
ASSIGNEE FEVOKES.....c.viveriesirsieceeeeeere e see e anea 402.07
AsSOCIate attorney ........cceevevevvcrevesesesvenns 402.02, 406
Attorney not of record.........c.ccoeveiiiiiiiinnnenn 714.01(c)
Canadian patent agent ..........cccccvverrirensenenee e 402
Change in plurality of applications or patents............ 402
COINVENLOT ....viieiiiieiecsie e 402.01, 402.10
Customer NUMDET ....cvoiviiiiecrece e 402
Death of applicant .........c.ccooeeiiiiiicne 409 to 409.01(f)
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Power to inspect--Primary examiner

Sec. No
Death of principal attorney ..........cccccocevevveevivrinvensennn, 406
Exception as to registration..........c..ccccevveverernennn. 402.01
General, for international application ..................... 1807
INVALId ... 402
Joint applicant.........cccocvveiiniiiie 402.01
Limited recognition.........cccccceveiveiveierecneieneneneens 402.01
Notice of revocation..........coceevverieieneienenieie e 402.05
Post Office address ........cocoverereneienene s 601.02
Provisional application ............cocecvverviincniineinennns 103
Reexamination, inter partes..........c.cccoceevenene. 2613, 2622
Revocation ...........cc.ceene. 402.05, 402.07, 402.08, 402.10
After AlIOWANCE ......oovevvieieiie e 2501
Secrecy order applications.........cccoeveveneieieneneenns 120
Unregistered attorney or agent...........c.ccoe.... 402, 402.01
Withdrawal of attorney or agent.................. 402.06, 2501
Withdrawn in patent..........cccceevveveieiincnennnns 2223, 2501
Power to inspect.......cccccevevernenne, 103, 104, 324, 402, 713.05
Power to inspect, approval .........c.cooeeeieiinincncicies 104
Power to inspect, suspended attorney...........ccocevcvvvrnnnns 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents.........ccococevervriereresennns 1309
Pre-Grant Publication (PG-Pub)............c.......... 1120 to 1135
Amendments prior to publication ............c.ccocevenene 1121
Appendices not published............ccooiniininninenn 1121
Application in a foreign language............cccceeuenene 608.01
Assignee information published ............ccccocovivnnnne. 1121
Certification as to intent to file counterpart applications
............................................................................. 1122
Claim sets, MUItiple ... 1121
COMPULET PrOGrams .......c.eeverreerreeeeseeseeeseeeeesseesees 1121
CONLENL.....oieee e 1120, 1121
Conversion to provisional to
avoid publication..........cccevveneiinciiee, 601.01(c)
Complete application required.........c..ccooveverernenne 1120
Copies of published application files....................... 1128
Correction of errors in the PG-Pub ........c..ccccevvvenee 1130
Correspondence address .........ccoeeeeeeieereneieneneene 1121
Correspondence regarding published application.... 1134
Disparaging remarks not published .............c.c.c..... 1120
Drawings......ccoovvvreieeiesieeieieesieseeseniens 507, 1120, 1121
Early publication..........cccccovvveiiiencieneee e 1129
Express abandonment to avoid publication ............... 502
................................................................... 1125, 1135
Facsimile submission..........ccccoeevevvieneiinnencnn 502.01
Fee, publication............ 1126, 1133, 1303, 1306, 1306.03
FOMMS . 1135
Inappropriate nonpublication request....................... 1122
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Sec. No
Material mistake by the Office...........ccocveviviivinennns 1130
Nonpublication requeSt ........ccceevvvereriiieneieeeneeeen, 1122
Notice of foreign filing.........ccccooveiiiiiiiiieeee, 1124
Notice of Publication.............cccocooceiiiniiniiineen, 1127
Notice of New or Revised Publication...................... 1127
Offensive language not published..............ccccoovenee. 1120
Public access to published application............ 1128, 1132
Publication date, projected ...........ccccooerveuennen. 1120, 1122
Publication fee.......cocevevviveeie e, 1126, 1133, 1303
RCE’s not published............cccccveiienniiinniicieens 1120
Redacted publication...........cccccevevevenieie s, 1132
Refund of publication fee.........ccooevviiiinniiiinn 1126
Replacement drawings prior to publication................ 507
................................................................... 1120, 1121
Republication ...........cccccvveivninin e 1130
Request for early publication ..............cccoeevvivirennnne. 1129
Request for nonpublication ............c.ccocvvniniiienne. 1122
Request for redacted publication.............ccoccoeinienne 1132
Rescission of nonpublication request............. 1123, 1124
Residence changed...........ccocvvoveveieeicicicieinns 719.02(b)
Sequences published on Internet.............ccoceevreeee 1121
Status information of published application............. 1128
Substitute specification required ...........cc.ccovvereenne. 1120
Tables, [arge ... 608.05(b)
Third party iNQUIFIES.......ccccvivrieeree e 1134
Voluntary publication..........c.ccooeeeiinnieiiiecens 1133
When published...........ccocooiiiiininiicce 1120
Which applications...........cccccoeviiniiininic 1120
Pre-Grant Publication Division............cccccevvevennne. 502, 1120
......................................................... 1122, 1125, 1126
Preamble, design application............ccccocevencnnnne. 1503.01
Preamble, effect of ..., 2111.02
Preamble, Jepson Claim ..........ccooveeeveneninvenc e, 2129
Predicted tests in specification............cccceovinnnne 608.01(p)
Preliminary amendment..........ccoceeveveveervennenn 506, 714.01(e)
Preliminary amendment
Entry denied.........cooeiiiiiiii e, 714.01(e)
Excess claims ........ccoeveeiicveeinnnns 506, 714.01(e), 714.10
NEW Matter.......ccocvvevrvereeeiererieens 608.04(b), 714.01(e)
Non-compliant amendment, treatment of ................... 714
Preliminary handling of public use or on sale ............... 2122
Preliminary hearing, public use proceeding................ 720.03
Premature final rejection ..o 706.07(c)
Premature response in inter partes reexamination......... 2667
Prima facie showing, public use proceeding.............. 720.02
Primary examiner .................... 705.01(a), 706.04, 706.07(c)
...................... 706.07(d), 707.01, 710.02(b), 710.02(e)



INDEX

Print of drawing--Priority

Sec. No.
.................. 711.03(a), 713.01, 713.02, 713.10, 714.16
.......................... 714.16(d), 714.19, 715.08, 716, 2271
............... 2633, 2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention................. 705.01(a)
............................................ 707.01, 707.09, 710.02(b)
............................................... 713.02, 714.16(d), 1004
Name on file Wrapper ........ccoccevvvivivveiecviciecceienn, 1302.13
Print of drawing (See also Drawings) ................... 608.02(m)
Aitional ... 608.02(m)
AREration ........coooiriiiiices 608.02(m)
(070] [o] =T SRR 608.02(m)
Examiner’s notation oN..........ccocceeeveveneseenas 608.02(m)
File Wrapper.....ccocooeeieeree e 719.01(b)
Kept in Technology Center..........ccccoevvirenne. 608.02(c)
Marked-Up......cccevverierennsr e 608.02(v)
MarKing .ocveveeee e 608.02(m)
Patentability report...........ccccceeennee. 608.02(n), 705.01(d)
Returned drawing........ccccoceverenenenieneseeieee s 608.02(y)
Printed matter NonStatutory ...........coceeveevenncniencnn 706.03(a)
Printer waiting........ccccoevvevvvvivinennne. 708.01, 1305, 1309.02
Printing date, declassified material ........................ 707.05(f)
Printing practitioners names on patents..............cc.c....... 1309
Printing priofity ..o 1309
Prior art (See also Reference).........ccoceeevenveienen. Chapter 900
AAMISSIONS 8S ..evvviviieiiiee s 2129
ANAIOGOUS ..ot 2141.01(a)
Disqualification under 35 U.S.C. 103(C)......ccoerverververennn
............................................. 706.02(1)(1), 706.02(1)(2)
.................................... 706.02(1)(3), 2136.01, 2141.01
Duty of disclosure of.........ccccovvivviveieicvcience, 2001.04
Effects of international application publication........ 1857
......................................................... 1857.01, 1895.01
EQUIVAIENTS ..o 2144.06
Electronic Information Disclosure Statement........ 609.07
Filed on Saturday Sunday or a Federal holiday ...............
...................................................................... 609.04(b)
Foreign application aS.........ccocevverereninieencininne 2135.01
Information reasonably necessary for finding....... 704.11
International application publication ................ 706.02(a)
................................................ 1857.01, 2163, 2163.03
Kind COOES ....cvvveiriirieieccec s 901.04(a)
Level of ordinary skill...........ccccooviniiiininnnn 2141.03
Patents as......ccoceevevveeeennnenn. 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b) .................. 1895.01
.................................................... 1896, 2136, 2136.03
Scope and content Of .........cooeevvereieneiieesee, 2141.01
Means limitations ... 2182
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Sec. No.
Search (See also Search) ........cccccvevvvieinnnne. Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability Of ... 2144.07
Third party sSUbmMissions ...........cc.ccoeevrenne. 609, 1134.01
Used in deciding request for reexamination...2242, 2642
Well-known in the art.........ccocovvvinnnennnnn, 2144.03
Prior art citations in reexamination proceedings
EX PAMe ..o 2202
CONTENT...eeie et 2205
Copies Of Prior art.........ccccvevvieneinieneireseeeen, 2205
English translations............ccccvevvviniiecievieccne s 2205
Explanation of pertinence .........c.ccooeeevenencienene 2205
FIOWChAItS. ...t 2206
Handling.......coooiiniieee e 2206
Sample [6Ler .....cveveeeece e 2205
Service on patent OWNEr ........cccvevvevverereseseseanens 2208
Time for filing.....ccoooviiiiie e, 2204
INEr PAMTES ....cvviiivieiece e 2602, 2646
.................................................. 2654, 2656, 2657
After the order to reexaming ...........cc.co.c..... 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues.............. 2687.01
Before the first Office action..........cc.ccccvvviveenee. 2625
Before the order to reexamine..........c......... 2602, 2654
By another requestor.........cccceveverevesnse e, 2656
By the patent OWNer ..........cccceoiieiiiencie e, 2656
SEOrAQe Area.......ccvvrvirrirririicieeeee s 2667
With the REQUESE.......cooeiiirieiicccec e, 2656
With third party’s comments.................. 2666.05, 2667
Prior art copies in reexamination
EX PAIE ..o 2218
INtEr PAMTES ... 2618
Prior art filed by protestor............ccoceevvnene. 1901.02, 1901.03
Prior art on drawing.........ccoeevererineneenen, 608.02(g), 2125
Prior art statement.........cccceveverevcnnrennnn, 609, 1893.03(g)
Provisional application............ccocevvieneiincineicnesennens 609
Reissue application...........cooveeeieienene i 1418
Prior art, statement applying (reexamination) .....2217, 2617
Prior art used in determining reexamination request
EX P ...ovcvieciece e 2244
INTEr PAIES ..covvviiiieecie e 2644
Prior examiner’s action..................... 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application...........cccoceveviiiciecnnnnn, 201.06(d), 1302.04
Claiming in ex parte reexamination ..............c..c....... 2258
Claiming in inter partes reexamination.................... 2658
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Priority document--Protest

Sec. No.
Claiming in reissue application............ 1402, 1405, 1417
Foreign application (See also Foreign application)
.......................................................................... 201.13
Corrected by Certificate of Correction ................. 1481
Design applications............ccoceeeenee. 1504.02, 1504.10
Ex parte reexamination...........ccoceeeververerierennnnenns 2258
Incorporation by reference..201.13, 201.17, 608.01(p)
Inter partes reexamination............cccceceeerenerennns 2658
Proper identification ...........ccccocevvvneiicnenns 201.14(d)
Formal requirements........... 201.11, 201.14, 706.02(f)(1)
Incorporation by reference to earlier application
....................................... 201.06(c), 201.17, 608.01(p)
International application ......201.11(a), 1828, 1893.03(c)
Corrected by Certificate of Correction ................. 1481
Inventor’s certificate .........ccocvvivvvsviceccercienn, 201.13(a)
Overcoming reference........ccvvvvvievivnivseereeseniens 201.15
Patent printing........cccocevevevenisie e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application ...........c..c...... 201.11, 201.11(a)
Prior U.S. application...........cccceevvevvivevvnivencrereennn, 201.11
Corrected by Certificate of Correction .... 201.11, 1481
Design application .........cccceevveivivevevenenesenn, 1504.20
In ex parte reexamination ...........cccoceeeeevencnennens 2258
In inter partes reexamination............cc.cecevererenen. 2658
Provisional application ...........cccceevviviiveviernenenn 706.02
TIME ChArtS .o.vcvvveciee s 2138.01
Time for filing......cccoooiiiiiii 201.13
Priority document (See Foreign application)
Priority practice (See Foreign application)
Private use (See also Public use)........cc.ccoevvvvennne. 2133.03(a)
Proceedings, Termination of .................... 201.11, 711.02(c)
Process of making and product made..................... 806.05(f)
Processing and retention fee..........coovevvenvcnenn 601.01(a)
Processing of reexamination in Technology Center
EX PAITE...coiviiieeece et 2233
INEEE PAITES. ..o 2633
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process .........ccocevvererinenieennen. 2113, 2173.05(p)
Product of human ingenuity .........ccccoevveveeiicieiecenen, 2105
Product of Nature.........ccceeeveverieve e 706.03(a)
Program Management System (PMS)................. 2238, 2638
Programs, Computer (See Computer programs or software)
Prolix claim ... 2173.05(m)
Proof, burden of ........ccccovviniiniriins 2112, 2112.01, 2113
Proof of authority of administrator or executor......409.01(b)
Proof of foreign filing .......c.cccovveveiiiiencineceee, 201.14
Proof of irreparable damage..........c.ccccovverienennn 409.03(9)
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Sec. No.

Proof of ownership, reissue application.................... 1410.01
Proof of unavailability or refusal to sign ............... 409.03(d)
Proofreading of aCtion ..........cccccoevveiviineiiiciceics 707.08
Proper multiple dependent claim...........c.cccoennen. 608.01(n)
Property rights statement ... 150
CONENES OF ... 151
Property rights under AEC and NASA Acts.... 115, 150, 151
Prophetic examples in the specification................. 608.01(p)
Proprietary interest, Proof of .........c.cccccovveniiinnn. 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal Brief. ... 1205
Certificate of Mailing ..o 512
Change of address ........ccccocvvvvvevennnne. 601.03, 719.02(b)
Death ..o 409.01(f)
Duty Of diSCIOSUTE .......cvvveiiiiiieiieee e 2002.01
Examination of application ............c.ccccoceveenen. 707.07(j)
EXaminer’s aCtion..........ccoovevveverenesesnseseeeeeenie e 707
INEIVIEW ..o 713.01
Legal representation ..........ccoceveeeverieeneiseneiesie e 401
Telephone restriction practice ........cc.ccovvevverveiennn. 812.01
Prosecution
Closed, application allowable except for formal matters
................................ 707.07(j), 710.02(b), 714.14
Closed, SECrecy Order CaSES ......c.ovrvrererrerereeereeennenes 130
Prosecution after appeal...........ccccocveininciinennenne, 1207.04
Piecemeal ... 707.07(q)
Reopening after allowance.............c.ccoevvennenen. 1308.01
Reopening after Board decision ..........cc.ccccvvvnine 1214.07
Prosecution 1aChes ... 2190
Prosecution of Secrecy Order application..............c.cc...... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)
....................................................... 724 to 724.06
SUDMISSION ..o 724.02
Protest.......coooiiiiiiiiiicec Chapter 1900
Access by protestor .........ccocvvevvevivennnne. 1901.05, 1901.07
Acknowledgment of protest ..........ccccecevvvvrnnnenn, 1901.05
Certificate Of SEIVICE ....ccovvvvireiii e 1901.03
Comments of applicant..........cccocevevievinnienncnnne, 1901.06
COMPIELE .. 1901.03
Copies of dOCUMENTS ......ccvevvirieiiierieeie e 1901.03
Express consent of applicant required...................... 1134
Filed in reissue where patent is in
INtErferenCe .....ocoovvvveveivee e 1449, 1901.06
Handling.......ccoooo i 1901.05



INDEX

Protestor participation--Public use

Sec. No.
IMpProper Protest........cccecvvevieerieerverennnnn 1134, 1901.03
Information which can be relied on .................... 1901.02
Involving fraud, lack of good faith or candor, or
violation of duty of disclosure.............. 1901.06, 2013
Multiple papers on same iSSUE ...........cceveuennen. 1901.07(a)
Reissue application .........ccccceeveriennnn 1441.01, 1901.04
Reissue litigation .........cccceevevevvcnennnne. 1901.03, 1901.04
Requirement for information .............ccccceoeiiiinnnn. 1901
Review of adverse decision .........ccccoeveverereneninnnn. 1906
Service on patentee or applicant ...........c.cccoenee 1901.03
TC Director’s attention required..........c.cccecvverernenn. 1003
Timeliness of protest........ccccocvvvvviivniecieeiesenen, 1901.04
Trade secret information.............ccccceoeeenees 724,1901.02
Treatment by examiner ...........ccoooeevenicnennnn, 1901.06
Under Rule 1.291 ... 1901
Who can file......ccooooniiii e, 1901.01
Protestor partiCipation ..........c.ccocvevveveeveievesese e 1901.07
Provisional application...........cccccocveiiinnnns 201.04(b), 1706
Abandonment..................... 201.04(b), 201.11, 711.03(c)
AACCESS ..ot 103, 104
ASSIGNMENE OF ... 302.03
Assignment of application claiming benefits of.... 306.01
COomPIEteness ........coererieireee e 506, 601.01(b)
CoNnVversion t0........coevvvererirenieene 201.04(b), 601.01(c)
Correction of inventorship.........cccccecvvevvevvvivennnne. 201.03
Cover sheet for.......cocevcvicicccceeee e 201.04(b)
Data, on file wrapper/history of............. 202.02, 1302.09
Data, in specification of ... 1302.04
DIaWing .cccvevereeiienieiie et 608.02
Effective filing date ........cccceevvvrnnnnn, 601.01(b), 706.02
English language translation for benefit of date ... 201.11
Filing reCeIPt.....coieeeie e 503
Guidelines for drafting...........ccccovvreinnninneenn, 601
Information disclosure statement............ccccoervrenen. 609
JoiNt INVENEOrS iN.....cvviiiii 605.07
Last day of pendency ........ccccoevveivrerieienerinnnnns 201.04(b)
Ordering of abandoned ............ccccooviiieiiiciinene 905.03
PRIOFILY oo 201.04(b), 201.11
Error in, as reissue grounds ..........cccccevererenennenns 1402
Request to convert to nonprovisional.............. 1002.02(b)
.................................................................... 1002.02(q)
ReVIVal........ccoiiii 711.03(c)
Statutory Invention Registration............cccccvveviennae 1101
Small entity Status........cccceveivevicieiere e 509.03
SPECITICALION ..o 601.01
PTO employee restrictions, assignment ............ccocecveenes 309
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Sec. No.
PTO employee restrictions, unavailable to sign oath or
declaration as INVENTOT..........ccoovireininiiniseesc s 409
Public access to ex parte reexamination file................. 2232
Public access to inter partes reexamination file ............ 2632
Public domain (See also Public use; On sale; and
Disclaimer) .....ccoeeveie e 2121.03, 2133.03
.......................................................... 2133.03(a), 2145
Dedication to public ..o, 715, 1490
Public inspection, Application file...........c.cccce... 103, 1128
Ex parte reexamination ..........cc.ccocevererenenens 103, 2232
Inter partes reexamination ..................... 103, 2609, 2632
Redacted application publication ................... 103, 1132
REISSUE .. 103, 1430, 1470
Public inspection of assignments...........c.cccvervienenne 301.01
Public Law (See Statutes)
Public policy ..o, 706.03(a)
Public right to inspect files...........ccooevviiicicnenn. 103, 1128
In ex parte reexamination...........c.c.cceeevvrenienenn. 103, 2232
In inter partes reexamination ................. 103, 2609, 2632
Public sale (See also On sale; Public use) ................ 2133.03
Public search facility (See Patent search facility)
PUBIiC SEArChers ... 101
Public use (See also On sale).........ccccoevvericcrinnns 706.02(c)
..................................................... 2133.03, 2133.03(a)
Affidavit or declaration ...........c.ccoeeverniciennnnnnn, 715.10
ANLICIPALION. ..ot 2133.03(a)
Commercial exploitation...........ccccoceveneee 2133.03(e)(1)
CommErcial USE.......ccoveveieiiie e 2133.03(a)
Completion of the invention...........c.ccocecveneens 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition of ..., 2133.03(a)
EVIABNCE....veiiicieiee e 706.02(c)
Experimental use (See also Experimental use)
............................................. 2133.03, 2133.03(e)
In this country .......cccccoecvvevvivvnnnne, 706.02(c), 2133.03(d)
Intent to experiment ........... 2133.03(e)(2), 2133.03(e)(3)
INVENLION ..o 2133.03(c)
Policy considerations............ccoceveverennieneninennnn, 2133.03
Public knowledge or on display ..................... 2133.03(a)
LT (10 2133.03(a)
SINGIE USE ..c.veviciicecreeceeee e 2133.03(a)
Control over invention ..........ccccoeervieneenns 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy..................... 2133.03(a)
Use by inventor or associates...........c..c.cu.n.... 2133.03(a)
Use by independent third parties.................... 2133.03(a)
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Public use proceedings--Recapture

Sec. No
Public use proceedings........ccccvvvrvrivreeiiereseseseseseeeens 720
AFFIAAVIES ..o 720.01
Final deciSion........cocooeiiieniie e 720.05
Oral argument ..........cocooeiirienieeee e 720.04
PEtitionS .....vcvvvveieece e 1134, 1002.02(b)
Preliminary handling..........cccccoocvvivvivvivnininieneenn, 720.01
Preliminary hearing.........cccocevevevieieniesiesnsieseennns 720.03
Prima facie ShOWiNg ........ccceoeveiineneneicneeies 720.02
Rejections after ... 706.03(v)
ReJeCtions 0N ......ccovvevviriiiiiee 706.03(v), 720.05
TESHIMONY .. 720.04
Publication, Defensive .................... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration............. 1111
Publication date.........c.ccoceeenernenennen, 706.02(a), 707.05(f)
Publication fee................... 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts .........cc.ccccceverennne 711.06, 711.06(a)
Publication
Board deCiSions..........cccooereieninenineeee e 1213.03
Citing covcvveececece 706.02, 707.05(e), 901.06
Date Of ... 706.02(a)
Declassified.......ccccooveveiiiieirciece e, 707.05(f)
NOLICES v Introduction, 707.06, 1703
Official Gazette (O.G.)..ccoevviiiiriiirieee e 1703
Orders ....ccoeovveeereiese e Introduction, 707.06, 1703
Own, as reference .........ccecevevvrernnn, 715.01(c), 2132.01
Patent and Trademark Office............ccccue.uen. Introduction
Pre-Grant (See Pre-Grant Publication (PG-Pub))
Prior art effect of international........... 706.02(a), 1857.01
........................................................................ 2136.03
RUIES ChANGES ...vveeveeec e 1703
Under 35 U.S.C. 122(b) as references
..................................... 1857.01, 1896, 2136, 2136.03
VOIUNTAIY .ot 1133
Publishing Division (See Office of Patent Publications)
Pulling abandonments...........cccceveverenennsesnseenns 711.04(a)
Q
Quality ASSUIaNCe ........cccerveerverenen. 1302.04, 1308.03, 1720
IN reexamination ..........cccceeveeevveeeeveeecree e 2289, 2689
Quality Assurance Specialist (QAS) ......ccccvvvrene 2289, 2689
Quality control program.........ccccccceeveeeieneseseernne 1308.03
Quayle practice........cccovevvevveveveseieseeennn 710.02(b), 714.14
ACION rECOTdING ...ccvveeiiirieree e 1705
After final rejection.........ccoovviiiieiicieines 706.07(f)
Allowance action .................... 707.05(a), 714.14, 714.15
Claims later added ..........cccoovvveiiiininicnesene 714.20
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Sec. No.
Copies of references.......cccocvvvvvvveveivercreseennn, 707.05(a)
Design application...........ccccevevevene s 1504
Examiner’s amendment used instead of ........... 608.01(b)
Formal matters corrected............cccc..... 706.07(f), 812.01
Information disclosure statement ........ 609.01, 609.04(b)
Primary examiner signature required ...........cc.cocve.... 1005
Reexamination, ex parte ........cc.cco...... 2250.01, 2266.01
REISSUE ... 1444
Shortened statutory period ................ 710.02(b), 2250.01
Query Printer Waiting .........c.ccoovenviineneiencnecneas 1306.03
R
Ranges
Anticipation of ... 2131.03
ObVIOUSNESS OF ....eveieiiiieiciiie e 2144.05
Ratification of papers filed
Death of attorney ........ccccovveieieiiienceeeeee e 406
Death of iNVentor..........ccocvevvveencne e 409.01
Signature improper or lacking..........cccccoeeveenen. 714.01(a)
Real party in interest........cccoovvveviennnnsnennne. 1205, 1207.02
In inter partes reexamination................ 2612, 2614, 2677
Reasons for allowance............ccooeeiencie i, 1302.14
Amendments after final rejection............c.cccee.e. 714.13
Appeal reCOrd.......covvvvereirereeeeeeere e 1213.02
Applicant’s comments ON........cccccevererenenrnnnnan, 1302.14
Claim NArrOWINg........coceverereniniee e 1302.14
Comments on, ex parte reexamination.................... 2287
Comments on, inter partes reexamination .......... 2687.01
Estoppel effeCt.......cccevvviviiviiiiciciesce v 1302.14
Failure of applicant to comment on..................... 1302.14
Patent Cooperation Treaty application.1845.01, 1878.01
Presumption of acquiescence by applicant.......... 1302.14
Public use proceedings..........cccovevrereieneneenieneas 720.05
Reexamination
EX Pare ..o 2262, 2287
INEEE PAITES......iieiieiiieiie e 2687
Rebuttal brief in inter partes reexamination appeal
................................................................... 2678, 2679
Refused eNtry .....ccccvevvviie e 2679
Recapture
Claimed subject matter-.................. 706.02(1)(1), 1412.02
Matter in reISSUE.......cveeeeeeeieree e 1412.02
Of patent rights
Disclaimed by filing a disclaimer ......................... 1490
Waived when SIR published ..........ccccooeiviiinnnn, 1111



INDEX

Receipt of mail and papers--Reexamination, Ex parte

Sec. No.
Receipt of mail and papers.......c..ccoeveverervrnrnnne Chapter 500

Arrangement of papers in file wrapper ............. 719.01(a)

Depositing correspondence..........coceveeereeieiieneennens 502

Entry of amendments..........ccccooeveieninieninenennns 714.18

Filing receipt.......covoereiiiiiiee e 503

Office date StampP ......cccooevvvieiinnierecec e 505

Period for reply ... 710.01(a)
Receiving Office PCT procedure .........cccoeeveeieieenennnn 1801

International BUreau ..........c.ccocvvveviveierienesesieneens 1805
Reciprocal privileges, foreign priority ..........c.ccccoeueee 201.13
Reciprocal security agreements.......ccccvevververeereresienennens 120
Reclassification

ClASSES ...t 903.02(a)

PaALENTS....viieiececee e 903.05

SUBDCIASSES ... 903.02(c)
Recombinant DNA (See also DNA; Biotechnology)

Special StatUsS ......covevvevevieiiceccc e 708.02
Reconsideration in ex parte reexamination................... 2269
Reconsideration of abandonment............... 711.03, 711.03(c)

Based on insufficient reply .........ccocvevvevvcrernenn. 711.03(a)

Based on failure to reply within period............. 711.03(b)
Record of interview...........ccoeevvceneiienecnen, 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination

g o= -SSR 2235
INTEr PAIES......vi it 2635
Recording assignment ............ccccoooveienenennns 301, 302, 317
Recording change of business name ..........c.ccoceveeverennns 314
Recording government interests..........c.ccceevenee. 302, 302.07
Recording of joint research agreement............... 302, 302.07
Recording license agreement ........ccooeeeeeiveveerevesesiennens 313
Recording of other documents ............c.cccoeeennnne 313 to 317
Recording security iNterest.........c.coovveviiiieneiencneienennns 313
Redacted publication of an application ........................ 1132
Reduction to practice........cc.ceevvvivrrnnnnnn. 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EX parte..........cccoceocenevenennnn Chapter 2200
Accessto file......cocovvevennnnn. 103, 724.04(c), 2209, 2232
Action following Board decision.............ccccccevvvnene. 2278
Address of patent OWNEr ........ccccovevvevievevenie s 2222
AAMISSIONS ..o 2217, 2258
AFFIdavits ......cooovveiiiec 2216, 2217, 2258, 2265
After final practice ..o 2272
Amendment.........c.coeeiennienenn 714, 2234, 2250, 2295
ADSEIACT ..o 2287
After final rejection ........ccocovvevveiniiiciie e 2272
EXAMINEI™S ..o 2287
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Sec. No
Filed with request..........cccooveveievene e, 2221
IMPIOPET ... 2250
In a merged reissue/ex parte reexamination.......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply .................. 2287
Reissue patent iSSUEd ........cccvevvereereienieresesnnennns 2250
ANCIlIAry ISSUES .......cvvieieiiiece e 2217, 2258
APPEAL ... 2273
Appeal brief. ... 2274
Appeals to Courts.........cverirerrennnn. 1216, 1216.01, 2279
Application file location...........cccccoevevierieiviininenns 2635
ASSIGNMENT....vivieieiieeee e 301
To an examiner .........cc.cccceeee. 2236, 2248, 2255, 2285
ATEOrNeY Or agent..........ccovvevieeieeneeie e 2213
Name on certificate ........ccocovvverrieneniienecee 2287
Basic characteristics .......coovvvveviienesenecceee, 2209
Certificate Of......ccooeviiiiie e 2288, 2294
Reissue patent @S .........coovvereererinencienennas 2290, 2294
Certificate attached to patent COpY ........ccoceevrereveennns 2292
Certificate distribution...........ccocoovveveiiiiviiiieen, 2292
Certificate fOrmat ...........ccooveiiininiecieeee e 2290
Certificate of mailing or transmission ...............c...... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate Of SEIVICE ....coovvviiciii s 2220
Certified COPY...coeverire e 2232
Citation of prior art.........cccoceeeiiiiniiceiccee 2202
After first office action..........cccocviiiiinene 2271
Claim for Official Gazette..........cccoeveviriviceiriennnnn, 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDEFING.......cooi i 2250
Claims considered ...........ccoceevvveveeevieccreeenen, 2243, 2258
Claims invalid/unenforceable............ccccoevvivivrinnee. 2286
Claims presented for interference.............. 2283, 2304.02
Clerical handling .........ccccovvvieiieiinicie e, 2270
Collateral eStoppel........cccoovveiiiinieiieieree e 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation”.........c.ccccovvvviieieineieennns 2287
CONCIUSION....oiiviieiiiiece e 2287
Concurrent proceedings........c.oceevvevvevveieinens 2282 to 2686
Conduct Of proceedings........cccovereerererererenieniennean 2254
Consideration of responses.........ccoccveveveeeneen. 2252, 2253
Consolidated proceedings .......cccoevvererereresesenennns 2283
Constructive notice to patent owner..........c.ccccoceveee. 2230
Content of reQUESE ........cocovireiiiiece e 2214
Copending proceedings........ccooeeeeveererierens 2283 to 2686
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Reexamination, Ex parte--Reexamination, Ex parte

Sec. No.
Copy of patent in requeSt........cccovvveiereererererereens 2219
Double column format..........ccocevvvereiinnnnas 2214, 2219
Copying of file.......ccooeiiiii 2232
Correction of inventorship..........c.ccoceee.e. 2250.02, 2258
Correction of reqUESE ........ccvverieireirceec e 2231
COrreSPONAENCE ....ocvvevvereeieie e 2224
Criteria for deciding request .........ccccvevveveveienennenn, 2242
Decision of Board of Patent Appeals and Interferences
............................................................................. 2277
DECiISION ON FEQUEST.......c.viveveiiriiieisie e 2240
Decision ordering reexamination.............ccoceeevreanae 2246
DECISION PrOCESSING ..e.vevvriveireerieieiesiesresresresresreaneas 2245
Defective SUDMISSION ... 2266.02
Denied.......ccoveivieeiireese e 2240, 2247, 2247.01
Dependent claim treatment............ccccevvevervenne 2260.01
Director’s iNItiative ..o 2239
DOMESEIC PrOMILY ...vcvveieiece e 2258
Double correspondence...........cocoeeeeierenesesienenncns 2224
Double patenting..........ccoceevervienennenesenene 804, 2258
Drawing COrreCtion .........cccvvvvvieevereereereeseeneenns 2250.01
Duty of diSClOSUTe.........cccvvevieviiieciecieie, 2003.01, 2280
EleCtronic COPY ...ccvoevvirieiienese e 2209, 2232
Entry of amendments..........ccocooieiiieienne 2234, 2270
Entry of court decisions in patent file....................... 2207
EXaMINEr....ccviiiiiieiseesee s 2236, 2248, 2255
DEPOSILION. ..ot 1701.01
Examiner’s amendment ..........cccoovveneeiininneneneenn 2287
EXamINer’s anSWEN ..........cccoeiiieneneneeieeeee e 2275
Expiration of patent ..o 2211, 2250
Explanation of prior art...........c.cceevvvvvvvevnvcnenenenn, 2217
EXtension of tiMe ......cccoveivviiiieieice e 2265
Failure to timely reply to Office action.................... 2266
FEES ..ot 2215, 2233, 2283, 2285
Final action .........ccocoeevevvvieecveeenen, 706.07(a), 2265, 2271
FIOWChArt ..o 2201
FOreign Priority ....cc.ccovverieienenee e 2258
FOMMS . 2296
Granted ......oooveeveieee e 2246, 2247.01
Grounds of rejection .........ccocvvvviviieccieses e 2217
Identity of reqUeSter.......cccccvvvveveiecice e 2212
INAPProOPriate PAPErS . ..covevevereeerereeesie s neens 2267
Return of Papers........ccccveveineiicnesesees 2267
Incomplete reqUESE..........cvveeiiiiieees 2227
Informal reqUESE........cccocevvcvreceeee e 2228
Informal submIsSION ........cocevveiviiiiicccee, 2266.02
Initial Processing......coccovevrereriireresireeseseeesesiens 2226
Interference cOPending ........ccccvvevveineniineiccinenn 2284
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Intervening rights ..o 2293
INEEMVIEWS N ..ottt 2281
INErOdUCTION ... 2201
Listing Of Prior art..........cccccoeevinenninenecseeee, 2257
Litigation copending .........ccocevvvvnenneneicienecseee 2286
Litigation reVIEW ........ccvcveeeieeieie e 2240, 2287
Mailing of Office actions ..........ccccvevvvieneiviieniennnn, 2264
MEFQEN . 2283, 2686.01
Merger with reissue proceedings...........c.ccevevenen. 1449.01
Multiple dependent claim handling, preparation for
PUBLISNING ..o 2287
NEW MALET ... 2270

NIRC (See Form letters and forms: Notice of Intent to
Issue Ex Parte Reexamination Certificate (NIRC)

PTOL-469))
Notification of Concurrent Proceedings.........c......... 2285
Of @ reexamination..........c.ccocevveeieiene s 2295
Office aCtioN.......cccovvriiieieeee e 2260, 2262
Official Gazette
Notice of certificate........ccoovvrvivniinineiiene 2291
NOLICE OF FEQUEST .....veiviieiiieieiece e 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242, 2258.01
Oral hEAriNG......eoviverieiie et 2276
Orders for copies Of .......ccccvivvveieicie e, 2232
Patent copy in reqUESE ........ccoevereierenesereeeeee e 2219
Double column format ...........cccceevveiiveennnnen, 2214, 2219
Patent owner’s address........coovveereenenenenese e 2222
Patent owner’s statement...........cccocevveniinienieneenen, 2249
Patent owner’s statement of interview ..................... 2281
Patentability review conference ...... 2271, 2271.01, 2287
Petition .....coeeeie e 1002.02(b)
Correct iNventorship........cccoevvenenneneinenen, 2250.02
Denial of request...........ccce...e. 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
ProCeedings) ...ccccoveveieeieieee e 2268
Merge proceedings........cccocevererereniesiennenn 2283, 2285
Reconsideration........cc.ccocveveerenene e 2268
Stay proceedings pending interference ................. 2284
Stay proceedings pending reissue .........ccccceevervenne. 2285
Unavoidable delay ........cccoeveviiiiiiiiieieeicieiens 2268
Unintentional delay ...........ccooveieiiiiiniinicceee 2268
Vacate order granting reqUeSt ...........ccoceeveereenen. 2246
Waive time Provisions ........cccccevevevieresesnsnsnnnnes 2265
Power of attorney, withdrawal ...............cccceevrrnnne. 2223
Preprocessing staff ...........cccceveviviieinnnnn, 2226, 2228
......................................................... 2229, 2232, 2239
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Sec. No.
Printing of certificate ..........ccoovevvereveneierre e 2288
PrIOT At ..o 2218
Prior art considered..........ccooovieiiiinienennenn 2244, 2256
Prior art previously cited/considered ........ 2242, 2258.01
Proceedings......cooeveineneineee e 2209
Processing in Technology Center .................. 2233, 2245
Clerical handling ........c.cccoveviviviiisieiiecieccscienis 2270
Project COUE ......ovvviiriiiee e 2238
PUBIIC BCCESS....vvviivieireiectie et 103, 2232
Quality Assurance Specialist (QAS)......ccccceverereene. 2289
QUALILY FEVIEW ...ovvieceeciececre e 2289
Reasons for patentability and/or confirmation
................................................................... 2262, 2287
Reconsideration of Office action ............ccccccevevenee. 2269
RECOrd SYSLEM.....vvivicieieeieecre e 2235
Refund if request denied...........ccccvevvevverienene 2247, 2248
Reissue copending .......cccccevveveieiennniennnns 1449.01, 2285
REJECHIONS ..o 2242, 2258
Using “old art”.........ccoeevereienescneese e 2258.01
REMINGEIS ..ot 2287
Reply by third party requester.............ccce...... 2251, 2253
Period for reply cannot be extended ..................... 2265
REPOIS....eiiiiieee e 2235
Representative of requester..........ccoceoveveienenieennnn, 2213
REQUEST ..o 2210
After reissue patent iSSues ................ 2240, 2258, 2285
After first reexamination certificate issues........... 2294
CONEENT .. 2214
Correction ProCesSiNg ........ccverveererrerereneeeseneane 2231
DECISION ...veveiecieieierie e 2240, 2244
DECISION CrIterIA. . .vvvevvivirieieiirieise s 2242
DENIBA ..o 2247, 2247.01
After reissue patent iSSUES .......ccevvevverereereneenn 2240
During interference........coovevveneeneneireccenes 2284
Facsimile submission not permitted .................. 502.01
Filing address........cccccvevevive i 2224
Granted .......cooveevveviveieiseee s 2246, 2247.01
GUIAEIINES ...eeeeee e 2242
“Old art” (previously considered art) involved
...................................................... 2242, 2258.01
Response to Office action .........ccccoovveeveiienencieen, 2266
Restriction IMProper .........ocooeveieeieneeineee e 2258
REVIBW ..o 2289
Sample letter requesting reexamination................... 2214
SCOPE .ttt 2258
SEAICH ..ot 2244, 2258.01
Second or subsequent request ..........cc.cceeeeee. 2240, 2283
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Prior art considered..........coceevveriiineienennns 2240, 2242
Service by patent owner on requestor of patent owner
STAEMENT......eiiiiiiee e 2249
Service of papers.............. 2220, 2266, 2266.02, 2266.03
Special status for action..........c.ccocecereiiirviicneennn, 2261
Statement applying prior art..........cccoceeevevviervennnnn, 2217
Statement DY OWNET ..........coovvvvereinieineec s 2249
Statement of Reasons for Patentability and/or
Confirmation.........cocveeeieienerere e 2287
Statutory Dasis........oceoviieiiiiii s 2201
SHAY e 2283
Submission defective or informal........................ 2266.02
After final.......cooooiiii 2272
Submission not fully responsive..........c.ccoceeevenes 2266.01
After final.......ccooooveiiiie e, 2272
Substantial new question of patentability....... 2201, 2216
............................................... 2240, 2242, 2244, 2246
Using “old art” .......cccccvvereienennenecnen, 2242, 2258.01
“Sufficient cause” for extension of time .................. 2265
SUSPENSION. ....ceviieiesierie st eeeree e see et sre e e e e e nnens 2283
Terminated ........ccceoeiieiiiie e 2294
Terminated files ... 2294
TICKIEr TEPOIS ... 2235
Time for request deciSion .........c.ccovvvvvereinencinenn, 2241
Time for reqUEStiNg .....c.covevverevenese e 2211
Time for response t0 actions ..........cccccvveeveveieiieneene 2263
TiMe rePOrting......cceovevrireireieirieee s 2238
Title repOrt....cvciice 320, 2287
TrANSTEY .o 2237
Translation required .........cccoevvvvieiieeinsiecreresese s 2218
Untimely filed paper prior to order ...........cccceevvenenne. 2225
Untimely filed papers........ccocoeoeiinininneee 2267
UNtimely reSPONSES .....c.coverveerierieenerise e 2252
Use of transmittal form (PTOL-465)..........c.cccceennen. 2264
VACALE. .....eciieiiiiee e 2294
Vacated, claims invalid/unenforceable..................... 2286
Who may file request for..........cccceviiniiiiiniens 2212
Withdrawal of attorney during .................... 402.06, 2223
Withdrawal of power of attorney ..........cccccocevvrennene 2223
Reexamination, Inter partes (See also Reexamination, Ex
14 (=) Chapter 2600
Access by public ................... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP) ............ 2660, 2666.05
..................................... 2666.10, 2667, 2660, 2666.05
............................................... 2671.03, 2673.02, 2682
CONENL....eeie e 2671.02
Premature ... 2672
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Sec. No.

RESPONSE T0...ecvveeiiceciie e 2672
AAMISSIONS ..o 2617
Affidavits................ 2616, 2617, 2658, 2666, 2675, 2677

Amendment by patent owner
After a new ground of rejection is issued by the Board

..................................................................... 2682
After Action Closing Prosecution (ACP) ............. 2671
........................................................... 2672, 2673
After expiration of the patent.............cc.cccveeee 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC) ......... 2687.01
After Right of Appeal Notice (RAN) ................... 2673
...................................................... 2673.02, 2675
ClaiMS....ooeeece e 2666.01
Defective.......ooovvveeenicen, 2666.50, 2666.60, 2667
Dependent claim........cccocevevvninnnceciecrce e, 2660.03
Drawings......ccoeevieeieieeriese e sre e seeee s 2666.02
BNV oo 2670
In a merged reexamination proceedings
........................................ 2670, 2686.01, 2686.03
Of areissued patent .........ccccceveeveivevcieiesieneenns 2686.03
TIE e 2660.02
To provoke an interference..........cccoceeevenennne 2686.02
UNSIGNEU. ..o 2666.50
Appeal (i.e., Appellant) Brief .......c.cccovviiicnnnnen 2675
DefeCtiVe.......ceiriee e 2675, 2675.02
Appeal Conference ........ccoceeveieveiciencienns 2676, 2677
Appeal to the Board of Patent Appeals and Interferences
................................................................ 2674 to 2680
FIOWChAIt ... 2601.01
Appeal to the Court of Appeals for the Federal Circuit
................................................................... 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available ...........cccoovvineiiinncnnen. 2683
Appellant defined..........cccooveiveiveiiii e 2674
Assignment to examiner ...................... 2636, 2648, 2655
Certificate of inter partes reexamination.................. 2688
................................................................... 2690, 2694
DiStribDUtioN.......coriiiiic e 2692
FOIMAL ... 2690
Reissue patent aS........ccocvrveererveererineienens 2688, 2694
Certificate of SErvice.........ccoovceveiciennnnn. 2620, 2666.06
Certificate of mailing or transmission............c......... 2624
.................................................... 2665, 2666, 2666.05
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certification as to statutory estoppel.............. 2612, 2614
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Clerical handling .........ccccoevvviviiieiiniee e 2670

Collateral estoppel.........ccocovvireiiiiiiiieieseeens 2659
Comments on Statement of Reasons for Patentability

and/or Confirmation ..........c.ccocevvreiencicienennns 2687.01

Comments by third party (See Reexamination, Inter
partes: Response by third party)

Concurrent proceedings.........ccocevevvereeerinnnns 2282, 2686
Constructive notice Of ..o 2630, 2654
Copending proceedings .........cccovereerenieennen. 2282, 2686
Copies of the prior art with request..........ccccceeveeene 2618
Copy of printed patent with request ...........ccccceeveeene 2619
Double column format.........ccccovvvriivrerininnnnnenn, 2614
Copying of the file by the public.............cccoeeneins 2632
Correction of inventorship ..........c.ccoceeeen. 2658, 2666.03
COrreSPONAENCE.......ccveivereeeiese e 2624
Court of Appeals for the Federal Circuit........ 2682, 2683
Court ordered .........cccooeveieneniniiee e 2686.04
Cross appeal to the Board of Patent Appeals ........... 2674
Cross appeal to the Federal Circuit ..........ccccceveuennn. 2683
Decision by the Board of Patent Appeals and
INErferenCes ..o vvrerieeeee e 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deciSioN........ccceverererierienesnseannns 2686.04
CONENT....oiiiiiieee s 2646
Criteria for deciding........cccccooeiiienieiinenicieee, 2642
Deadline for mailing .........cccoeeviiiiniiiiiinen 2641
Denial.......ccoeevieviiieieieesen e 2640, 2647, 2647.01
............................................................ 2648, 2694
GFaNT .. 2640
“Old art” (previously considered art) used............ 2642
Processing ........ccooeeveereienenieennnn. 2647, 2647.01, 2648
Prior art available........c.cccoveveveviniie e, 2644
Reissue about t0 iSSUE .........ceovvrerivirieriieirienns 2686.03
Dependent claim treatment..............cccceeevvvrennnnn 2660.03
Design applications ..........ccoceveieienenesinieee e 2611
DOMESLIC PriOMILY ..o.vevvviieiirieiecreee e 2658
DIaWinNgS ....ooveveeeirieiciirieeicsie s 2666.02
Duty of diSCIOSUTE ......cccvvvvvveririiecireienen, 2003.01, 2684
EleCtronic COPY...cccvvvvvvvrrie e 26009, 2632
Enlarging claim scope prohibited.............. 2658, 2666.01
Estoppel, Collateral ..........ccooiiiiiiiiiiee 2659
Estoppel, Statutory .........ccccocevvvvrernennn 2601, 2612, 2614
Examination scope ...........ccevnen. 2658, 2671.01, 2671.02

Examiner consultation with a Reexamination Legal
Advisor (RLA)
After response by parties.........ccoovvvveneninienenenne. 2671
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Sec. No.
Before appeal.......cccocooevevvveiiie e 2676
Before the decision on the Request............cccue..... 2633
In merged reexamination proceedings............. 2686.01
Regarding multiple reexamination requests..... 2686.01
Review of Rebuttal Briefs ..........ccccooceveiiiinnnnnn 2679
Examiner’s Amendment

Canceling rejected claims...........ccccceeevvenene 2671, 2687
Correcting formal matters...................... 2687, 2687.01
In merged reissue/reexamination..................... 2686.03
Not permitted if approval required .................. 2687.01
Tothe Title ..o 2660.02, 2686.03, 2687
EXamINer’s ANSWEN .........covverieienierieesieeeiesieeseenens 2677
Expedited Right of Appeal Notice............ 2671, 2673.02
“Express Mail” procedure..........ccccooeveeriennnn 2624, 2665
.............................................................. 2666, 2666.05
EXtensions of time .......ccccoovvvvviinensineee e 2665
After Action Closing Prosecution.............cc.cov..... 2672
To amend the claims after a Board decision containing
a new ground of rejection...........ccccocevvvnnene. 2682

To appeal to the Court of Appeals for the Federal
CIFCUIL ..ttt 2682
To complete a reply held non-responsive......... 2660.30
To petition denial of the Request................ 2648, 2665
Facsimile transmission, correspondence by............. 2624
FRES e 2634
For a copy of the fileon CD ......ccovvvvviviiiine, 2632
Refund ... 2615, 2647, 2648
Final Board decision...........cc.ccocevvvriiiiinnnnne 2681, 2682
Filing date .......cooeveerereciceeeeeeee e 2627, 2628
FIOWChArtS. ....coooveeeceee e 2601.01
FOreign Priority ....cc.ccoveerieienenieeseese e 2658
FOrms listed .......cooieieei e 2696
[ 100 SRS 2684
IMProper COMMENTS ........ccovveieririieeeeeee e 2667
INAPPropriate PaPErS ......cccveveeeeereerierieseese e sre e 2667
Incorporation by reference in Examiner’s Answer .. 2677
Interference copending ........cc.ccoeevvrenunne. 2686, 2686.02
Intervening rightS........covvriiiiieineees 2693
Interviews in a merged reexamination/reissue.... 2686.03
Interviews not permitted ................. 2666.30, 2685, 2687
Litigation concurrent.............. 2640, 2681, 2686, 2686.04
Litigation SEarch ..........ccocoeeviieeieicice e 2686.04
Litigation stayed .........ccccoveiererrnineneeen 2686.04

Merger of multiple requests for reexamination... 2686.01
Merger of reissue and inter partes reexamination

........................................................................ 2686.03
Multiple requests for reexamination filed
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.......................................... 2640, 2686, 2686.01, 2695
New grounds for rejection............ccocevecererieennnn. 2671.01
By the Board of Appeals..........cccccovrerennnes 2681, 2682
NEW MALLer........covvvviiririiiinireeree 2671.01, 2671.02

NIRC (See Form letters and forms: Notice of Intent to
Issue Inter Partes Reexamination Certificate (NIRC)

PTOL 2068)
Non-final Board decision ............cccccoeniiiiiiicnnenns 2681
Non-responsive reply by patent owner/third party
......................................................... 2666.30, 2666.50
Notice of appeal ........c.cccoecvvvrrennnne. 2662, 2674, 2674.01
Premature ..o 2667
Notice of cross appeal ..........c.cc....... 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in the
Official Gazette.........ccovvvvcvrerieieeeen, 2627, 2629
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette. ................. 2688, 2691
Office aCtioN ......ccoeiiiiiiciccee e 2660, 2671
Not closing prosecution ...........ccccovvrervrcnnnn 2671.01
Reopening prosecution after ACP.......... 2673, 2673.01
Reopening prosecution after Examiner’s Answer
...................................................................... 2679
Reopening prosecution after RAN .............. 2676, 2677
Oral hearing.......ccccceveverevenennne 2662, 2675, 2677, 2680
Open to PUBLIC......cceveece e 2680
Order granting inter partes reexamination.....2646, 2660
Returned as undelivered..........c.cccoovvevviieinennenne. 2654
OVEISIGNT ..o 2689
Patent copy With request .........cccceevvervencieenee, 2619
Double column format .........cccoovervinencinenenn 2614
Patentability Review Conference...........cccccevenene 2671.03
Petition .....coveieeee e 1002.02(b)
Board decCiSion .........ccocevvvienieiniiee e 2681
Consideration of submissions after NIRC........ 2687.01
Correct inventorship.......ccccceveeeverennenn 2658, 2666.03
Denial of request for inter partes reexamination
......................................... 1002.02(c), 2647, 2648
Entry of late papers for revival of reexamination
ProCeeding ......covvveveiereeseeie e 2668

Enter an amendment after RAN... 2672, 2673.02, 2675
For an interview in a merged reexamination/reissue
................................................................. 2686.03
Merge inter partes reexamination and reissue
................................... 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution ................. 2672
Reopen prosecution after Board decision.............. 2682
Suspend second or subsequent requests................ 2640

Rev. 4, October 2005



MANUAL OF PATENT EXAMINING PROCEDURE
Reexamination, Inter partes--Reexamination, Inter partes

Sec. No.
Stay reexamination................. 2667, 2686.02, 2686.03
Unavoidable delay .........ccccovvevieiiciencne e 2668
Unintentional delay...........ccoooiiiiiininieiene 2668
Vacate order granting inter partes reexamination
..................................................................... 2646
Waive time provisions...........ccoceve.e. 2648, 2668, 2672
Premature response/comments.............ccco...... 2625, 2667
Prior art citation ................ 2602, 2646, 2654, 2656, 2657
After the order to reexamine............cc.co...... 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues............ 2687.01
Before the first Office action..........cccccvvvvvvnnnnn, 2625
Before the order to reexamine .................... 2602, 2654
By another requestor...........ccovvreinenecnenccenns 2656
By the patent OWNer..........ccccvvvviveievce e 2656
(0] o[- I =T LS 2667
With the REQUESTE .......ccviveiieceee e, 2656
With third party’s comments ................. 2666.05, 2667
Prior art copies with request ...........ccccoevneneiinen. 2618
PrOCESSING ..vevveieieceeetece ettt 2670
After a decision by the Board ............cccccceevvennenen. 2682
Amendment .......cccocereineincninnn 2666.01, 2670, 2687
CIEriCal ...couoieiiiiieieee e 2670
EXaminer’s ANSWEN ........cccovcvvireieeenieeiereeneeniees 2677
INAPPropriate PAPErS ...cccvcveeeeeiereereeseseeseesreenens 2667
Merger of multiple reexamination requests..... 2686.01
Merger of reissue and inter partes reexamination
................................................................ 2686.03
Terminated inter partes reexamination................. 2694
Proof of service (See Reexamination, Inter partes:
Service of papers)
PUbIIC aCCeSS....ccveiieecieciecec e 103, 2609, 2632
PUBLICAtION ... 2687
Publication of Board decision............cccccecevvrrnunnne. 2681

RAN (See Reexamination, Inter partes: Right of Appeal
Notice (RAN))

Real party in interest identification...... 2612, 2614, 2677
Reasons for Patentability and/or Confirmation........ 2687
Rebuttal Brief..........ccccovorniincc 2678, 2679
Refused entry.......cccvevveverevesc e 2679
RECOMS ...t 2635
Reissue copending .........cccccceeereenee. 1449.01, 2643, 2686
........................................................................ 2686.03
Reissue previously issued .........c.ccoeerervennne. 2640, 2686
Remand by the Board of Appeals................... 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP) ...cccccoeeiiieneieienn, 2673, 2673.01
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Sec. No.
Reopening prosecution after a Board decision.......... 2682
Representative of requestor.........ccoceveieveneceneenen, 2613
Request for extension of time...........c.ccocccveininenns 2665
Request for reconsideration by patent owner ........... 2666
Request for inter partes reexamination
Claims considered..........ccooovevvenenieneineneeeen, 2643
CONEENL....ciie e 2614
DENIEA ..ot 2640, 2647
Facsimile transmission not permitted....... 502.01, 2624
Filed after reissue iSSUEd ..........ccocevvvirieicricinienn 2658
Filed while interference pending...........cccc...... 2686.02
Filing address .......cocoovvevieiiineineeesc e 2624
Granted.......cceeeeieie e 2640
INCOMPIELE.....oiiiiiic e 2627
INFOrMAl ..o 2628
Prior art cited With..........ccccoovviiiiniiineee 2618
Second or subsequent filed..................... 2640, 2686.01
Statement applying the prior art...........c.ccoceevrennee. 2617
Time for filing......ccocooviiiii s 2611
VACALEA ... 2628
Request for Rehearing by the Board .............. 2682, 2683
ReS JUAICALA.......eoeeiieeie 2659
Respondent Brief.........ccccoveiiineiicneiiecee 2675.01
DefeCtiVe..ooocveeiceeeec e 2675.01, 2675.02
Respondent defined..........cccccevveveinvinieie s, 2674
Response by patent OWNer..........ccccooeevienenenceinne. 2666
After Action Closing Prosecution................ 2671, 2672
DefeCtive.....covevverieieicee, 2666.30, 2666.40, 2667
IMProper COMMENTS .........cceevvvrerieeieene e 2667
Late (See also Reexamination, Inter partes: Time
periods for response) .......ccccvveevreenns 2667, 2668
NO proof of SErViCe .......coceveiiiiiiiiceeee e 2667
No response filed .........ccccccevvvrivnrinnnnn .2666.10, 2671
.................................................. 2671.01, 2671.02
Not fully responsive........c.ccoeveevvivivennnne. 2666.30, 2671
Person not of record.........ccocevvvvenvicnenncninn, 2666.50
Premature ... 2625, 2667
To Notice of Defective Paper............ 2666.40, 2666.60
To Office aCtion ........ccccevvvrvvicncinnenn, 2666, 2666.30
LI [0 18 o] 1 2667
UnSigned .......cccooeveievecceecce e 2666.50, 2667
Response by third party
After Action Closing Prosecution............... 2671, 2672
After patent owner corrects defect................... 2666.40
Comments regarding response by patent owner
................................... 2666.05, 2666.20, 2666.30
DefeCtiVe ..o 2666.50, 2667
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Reexamination Legal Advisor (RLA)--Reference

Sec. No.
Improper comments............ccooe... 2666.05, 2667, 2671
Late (See also Reexamination, Inter partes: Time
periods for response)........cccoceeereneene 2667, 2668
NO proof of SErviCe ..o 2667
No response filed.........ccooeveveiceinninnn. 2666.20, 2671
Other than third party requester............cccceeevvennnne 2667
Period for response ..........ccceceeevvenene 2666.05, 2666.20
Person not of record..........ccoccooveninenicicienne. 2666.50
Premature COmments .........ccocevveevenieeninnnn 2625, 2667
Premature appeal .........cccoeveireiiiencees 2667
Prior art submission with ....................... 2666.05, 2667
TOO LONG...ciiiiiiece et 2667
UNSIgNed........coovieiieieiee e 2666.50, 2667
REVIBW ...t 2689
Right of Appeal Notice (RAN)............ 2666.05, 2666.10
............................................ 2667, 2671 to 2674, 2677
CONENT .. 2673.02
SCANNING . .eoviie e e 2632
Scope of examination................. 2658, 2671.01, 2671.02
Service of PaPers.......ccvvvivvevievie e 2666.06
Certificate Of ......ccoovevviieiieceies 2620, 2666.06
Proof of service........c.ccocevveuenne 2666.06, 2666.50, 2667
To patent OWNEr........ccoceeveerneeen. 2620, 2654, 2666.05
To third party requestor ............... 2654, 2666, 2666.05
Special StatuS........cccevvriveieeeierer e 2661
Statement applying the prior art............ccccccvveveenns 2617
Statutory estoppel ........cccooveviieieinnns 2601, 2612, 2614
Stayed pending litigation outcome...................... 2686.04
Stayed pending reissue outCome.............ccocevenee. 2686.03
Submissions prior to the first Office action ............. 2625
Substantial new question of patentability
...................................... 2614, 2616, 2617, 2640, 2246
............... 2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time.................. 2665
Suspension of requests for inter partes reexamination
.............................................................. 2640, 2686.01
Terminated.......cccoovieieiiiiecee e 2694

Third party requestor (See Reexamination, Inter partes:
Response by third party)
Time for requesting inter partes reexamination....... 2611
Time periods after appeal for filing:
Amendment after Board decision containing a new

ground for rejection.........c.cooeevevicrinienennas 2682
Notice of Appeal in the Federal Circuit................ 2682
Notice of Cross Appeal in the Federal Circuit...... 2683
Request for Rehearing ..........ccocevvvveincreinsnnnenns 2682

Time periods during appeal for filing:
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Appeal (i.e., Appellant) Brief........c.ccooveveieiennnn 2675
Corrected/Supplemental Appellant Brief
....................................................... 2675, 2675.02
Corrected/Supplemental Respondent Brief
.................................................. 2675.01, 2675.02
Corrected/Supplemental Rebuttal Brief................ 2679
Notice of Appeal........ccovivviieiiiicrecee 2674
Notice of Cross Appeal.........ccccceveenne. 2674, 2674.01
Rebuttal Brief.........cccoovivviiiniiececcre e, 2678
Request for Oral Hearing .........cccceovvvvervinennnenn 2680
Respondent Brief .........cccccovvvivivecicvcneie s, 2675.01
Time periods for reSPONSE ........cceveverrerereserenieenns 2662
After Action Closing Prosecution.............cccceeu... 2672
After defective submission.........cc.ccocveveivnenenns 2666.30
.................................................. 2666.50, 2666.60
After Office action ........cc.ccceeereennen. 2662, 2665, 2667
To make claims the same in each concurrent
reexamination ...........ccecevevenevesenesennnes 2686.01
Time reporting by Office personnel .............cccco..... 2638
For a Patentability Review Conference............ 2671.03
THUE o 2660.02
TraNSTN .o 2637
Unpublished legal opinions..........cc.ccocooeveiiieneenen. 2677
Reexamination Legal Advisor (RLA).................. 2632, 2633
....................................... 2640, 2641, 2647.02, 2664, 2670
.................................. 2675, 2679, 2686.01, 2686.04, 2689
Reexamination Processing System (REPS)........... 103, 2632
Reference (See also Prior art)
ALl Series patent ... 901.04
A.P.C. publication...........ccccoeevrvevnreeiercreniens 901.06(c)
Abandoned application...........c.ccoceevvivinanns 901.02, 2127
ADDIeviatures ... 901.06(d)
ADSLIraCES ..o 706.02, 901.06(d)
AdItional.........ccoovvreiiieie e 707.05(d)
AAMISSIONS ..o 2129
Analogous art........cccceeveeveiieniennenn, 904.01(c), 2141.01(a)
.............................................................. 2143.01, 2145

Antedating (See Affidavit, swearing back of reference
(37 CFR 1.131))

Applications, domestic and foreign.........c.ccccceevenene 2127
Applying reference under 35 U.S.C. 102(e). 706.02(f)(1)
Arrangement in Examiner’s Search files............... 901.07
As evidence of inherency ..........ccccovvvvvencnnenn, 2131.01
As evidence in multiple reference,

35 U.S.C. 102 rejection ........ccccceevervesnecvnennnn, 2131.01
Assigned application aS..........ccocevvvvrereienenisennens 804.03
AVAIADITITY ..o 2128
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Sec. No. Sec. No.
Between applicant’s priority date and INtErVENING ....covvvveveeeeece e 201.15, 706.02(b)
U.S. filing date ........coovvvviiniinenns 201.15, 706.02(b) Joint patent to applicant and another ................ 715.01(a)
Borrowing from Technology Center..................... 901.08 715.01(c)
Citation .............. 707.05 to 707.05(g), 901.04, 901.05(a) Listing at allowance ...........cccccveviirnnn, 1302.12, 1455
After allowance .........cccceevevvveeneennee, 1302.12, 1308.01 Lost counts in interference ........c..ceevevvvevvieeenennns 2138.01
After appeal .......cccovvvvvviiece e 1207.02 Multiple reference rejections under
By applicant................... 707.05(b), 707.05(c), 1302.12 B5USC 102 ..ot 2131.01
COITECHION ... 707.05(9) Newly discovered after allowance ...................... 1308.01
Period for reply ... 710.06 Nonanalogous art
Claims foreign date.........ccocveerernieneieeneeeees 715.01 (See also Reference: Analogous art)............... 2131.05
Combination of references.........ccccoevvvvivivennnne. T06.02(1)) e ————————— 2141.01(a)
Copending.....ccccceeeveieneseeeennnn, 706.02(f)(2), 706.02(Kk) None cited by examiner..........ccoceeveveae 707.05, 707.05(a)
......................... 706.02(1) to 706.02(1)(3), 709.01 Operability.......cccovvveriniiiiniisereiesee e 2121
COPIES ittt 707.05(a) Ordering official Cross...........ccovvivireininiiiinnn, 903.06
Cross, NOW Cited......c.covevverererrcrieceeecene e 707.05(e) Overcome
Cross reference addition ..........ccccoevvevrvieinnnennnn, 905.02 Under Rule 1.130 ..o 718
Date, determination of ...........ccccooeevninnne 707.05(f), 2124 Under Rule 1.131 (See also Affidavit, swearing back
................................................. 2126, 2128 to 2128.02 of reference (37 CFR 1.131)) ............... 706.02(a)
Date, exception to the rule ... 2124 s 706.02(f)(2), 706.02(k), 715
Declassified printed matter .........ccccccovevvevernennn. 707.05(f) 1302.14, 2132.01, 2133.02
Defensive publications..........c.ccccovviiieriniennne, 901.06(d) Under Rule 1.132........cccocuenee. 706.02(f)(2), 706.02(k)
Design application ..........ccccvevviverinienecsennnns 707.05(2) s 716, 2132.01
Disclosure, broad ............cccoeeiinennenesesesee 2123 Overcoming under 35 U.S.C. 119 ......cccovvrrnnne. 201.15
Disqualification under 35 U.S.C. 103(C)......coververereennnn Paper, orally presented..........ccccooevvvieneienennennnn. 2128.01
............................................. 706.02(1)(1), 706.02(1)(3) Patent.......ccocoevvvnieirsinienneenenneeenn 901.04, 2126
Drawings as Prior @rt..........cccoeevereerenieesenesresenens 2125 Patent, date available............cccccoevviieneiienicenn, 2126.01
Effects of international application publication........ 1857 Patent, Foreign (See Foreign patent)
........................................................................ 1857.01 Patent, official number lacking .............................901.04
Effective date Patent claiming same invention.............. 715.05, 2301.03
Patent......706.02, 706.02(a), 707.05(e), 707.05(f), 715 Pending application (See also Application) .......... 901.03
Publication..........ccccocervvceneienennn, 706.02(a), 715.01(c), Publication of applicant’s invention................. 715.01(a)
................................................. 1857.01, 2128.02 cererererenneneneseeneneen 1 15.01(C), 2132.01, 2133.01
Electronic publications .......... 707.05(e), 904.02(c), 2128 Publication, date available..............c.cccoevevrivrnnnns 2128.02
Enabled disClOSUre ..........ccoeeveeevieiceeeeieccvee e 2131.01 Publication, printed ..........cccoviveveievene e 2128
Enabling, plant genetics.........ccccevvvveieiciciennns 2121.03 Publications...........ccccoevvvinnnine 706.02, 707.05(e), 901.06
Enabling, compounds and compositions............. 2121.02 s 2131.01, 2132.01, 2133.01
Enabling, apparatus and articles ....................... 2121.04 Published abstracts of application......... 706.02, 711.06(a)
EQUIVAIENTS ... 904.01(D) e 2131.01, 2133.01
Every element rule for anticipation.................cc....... 2131 Rejection over broad disclosure instead
Evidencing the meaning of a term of preferred embodiments...........ccccevvvvivvircierienne, 2123
used in the primary reference..........ccccccevvenee. 2131.01 Replacement of MiSSiNgG ......cccovvvvviereieiierininiens 901.09
Foreign patent... 706.02, 707.05(¢), 901.05(a), 901.05(b) Same assignee ........coceovvercenenas 706.02(f)(2), 706.02(K)
Forfeited application ...........ccoovevvvivnvicienenese e, 901.02 706.02(1) to 706.02(1)(3), 709.01, 715.01(b)
From interference........ocoveveeieviesvsiese e 1302.12 Selection of pertinent ..........ccccceveveievnce v 904.02
Incorrect citation................... 707.05(g), 710.06, 1302.12 Statutory bar........cccocevvvvnnne, 706.02(a), 201.13, 2133.02
INOPErability.....ccvvviiiiiecie e 716 Statutory Section t0 USE .......ccevvevrvrierenerieennns 706.02(a)
Internal documents, confidential......................... 2128.01 Supply procedure ............... 707.05(a), 707.05(g), 710.06
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Swearing back (See also Affidavit, swearing back of
reference (37 CFR 1.131)) ....ccccovvvevcvenenn, 706.02(k)
................................................. 715, 2132.01, 2133.02
THESIS et 2128.01
ULHHEY o 2122
“Well known in the art,” supported by ............... 2144.03
Reference characters ..........cccocvevvivsiecncieeieieiens 608.01(g)
Reference to foreign application ...... 202.03, 202.04, 901.03
Reference to prior patent..........c.ccccoevveiennenecns 608.01(p)
......................................................... 608.01(r), 901.03

Reference to related application (See Cross-noting)
Reference to related application

fOr disClOSUIE ..ot 608.01(p)
Refile application (See also Application; Substitute
apPlication).......ccccvvveriieece e 201.10
Refunds (See also Fee; Deposit account)........... 509, 607.02
Additional invention or species ...... 803.03(a), 803.03(b)
Canceled ClaimsS ... 506
Correspondence address ................... 509.03, 2540, 2542
Filingfee....ccoovvivvviennns 201.04(b), 503, 506, 601.01(a)
International applications............ 1002.02(p), 1819, 1847
........................................................... 1850, 1864
International search fee..........ccoceeenee. 707, 1819, 1847
........................................................... 1852, 1859
ISSUE T .. 1308.01, 1308.03
Maintenance fee................ 2520, 2540, 2542, 2550, 2590
Oral REArING ....coveiiieiieiee e 1209
Publication fee ..o, 1126
Reexamination
EXParte ....cccooevevveiieceeee e, 2215, 2247, 2248
INter Partes .......ccoovveveeiiicnieees 2615, 2647, 2648
Refund Section, Office of Finance........... 509.03, 607.02
Petition T ....vvvei e 506.02
Small entity fee .......coovvevvieieree e 509.03, 2550
Statutory Invention Registration (SIR) .................... 1109
Refusal to publish SIR ........cccooovieiiiieecee 1105
Registration, Attorney or agent ..........ccocceeeverenne. 402, 1702
Regulations, examiner’s search facilities ..............c..c...... 510
Regulations, public search room...........ccccevevievenininnnnns 510
Rehearing by Board of Patent Appeals and Interferences
........................ 1002.02(j), 1214.01, 1214.03, 1214.04
Rehearing by C AFF.C. .o 1216.01
Reissue application............cccceevvnennieneicienn, 1401 to 1470
Absolute intervening rights........c.cccoeevevvnieienennen, 1460
ACCESS 10 103, 724.04(b), 1430, 1470
Acknowledgment of protest..........cccocervevrnnnn. 1901.05
Additional information required .......... 1442.01, 1442.04
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Sec. No.
Adjudication of original patent..............cc.ccceee.e. 1442.01
AOWEANCE ..o 1455
Amendment........cocooeiieieiene e 714, 1411, 1453
EXAMINEI™S ...t 1455
OFf drawings.....coccveveeeeeeeere e 1413, 1453
So that reissue can be merged with ex parte
reeXamination .........ccocoveveienereeienieese e, 2285
So that reissue can be merged with inter partes
reexamination ...........cceeevereresenesnsennes 2686.03
Amends or corrects original patent ........... 1400.01, 1402
Appeal brief.....cco 1454
ASSIgNee CONSENt.......ccccevereereeriennnne 1410.01, 1443, 1451
Broadened ..........ccooviniiiiniiiinn 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer ........ 1490
Certificate of correction ............. 1411.01, 1412.04, 1443
........................................................ 1480 to 1485
Claim
Broadening........ccooeeevneneiineneenne, 1412.02, 1412.03
DEPENAENT ..ot 1412.03
FOrmMat......coooviiiiieee 1411, 1453
NUMDEIING ..o 1451, 1455
Oath requirement ..........c.ccocevereeieienese e 1414
Printed in Official Gazette..........cccccooevvreivienene 1455
Same invention as original patent .................... 1412.01
TOO NAMTOW ...ttt 1402
Collateral estoppel........cccooceveiiiiiiiiiiiiiieee, 2112.01
Consent by assignee ..........ccccceeenee. 1410.01, 1443, 1451
CONEENT ...t e 1410
Continuation..........ccceveeeeevveeeeeenee, 1410.01, 1414, 1451
Copending application reference..........cc.cceevevveivennnns 1402
Copending ex parte reexamination proceedings ......2285
Copending inter partes reexamination proceedings
........................................................................ 2686.03
Correct iNAJEqUACIES ......c.veviverecerie e 1402
Court decision involving original patent............. 1442.01
Court Ordered ........ccocevveeverinereiese e 1442.05
CroSS NOING ....cevveeeieiienie e 1451, 1455
Deceptive iNtention .........cccccceverienenneneseseeen, 1414
Declaration.........c.cccceuennee. 1410.01, 1414, 1414.01, 1444
Supplemental..........cccccecevvnieiennnns 1414.01, 1444, 1455
Defective oath, ground for rejection................. 706.03(x)
............................................................................. 1414
Dependent Claim.........cocoovireiineiseese e 1455
DTS o SRR 1457
DilIgENCE ..o 1403
DiISCIAIMET ..vveiiieiec s 1411.01, 1450
Divisional .........cccovvvieveinieieiieas 1002.02(b), 1410.01
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Sec. No.
................................. 1412.01, 1414, 1450, 1451, 1457
Domestic priority, delayed claim.............cccccoene. 201.11
Double patenting..........ccoceeeieiinenieicie e 1451
DIaWingS.....cvovevveererieesesieesieseeresseens 1413, 1414, 1453
Duty of disclosure..........ccooeovvvereienennas 1406, 1418, 1448
.......................................................... 2001.06(c), 2003
Election of SPECIES ......ccvvvvivieirce e 1450
Equitable intervening rightS..........ccccooeviiiniicnennn. 1460
Error correction after allowance
.............................................................. 1414.01, 1444
Error in original patent........... 1401, 1402, 1414, 1414.01
EXamination.........ccoceoevvvenninenncnnenns 1440, 1443, 1445
Review of Oath/Declaration ............cccccccevenenene 1444
Examiner Reissue Guide and Checklist................... 1443
Expedited examination ....... 708.01, 1441, 1442, 1442.03
[ 1= o 1457
Expired patent.......ccoeeeienininne e 1415.01
Filing e ..cviiiciee e 1415
Final Office action ..........cccocovivviviiniviicee e, 1443
Foreign priority claim............. 201.14, 201.16, 201.14(b)
................................................................... 1402, 1417
FOrMat.......cooorviireine e 1410, 1411, 1411.01
Fraud ..o 1448, 2012
Grounds for filing ..o 1402
Inequitable conduct...........cccceveveiiiinniennne 1448, 2010
Information disclosure statement...........c.ccocoevvvnene. 2003
Initial examiner reVIeW ...........ccceveiecieieneienc 1443
Inoperative or invalid, Oath requirement................. 1414
INSPECTION. ...t 103
INtErfEreNCe ..c.ocvieice e 1449.02
Interference on original patent concurrent with .. 1449.01
Intervening rights.........ccooviiiiiiic e 1460
INVENtorship error ........ccceecevevcevesnse e, 1402, 1412.04
List Of references .......ocvvvvviveinieececece e 1455
Litigation involved........ 1404, 1442.01 to 1442.05, 1443
Marking envelope .........covvereeneiine e 1404
Litigation Protest..........ccoccverrinennienesesee 1901.03
Maintenance fees on original patent ................... 1415.01
Merger of reissue applications after restriction........ 1450
Merger of reissue application with ex parte
rEeXamiNatioN ...........covvirueirereise e 2285
Merger of reissue application with inter partes
reeXamination.........ccceveereresennse e 2686.03
Multiple filings ....coveveeie e 1451
NEW MALLET.....coiviiiiiiecierteee e 1411.02
Numbering of claims ........cccccovvvvrviiencinnnn 1451, 1453
Notice in original file.........c.cccoiiiiiiiiiiiee, 202.05
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Oath ..o 1414, 1414.01, 1444
Primary examiner’s deciSion..........ccoceeevenerennnne 1004
Supplemental..........ccoocoviiiinenns 1414.01, 1444, 1455
Offer to surrender patent (not required) ................... 1416
Official Gazette
Claim to be printed iN........cccooevevevieinve e, 1455
Filing notice in.......c.cocevvviinnene 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature ........ccocveveveiereresese e 1411.02
Open to publiC......cccccevvereveieiece e, 103, 1430, 1470
Ordering copies of papers infile.......c..cccccovvveinnnnne 1430
OWNEISNIP ..o 201.12, 1410.01, 1443
Patent SEIES.......oieveiiiiciee e 901.04
Patent term, affect on ......ccceevv e 1405
Petition to merge reissue and ex parte reexamination
......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
.................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
FEEXamINAtioN .........cccoevereneninieee e 2686.03
Print of drawing..........ccoceovervinnnne. 608.02, 608.02(m)
Prior art consideration ...........ccccecevvvenivriennsinsnenenn 1402
Prior art statement ........ccocooeveveneienerse e 1418
Priority COIrection ..........ccocovcevevennnnne. 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest......ccooeerirneienec e 1441.01, 1443, 1901
Protest filed in reissue where patent
isininterference .......ccovevvenvivcnccnenn, 1443, 1449
PUBIIC aCCESS ..vvvvieriieieee e 103, 1430, 1470
Recapture of matter ...........cccccceeee 706.02(1)(1), 1412.02
Reexamination proceedings copending............... 1449.01
EX DA 2285
Inter partes........cccoevevvveenene. 2643, 2686, 2686.03, 2695
REJECLION ... 706.03(x)
Request for Continued Examination (RCE)............. 1451
Requirement for information............c.ccccoceneenen. 1442.04
RESEFICION ..o 1450, 1451
DESION et 1457
Return of original patent ...........cccccoeeeiviienvnieceennne, 1416
REVIBW ... 1456
Same invention as original patent .............c......... 1412.01
Special for examination...... 708.01, 1441, 1442, 1442.03
DESION 1ot 1557
Specification................ 1410, 1411, 1411.01, 1453, 1455
Statutory DasiS .......coceveieiiiiiie e 1401
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Sec. No.
Statutory disClaimer.........cccccevvvivvivincieseee e 1490
Stayed pending ex parte reexamination.............. 2686.03
Stayed pending inter partes reexamination ........ 2686.03
Submission of Papers iN........cccooveeiienenie i 1404
Suit on original patent...........ccoeeveriieniinieneens 1442.01
Surrendered patent returned to applicant.................. 1416
SUSPENSION ..ottt 1450
Terminal disclaimer ............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(prior practice)........coceeeererneneniriennnn, 608.02(i), 1413
Treatment of protest.........cccecvvvvivniniv e 1901.06
TWICE FEISSUET ....vevveviveieiicieeeire s 1411
Two month delay period...........cccccceenene. 1441, 1441.01
Rejected application ..........ccoceoviveiinciiinesc e 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSNESS) .vvvveveeeieiesies ettt 706
Abandonment of invention .............. 706.02(d), 706.03(s)
Admission by applicant ................. 706.02(c), 2133.03(c)
After allowance of application................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim........ccccocovviviiiinniiennn, 706.04
After allowance, primary examiner review of ......... 1004
After appeal, New rejection...........ccoceveverennne 1207.03
After termination of interference .........cc.ccocvcvevnene. 2308
Against public policy........ccocvevviviiviivcicieien, 706.03(a)
AQYregation ........ccccceeevieieeecieeeeeeeeee e 2173.05(k)
All valid grounds ........ccocoooeieiiniiicie e 707.07(g)
Allowed claim by Board of Patent Appeals and
INtErferenCeS....ccveeeeeee e 1213.02
Alternative phrases ........cccccoeveveverenieseseneens 2173.05(h)
Anticipation (See also Anticipation rejection)..706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art) ........cocecevevicncincnennenn 706.02
Assigned applications, Same applicant................. 804.03
Atomic Energy ACt.......cccooevvvevvinsieeeresenns 706.03(b)
AULhOrShip ..o 2137
Backup rejections..........ccccverereneeieieeeicsese s 706.02
Bar, Statutory............... 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING ..cvveveviesircieeeeecse e 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim ..o 1213.02
Breadth.......c.ccovveiiiie 2173.04
Broadening in reissue application...........c........... 1412.03
Broader than the disclosure..........ccccocvvrviieniennn. 2173.03

Chemical practice
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Sec. No.
Markush ........ccccceveveieienennenn, 2173.05(h), 2173.05(0)
Undue breadth................ 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent ... 706.06
Claim presented corresponding to
claim of patent, failure to reply.........c......... 706.03(u)
ClAIMS ..o 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common Knowledge .........ccccoevvriininnineinenns 2144.03
Commonly assigNed .........ccevveverereninie e 2146
Computer programming Cases................... 2106, 2106.01
Conflicting applications .............. 706.02(f)(2), 706.02(k)
................................. 706.02(1) to 706.02(1)(3), 709.01
.................................... 715.01(b), 804, 804.01, 804.02
.................................................................. 822, 822.01
Contrasted to 0bjection..........ccccovvvvienencie i 706.01
Copending applications, different inventive entities
............................ 706.02(k), 706.02(1) to 706.02(1)(3)
CumMUIatiVE ....coveeeceee e 706.02, 707.07(d)
DediCation ........cccoereereieereese e 715, 1490
Defective reissue oath ...........ccccceveeee. 706.03(x), 1444
Dependent Claim.........c.ccoovereiinennicneneene 608.01(n)
Derivation of invention ...........cccocevivvenivnivnnsininenn, 2137
DisClaimer ........ccocvveveveiieiecieiesenn, 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate claims.........cccoovevvininiinciee 706.03(k)
Estoppel, defensive publication..............cc.ccoceeunne. 711.06
Estoppel, interference.........ccocooveviinciiennennnn, 2308.03
Final (See also Final rejection).......... 706.07 to 706.07(f)
Foreign application, statutory bar..................... 706.02(e)
Form paragraphs used ..................... 706.02(i), 706.02(m)
FOMM USBA....ocviceeireiece e 707
Fraud upon public ... 706.03(a)
Frivolous invention ..........ccccccevevevevencnenennens 706.03(a)
Full anticipation, expression recommended...... 706.02(i)
..................................................................... 707.07(d)
Function of machine.........c.ccccocverninininnnnn, 2173.05(v)
Functional claim............ccccocvvvivennenn, 2114, 2173.05(g)
Functional equivalents...........ccoceveveiieiienninnnnns 2144.06
Generic claim ..., 715.02, 806.04, 809.02(a)
Genus and SPECIES .....cccvrveererieiennes 806.04(h), 806.04(i)
......................................................... 2131.02, 2144.08
Ground clearly stated ...........cccoeu.e.e. 706.02(j), 707.07(d)
INACCUTALE ......oviiiiiiiec e 2173.03
Incomplete......ccooeiiiiniiiiie, 706.03(c), 707.07(j)
INAEfiNIte ..o 706.03(d)
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INOPEratiVENESS ...c.vovveeeviecie e 2164.08(b)
Insufficient disclosure...........ccoovevveveveieiecnnnne. 706.03(c)
Insufficient disclosure, trademark..................... 608.01(v)
Interference, estoppel........cccooiiinniiiiiiine, 2308.03
Interference terminated..........c.ccocoeveuennen. 706.03(v), 2308
International publication as prior art................ 706.02(a),
......................................................... 1857.01, 2136.03
Judicial NOLICE ......cevieiii 2144.03
Language uUsed ........cccoevvreneiniennan. 706.02(j), 707.07(d)
Linking claim.................. 806.04, 806.05(c), 809, 809.03
Markush, improper..........cc.cc.ue.... 2173.05(h), 2173.05(0)
MUItIPIICILY ..o 2173.05(n)
Negative limitation ..........cccooveniiniiienc 2173.05(i)
New, after appeal ..o 1207.03
New, after final rejection .........c..cccccevvvvrernennn, 706.07(e)
NEW MAtter......cccvvvereierieiererereneens 706.03(0), 2163.06
Nonelected invention...........cccccceveivieceeinenenn, 706.03(m)
Nonstatutory claim..........cccoevinieniinnne. 706.03(a), 2107
Nonstatutory subject matter ............ccccocervinnnnn. 706.03(a)
Not based on prior art........c..cceeveveverieriesnsinsnannns 706.03
NOL INVENTOT ....oececieicc e 706.02(g)
Not readable on disclosure...........ccocoevveriieniennnn. 2173.03
Oath, defective reissue.........cccccceverennene 706.03(x), 1444
Objection distinguished .............ccoceeviireincnninnnns 706.01
Obviousness (See also Obviousness).................... 706.02
..................................................... 706.02(j), 707.07(d)
Official NOtICE ....ccveeieiii e, 2144.03
Old combination .........cccoooeveiiiiniiieiereee 2173.05(j)
Omnibus claim........cccovininiienn 706.03(d), 2173.05(r)
OMNIbus rejection........ccuevvevvereverere e 707.07(d)
Overcoming 35 U.S.C. 102 rejection................ 706.02(b)
Overlapping applications............ 706.02(f)(2), 706.02(k)
................................................. 709.01, 715.01(b), 804
......................................... 804.01, 804.02, 822, 822.01
Perpetual motion.........ccccocvvivvviivciesieeccsesee 706.03(a)
Personal remarks avoided ............cc.ccoovviverennane. 707.07(d)
Previously allowed claim.............cc.ccoceunee. 706.04, 1004
Prima facie case of 0bviousness...........c.ccceueneee 706.02(j)
Printed matter.........ccocevvvievinivsie e 706.03(a)
PRIOF At ..o 706.02
Prior art between applicant’s foreign priority date and
U.S. filing date ........cccevvveercrinnnns 201.15, 706.02(b)
Product by process..........ccoceevvereinennns 2113, 2173.05(p)
Product of nature.........cccccevvvvivevnieeecesees 706.03(a)
ProliX .ovoveececicecce e 2173.05(m)
Provisional rejection.................... 706.02(f)(2), 706.02(k)
.................................................................. 706.02(1)(3)
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Public sale (See also On sale and Public use) .. 706.02(c)
Public use (See also Public use).........cc.cccoeuenee 706.02(c)
Public use proceeding............c.cceveuenen. 706.03(v), 720.05
RaNGES ..o 706.03(c), 2131.03, 2144.05
Recapture in reissue application...........c.cccceeuen. 1412.02
Reissue application
Broadened claims............ 706.03(x), 1412.03, 2163.05
Defective oath ... 706.03(x), 1444
RECAPTUNE ... 1412.02
Repeated.........coovvviiineieiee e 707.07(f)
Res judicata......cccceveverere s 706.03(w)
Scientific principle ......cccoovvvvviviiee 706.03(a)
Secondary considerations............ccoceovereeniennns 2131.04
Single means claim...........ccccooevvineiieneenen, 2164.08(a)
Species and genus ..........ccocvververenne. 806.04(h), 806.04(i)
................................................. 2131.02, 2144.08
Statement Of ..o 707.07(d)
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made ...........ccoeevvrenne. 706.03(u)
Technical ... 706.03
Trademark or trade NAMe .......cccccevvcvrerveenienenns 608.01(v)
Undue breadth ..........ccccovieinniicnnnns 2163.05, 2173.04
ULHIEY oo, 706.03(a), 2107
VAQUE ... 706.03(d)
Well known inthe art..........ccovvenniiiniennnns 2144.03
Rejoinder ........coccoevvvveninnn 806.05(c), 806.05(f), 806.05(h),
.......................................................... 806.05(i), 809, 812.01,
................................................. 821, 821.01, 821.02, 821.04,
.......................................... 821.04(a), 821.04(b), 1302.04(h)
Related inventions...........cc.c.c...... 802.01, 806.04(b), 806.05
............................................ 806.05(j), 808.02, 809.03
Rejoinder of, generic or linking claim allowable
..................................................................... 821.04(a)
Rejoinder of, product claim allowable ............. 821.04(b)
Related inventions, SPECIES.......ccvevereverereesvennn, 806.04(b)
Remailing Office action...........c.ccocveevvrinnne 707.13, 710.06
Remand by Board
AFFidavit ... 1211.02
AMENAMENT ... 1211.01
Further Search...........coccovvveiincinneee 1211.03
INgeneral. ... 1211
Ex parte reexamination ...........c.ccoeeevrenieenen. 2274, 2275
Inter partes reexamination ..............c.co...... 2675, 2675.01
......................................................... 2677, 2681, 2682
SPECIAl ..ottt 708.01
Removal of application from Office........c.cccovveieinnnnn. 101
Renumbering Claims ..., 1302.01
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Reopening after allowance--Requirement for information

Sec. No.

Reopening after allowance...........ccocoevevevvercrcnnenn, 1308.01

Reopening after court decision...........cc.ccooevvevinennns 1216.01
Reopening prosecution after Action Closing Prosecution in

inter partes reexamination.............c..cceceeuee. 2673, 2673.01

Reopening prosecution after Board decision in inter partes
reexamination

Replenishment of deposit accounts (See Deposit account:
Replenishment)

Reply (See also Amendment; Period for reply)

After abandonment ...........ccooeverininenn e 714.17
After Board decision...........ccccoeervruenen 1214.01, 1214.06
After final rejection...........ccocevvveirevnnenn, 714.12,714.13
By filing RCE ......cccooieeieceee e, 706.07(h)
Within 2 months ... 706.07(f)
Attorney arguments........ccocveevevevevenennns 716.01(c), 2145

By patent owner in inter partes reexamination (See
Reexamination, Inter partes: Response by patent
owner)

By third party in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

(000] 0] 0] [ (S 714.02 to 714.04
Copying claim from patent not a reply ............. 711.02(b)
Election requirement...........ccocooovrinininienenenn 809.02(a)
........................... 818.03(a), 818.03(b), 818.03(c)

Formal Matters........coeovvereiineiie e 714.02
Incomplete .....cccoeevevinennnne. 710.02(c), 711.02, 711.02(a)
.................. 711.03(a), 714.02 to 714.05, 2266.01

In ex parte reexamination ...........ccccceceverenenenenienn 2266
Incomplete, election of species lacking ............ 809.02(a)
.............................................................. 818.03(b)
Incomplete, proceedings not stayed by petition....... 1002
Incomplete, time for completing............... 710.02(c), 711
........................................................... 714.03, 2266.01
LAt oo 711, 711.02
Late, eXCUSEA ....cvevereriecir e 710.02(d)
Patentability pointed out......... 706.02(b), 714.02, 714.04
Restart period for ..., 710.06
Restoration of canceled matter...........c..ccccuen... 608.01(s)
Restriction requirement.............ccccveevevverennenn. 818 to 819
Signed by all applicants..........cccccevvevercieiienins 714.01(a)
Statutory period ........cooeeveeveiiiieieiene e 710.01
Unmatched with application file........................... 508.03
Reply brief......cocoiii 1208
Representative capacity.........cccocevervennene 402, 405, 714.01(c)
Cannot expressly abandon ............ccocoevvenne. 711, 711.01
Cannot sign terminal disclaimer ..........cccocvvveviens 1490
INEEIVIBWS ...t s 405
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Sec. No.
Representative of foreign assignee.........ccocvevevvvvnene. 302.04
Representative of inventor or owner.................. Chapter 400
Representative of reqUESTer...........coevvveieencneenee, 2213
Representatives of out-of-town attorneys............cc.cee.... 408
Republication of PG-Pub...........ccocooiiniiiiniee, 1130
Request for Continued Examination (RCE) .......... 706.07(h)
After allowance ... 1308
Conditions for filing..........cccocvveiiiiiiinienes 706.07(h)
Design application...........ccoeeveniiiiennicnennee, 1502.01
Improper CPA treated aS........ccocevvvererirenienenn 201.06(d)
Inter partes reexamination of ............ccoceevvivivennenn, 2611
Submission requirement...........ccoceevvererirennne 706.07(h)
Suspension of action iN ........c.cccvevviieneinencene 709
Terminal disclaimer, effect in ........ccccoeeevvviveiennns 1490
Request for ex parte reexamination
DECISION CIItEIIA .o.vevvvieerisicieiecsie e 2242
Facsimile submission not permitted ...................... 502.01
Notice of request in Official Gazette...........c.cocue.. 2229
Requester’s representative..........ccoceeveveiveverereenienn, 2213
Time for filing ....ccccoov v 2210, 2211
Time t0 deCide.....covvviriiiiiri e 2241

Request for inter partes reexamination (See Reexamination,
Inter partes: Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/R0O/101)...... 1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
.......................................................................... 1002.02(b)
Request for rehearing of Board decision ............. 1002.02(b)
................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination .............ccoceeevenenins 2682, 2683
Request for reinstatement of period of patent term
AAJUSTMENT.....eiviiec e 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
=70 (00 [N 1= o OSSR 1101
Request to convert provisional application to nonprovisional
application ... 1002.02(b)
Request to issue patent in name of assignee after issue fee
O UL IS 1002.02(r)
Requirement for information.................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
............................................ 1901.06, 2122, 2123
After the first action on the merits................... 704.11(b)
Authority for requirement ........c.ccooeeeiievieiiniieennns 704.10
Consideration of information submitted........... 704.14(b)
............................................................. 707.05(b)
Format of requirement..........ccccoceveveieiiicicine 704.14(a)
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Requirements must be repeated--Restriction

Sec. No.
Relation to duty of disclosure................. 704.12(a), 2005
Relationship to information disclosure statements
............................................................. 704.14(d)
REPIY 10..eiiciie e 704.12
Elements of a complete reply .......cc.ccoecvnennee 704.12(b)
Time periods for.......ccoovvvvvivevcre e 704.13
Treatment of an incomplete reply ................. 704.12(c)
Scope of requirement ............cccccceeenene 704.11, 704.11(a)
What information may be required ...... 704.11, 704.11(a)
When requirement may be made ..............c.c.... 704.11(b)
Requirements must be repeated..........cc.ccovevvrernne 707.07(e)
Requisites of the application ...........ccccceveveviiieniesinieinnns 702
Res judicata..........c.coouevee 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request.................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(ii)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

(071 (Yo FO USROS 1123, 1124
Reproduced..........cooeereriniiiise e 1135
Reservation clause in application.......... 608.01(e), 608.01(t)
Residence, Applicant’s..........cccccoevevernenenn, 605.02, 719.02(b)
Resignation of examiner, old cases special................ 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01, 2675.02
Response (See Reply)
Restriction (See also Election; Election of species)
.................................................................. Chapter 800
ACLION, eXaMINEr’S.. ... 814 to 817
Action after, special ..........ccooevereiiiiciire e, 708.01
Action on the MeritS.........ccovveiiieniinene e 810
Apparatus and process or product................. 806.05(e) to
.............................................................. 806.05(g)
Application referred to second examiner................... 815
BaSIS. o ve et 802
Burden, Without SErioUS .........cccceveieierinereseeee 803
Claimed subject matter ...........ccooeevveveveevicviccennn, 806.01
Claims to divisible inventions added
before action..........coeveiiiiniiee 818.02(a)
Combination and subcombination
............................................. 806.05(a), 806.05(c)
CoNtiNUALTON ....vevveiiics e 819
Design application ...........cccoeveireniinenccnens 1504.05
Definition.....ccccveieeee e 802.02
Distinct invention..........c.ccccocevvecnnen. 802.01, 806, 806.05
DiStINCE PrOCESSES ..vvevveververieiesieieiesieresieneeee s 806.05(j)
DistinCt ProductsS.........ccocevveeverieieneesesee e 806.05(j)
Election other than express.........ccoevevverieerenns 818.02
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Sec. No
Election fixed by action on claim..............c.cco.e..e. 818.01
Final requirement ..........ccoovivveveinnieiee e 821.01
Grouped in parent application ...........c.ccccvereinnnn 811.04
IMPIOPEr....ccviiiiiiicre e 803, 806, 808.02
Independent embodiments...... 802.01, 806.04(b), 806.06
Independent inventions ...........ccccceeenene 802.01, 803, 806
.................................................. 806.06, 808.01(a)
Intermediate-final product................ 806.04(b), 806.05(j)
INErOAUCTION ... 801
Linking claim 806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking claim, traverse of rejection................ 818.03(d)
Markush type claims ..........ccooeoiiiiiiincnenn 803, 803.02
Nonelected claims, treatment of ................. 821 t0 821.03
Eligible for rejoinder ..o, 821
Reissue application ...........ccccvevevereiencsnse s 1450
Nonelected invention...................... 706.03(m), 821.04(a)
Nucleotide SEQUENCES ........ccevereereiiriiene, 803.04, 2434
Patentability over prior art............ccoccoevnene. 809, 809.03
Patentability report, effect..........ccccooreriininiinnne, 807
Petition from requirement .........ccccceeevevereinens 818.03(c)
Process and product or apparatus............c.c...... 806.05(e)
............................................................. 806.05(g)
Product and process of Using...........ccoceeveernennne 806.05(h)
Product, process of making and using............... 806.05(i)
Reasons for holding of independence or distinctness
.......................................................................... 808.01
Reissue application...........c.ccocvvvennenenniennen. 1450, 1451
Rejection of nonelected claims................... 821 t0 821.03
Rejoinder...........cccceeuee.. 806.05(c), 806.05(f), 806.05(h),
................................................ 806.05(i), 809, 812.01,
....................................... 821, 821.01, 821.02, 821.04,
................................ 821.04(a), 821.04(b), 1302.04(h)
Related inventions............... 802.01, 803, 806, 806.04(b)
................................................ 806.05, 808.02, 809.03
Rejoinder of, generic or linking claim allowable
..................................................................... 821.04(a)
Rejoinder of, product claim allowable.......... 821.04(b)
Requirement.........ccccvevvevvvneseeieeieie s 812, 814 to 817
Additional ..o 811.02
AFter eleCtion ......ccvvvvviii e 818
With traverse........ccocooveeeienennenn 818.03(b), 821.01
WithOUt traverse.........coveveeeeiecese e 821.02
By group where examinable...........ccoccoevniniinennen, 812
Clear and detailed record .........cccoovvvreiinieieinnennas 814
COMPIELENESS ... e 815
Concluding paragraph........ccccoevvovnnennns 817, 818.03(b)
Consult other group........ccoceevvereeneninennen. 812.01, 815



INDEX

Restrictions on employees of Office--Rules, Patent (Code of Federal Regulations)

Sec. No.
Final ...ooori 810, 818.03
FIrSt @CtiON ...o.veviiecicecee e 811
Patentability .........cooveiiii 810
Petition from ... 818.03(c)
Reasons for insisting upon.............c.ccceue.e. 808, 808.02
Rejection on double patenting following........... 804.01
Repeated after withdrawal ............c.ccccevenennenn. 811.03
REPIY 0 oovvieicice e 818 t0 818.03(d)
Review by examiner with at least partial signatory
AUENOTILY ..o, 803.01
Submission to TC direCtor..........ccooevevvrenieennen. 804.04
Second requIremMeNt ..........ccccveveieeieereresesennens 811.02
SEUUENCES ..t 803.04, 2434
Single Claim ..o, 803
Single embodiment..........cccco i 806.03
Species may be independent or related inventions
.............................................................. 806.04(b)
Species of unclaimed genus...........ccccceeeruenee. 808.01(a)
Subcombination, Combination .....806.05(a), 806.05(c)
When Made........coverveneneiinenccneeeieen 811, 811.02
Withdrawal .........cccoovveriiiiiieens 819
Subcombinations usable together ....806.05(d), 806.05(j)
Telephone ..o 812.01
Transitional application ............cccoeeveneiiienecn 803.03
Traverse of requirement............... 818, 818.03(c), 821.01
Restrictions on employees of Office...........ccccue.... 309, 409
Restrictions on former employees of Office ................. 1702
Retention label ..., 1302.07
Retroactive foreign filing license ...........ccocoveniiiinenns 140
Return of Papers
Discourteous matter..........cc.cccveeene. 714.19, 714.25, 1003
Entered in the file..........cccoeee 201.14(c), 719.01, 1003
Return of drawing ........ccccoevveneinencienes 608.02(y)
Return of filing fee.......ccoovveiiiiiieee, 607.02
Return of 0ath ... 604.04(a)
Return of patent ..o 1416
Return of post card..........ccooeveveienciennnne. 503, 1901.05
Returned Office aCtion ..........cocccvvireiiniicinicciee 707.13
Review at allowance ..........cocovvveneinenecneneeeen, 1302.01
Review for national SECUTitY ........cccovvivviveiviiecieicrcsens 115
Review for Government property rights .........c.ccocooveens 115
Revised statutes (See Statutes)
Revival of abandoned application.............cccceevenne. 711.03
.................................................. 711.03(c), 1002.02(b)
Revocation of agent under PCT .......ccccceveiereiinenieennnn, 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82.................. 2222, 2622
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Sec. No.
Revocation of power of attorney ................... 402.05, 402.07
After AIIOWANCE .......cceiiciiie e 2501
Rewritten specification ............ccccoevveneinenecnnen. 608.01(q)
Right of Appeal Notice (RAN)........ 2666.05, 2666.10, 2667
...................................................... 2671 to 2674, 2677
CONEENE ..o 2673.02
Right of priority (See also Foreign application)
Foreign application..........ccocooeeveiicnciencnceneas 201.13
Form paragraphs.........ccoceevevneneiencneeneneens 201.14(c)
Formal requirements ........cocooeeverneneienenceneas 201.14
Overcoming a reference ..........ccvveee. 201.15, 706.02(b)
Papers reqUIred........ccocooveeverieenierinesereseseeneas 201.14(b)
Time for filing Papers.........cccocvevvineineneens 201.14(a)
U.S. application........ccoovevrereiniiieeneeseseesieas 201.11
Right to exclude others........c.cccccevevevieininnnnne 509.02, 1111
........................................................... 1601, 2162
Rights, Transfer of patent or application..................... 509.02
RNA (See Biotechnology; Nucleotide sequences)
Roster of attorneys or agents......... 601.03, 1730, 2205, 2220
Rules, 21 CFR 60.3(D) ....ccccccvvviiircieeee e 2751
Rules, Patent (Code of Federal Regulations)
.................................................... Introduction, App. R
10 CFR 810 Cited .....ceoveririeiieiririeieesie e 140
21 CFR 312.80-312.88 Cited .....ccccecevvrvrvrrrerennns 2107.03
37 CFR:
1.1 ReProduCed .......cccoooiveiimiiiieiie e 501
1.2 Reproduced ........ccovevvienenininiens 713.04, 2002.02
1.3 ReProduCed .......cccoviirieinirieiieniee e 714.25
1.4 Reproduced ... 501, 502.02, 502.04, 509.03, 2002.02
L5 Reproduced ......cccoovvveieiieiieie e e 502
1.6 Reproduced .........ccccoenreennnae 502, 502.01, 505, 513
1.7 ReProduced ........ccovvereiinenieiie e 710.05
1.8 ReProduCed .......ccooviriiniriiinineccseecsies 512
1.9 Reproduced ........ccoovvreiriennen. 201, 201.04(b), 1893
1.10 Reproduced ........cccovevveieiereie e 511, 513
1.11 Reproduced .......... 103, 1430, 1879.04, 2229, 2629
1.12 ReproducCed ........cccovverieeneiieineieesiceeiees 301.01
1.14 Reproduced .......ccccvvevrvrvinannnne. 101, 102, 103, 104
.............................................. 110, 150, 1128, 1879.04
1.20 Reproduced .......cccoeeveveeeiieiieinns 2250.03, 2666.04
1.22 Reproduced ........ccooveiieiiiiiie e 509
1.23 ReproducCed ........cccovverieiniinieineeeseeses 509
1.25 Reproduced .......cccceoviireieniieeieeee e 509.01
1.26 Reproduced .......ccoevvevievieiieie e 509, 607.02
1.27 Reproduced .......cccccoeveieiencneniene, 509.02, 509.03
1.28 Reproduced ........cccooceeeiiiieieiee e 509.03
1.31 Reproduced ........ccoovvirieiiiriiineneeeseeeeseees 401
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Rules, Patent (Code of Federal Regulations)--Rules, Patent (Code of Federal Regulations)

Sec. No.
1.32 Reproduced ........cccevevvvvvireeeeee e 402
1.33 Reproduced ........cccoevvveeeiieieicneienins 403, 601.03
.................................................. 714.01(a), 2222, 2622
1.34 Reproduced ........ccccooevereiiniiiee e 402
1.36 Reproduced .........ccccereininiiieeineeee s 402.05
1.41 Reproduced .......ccccevvvvrvireieeee et 605
1.42 Reproduced ........cccevevvveiecieiee e 409.01(a)
1.43 Reproduced ........cccocevireiininieieece e 409.02
1.45 Reproduced .......ccccoevvveiiiieieieneie e 605, 605.07
1.47 ReproducCed .......ccovrveineiiiieeeneeee s 409.03
1.48 Reproduced ........ccocvvvrvirseseeiereeese e 201.03
1.51 Reproduced ........cccevvrvieircieieee e 601
1.52 Reproduced .........cccoeervrnnne. 608.01, 608.05, 2250
1.53 Reproduced ........... 201.04(b), 201.06(c), 201.06(d)
................................................. 506, 601.01, 601.01(c)
1.54 Reproduced ........cccevevvvvvireeeieee e 503
1.55 Reproduced ................ 201.13, 201.13(a), 201.14(a)
1.56 Reproduced .........cccoeieriiieiencnienns 2001, 2001.01
................................................ 2001.04, 2001.05, 2002
1.57 Reproduced ......ccccevvevvrereriennnnn 201.17, 608.01(p)
1.58 Reproduced .........ccocvvvvvrirnriennnn 608.01, 608.05(b)
1.59 Reproduced ........ccccerveenerieiienieeseeeie s 724.06
1.63 Reproduced ........cccocevvneieiineneenns 201.06(c), 602
1.64 Reproduced ........cccccvveiiininiiieeceee 605.04(a)
1.66 Reproduced ........ccoevvvrviviireiinenns 602.04(a), 604
1.67 Reproduced ........cccoevveivierieeieiee e 603
1.68 Reproduced ........ccccooeeeieiieiiie e 602
1.69 Reproduced ........cccoeveiineiiienene 602.06, 2004
1.71 Reproduced ........cccoevviirrnnenne 608.01, 608.01(v)
1.72 Reproduced ........cccevvvvrviniieienenns 606, 608.01(b)
1.73 Reproduced ........cccovvvveiiiniecieeesieee 608.01(d)
1.74 Reproduced ........cccccvveviiniiiiicecsieee 608.01(f)
1.75 Reproduced .......... 608.01(i), 608.01(n), 2173.05(n)
1.76 Reproduced ........cccccerviniiiineecnieee s 601.05
1.77 Reproduced ........ccoeevvvrvirarnannnn, 608.01(a), 608.05
1.78 in effect on November 29, 2000, Reproduced .........
................................................ 201.11, 804.03, 822.01
1.79 Reproduced ........cccoovveiieneinineeee 608.01(e)
1.81 Reproduced ........ccceveverierrinreceeeeeee e 608.02
1.83 Reproduced ........cccevvvvrvieeeeeeiee e 608.02(d)
1.84 Reproduced ...... 608.01(f), 608.01(v), 608.02, 1606
1.85 Reproduced ........ccccoeveieenen. 608.02(b), 608.02(p)
1.91 ReproducCed ........ccoerieereiiinenseseeee s 608.03
1.93 Reproduced ........ccoevvvvirireeeeee e 608.03
1.94 Reproduced ........ccccoeevirenininiie e 608.03(a)
1.95 Reproduced ........ccccoceviriiininiie e 608.03(a)
1.96 Reproduced .........ccccvveviiiniiiiicecieee 608.05(a)
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1.97 Reproduced .......ccoevveveieiiie e 609
1.98 Reproduced ........cccooveieieniieienereeie e 609
1.99 Reproduced ........ccccoeveinennineinieee 610, 1134.01
1.102 Reproduced ........c.ccoevvrervrienieennen. 708.01, 708.02
1.103 Reproduced ..........ccoervvirerniniecirieccsieeees 709
1.104 Reproduced ........cccoevvevrerverrnrnenn 706, 707, 707.05
............................. 707.07, 1302.14, 1852, 2260, 2660
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35 U.S.C. 100 Reproduced .........ccccervrveeerirnieeninnenen. 701 35U.S.C. 171 Reproduced .........c.cccerunene. 1501, 1504.01
35 U.S.C. 101 Reproduced ................ 701, 804, 2107.01 35 U.S.C. 172 Reproduced .................. 1504.02, 1504.10
35 U.S.C. 102 Reproduced ..706.02, 706.02(a), 1504.02 35 U.S.C. 173 Reproduced .........ccccorurererirererenienen. 1505
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Statutory authority of Director--Subcombination

Sec. No. Sec. No.

35 U.S.C. 181 Reproduced .......ccccevvevverevrerernrennnnns 115 OVEICOMING.....eiviieiererieieesiesie e ste e 706.02(b)
35 U.S.C. 182 Reproduced .......ccccevvevveveiennens 706.03(s) Rule 1.130 not available..........c.ccccoveveiiiciiiciiies 718
35 U.S.C. 184 Reproduced ..........cceucne. 140, 706.03(s) Rule 1.131 not available............cccooooiinininiiin, 715
35 U.S.C. 185 Reproduced ..........cceuenne. 140, 706.03(s) Statutory classes of invention, utility.................... 706.03(a)
35 U.S.C. 186 Reproduced ..........ccoceovrvrrirenincnnnnns 140 Statutory disclaimer (See Disclaimer; Terminal disclaimer)
35 U.S.C. 187 Reproduced .......ccccevververererennrnnnnns 140 Statutory estoppel in inter partes reexamination........... 2601
35 U.S.C. 188 Reproduced ........ccccoevrverervrnieeninnenen. TA0 2612, 2614
35 U.S.C. 251 Reproduced ..........cccoeuneen. 1401, 1412.03 Statutory Invention Registration (SIR)................... 409.03(j)
35 U.S.C. 252 Reproduced ........c.ccoevreencrnienennas 1460 Chapter 1100
35 U.S.C. 253 Reproduced ..........ccoeereererniennennas 1490 Defensive publication compared.............c.coeeuennen. 711.06
35 U.S.C. 254 Reproduced .......cccovevveveerernreninreenns 1480 Effect Ofcovvireee 1111
35 U.S.C. 255 Reproduced .......cccccevvevvevreievienrernenns 1481 EXamination .........cccccoevevieevcie e, 1101, 1103
35 U.S.C. 256 Reproduced ..........ccocevvrreivnernennns 1481.02 Provisional application............cc.ccoeevneiiincincnenens 1101
35 U.S.C. 261 Reproduced ........ccccocevreriirieeniennnnns 301 Publication Of ..o 1111
35 U.S.C. 262 Reproduced .......cccoevvevverrerereernrinninns 301 Refund of fee.....cccvvcv v 1109
35 U.S.C. 267 Reproduced .......ccccevvevverrereerennrieninns 710 Rejections using .........ccccvevvenenins 706.02(a), 901.02, 2136
35 U.S.C. 293 Reproduced .......cc.ccoeevrervierinnnnn. 302.04 REQUESE FOF ..o 1101
35 U.S.C. 294 Reproduced ........c.cocevrevvivrireniennenns 311 Secrecy order application ...........ccoccoeveveriiineneennn, 1103
35 U.S.C. 301 Reproduced .........c.coervevruennn 2202, 2602 Statutory period (See also Period for reply: Shortened
35 U.S.C. 302 Reproduced .......cccovevveveereerereeninrennns 2210 statutory period).........ccoevevveiveiieieieieinens 710.01, 710.01(a)
35 U.S.C. 303 Reproduced .........cccoecvreivnerinnnieeas 2240 Abandonment for failure to reply.......... 711.02, 711.02(a)
35 U.S.C. 304 Reproduced .......ccccooeevrervnerininnnenas 2246 APPEAL ...t 1205
35 U.S.C. 305 Reproduced .........cccoeevreennnn 2254, 2261 Broadening claims in a reissue application.......... 1412.03
35 U.S.C. 306 Reproduced .........cccoeervruennn 1216, 2273 ComMPULE ....cviiiiice s 710.01(a)
35 U.S.C. 307 Reproduced ........ccoevvvrvrrnnnn 2288, 2293 Date from which period runs........c..cccccevevverivennnne. 710.06
35 U.S.C. 311 Reproduced .......ccccooeevrerenereninnienias 2610 Date of abandonment ...........ccccoovveveivienieennnn, 711.04(a)
35 U.S.C. 312 Reproduced ........c.ccoevreenrerennnennas 2640 Full statutory period ...........ccoeceveriiencincneesc e, 130
35 U.S.C. 313 Reproduced ..........ccoevrevnrenennnennas 2646 Not extendible ..o 710.02(e)
35 U.S.C. 314 Reproduced ............ 2654, 2661, 2686.04 Postal Service Emergency ........ccovoevvvereinenncreennns 511
35 U.S.C. 315 Reproduced .......cccovevvevvevererieninnnenns 2674 Property rights statement............ccocvevveiveveieicnenennnns 150
35 U.S.C. 316 Reproduced ..........ccceeervevennnn. 2688, 2693 Reexamination, ex parte.........cccccceeevevenennne 2265, 2272
35 U.S.C. 317 Reproduced .......cccceevereeieeieeneenn 2686.04 Reexamination, inter partes..............c.cceeeen. 2662, 2665
35 U.S.C. 318 Reproduced ........c.ccoceervevncrnnicns 2686.04 Secrecy order application ..........c.cocvivenninennienene 130
35 U.S.C. 361 Reproduced ..........ccoeereercneiennennas 1805 Shortened statutory period (See Shortened statutory
35 U.S.C. 362 Reproduced .......cccoeevveveerererieninnnnnns 1840 period)
35 U.S.C. 363 Reproduced .......c.cccoecvvervnerieinnnnnias 1810 Two periods for reply set .........ccevneen. 710.04, 710.04(a)
35 U.S.C. 365 Reproduced ........cccceoveieeienenenne 201.13(b) Stay of reexamination
35 U.S.C. 371 Reproduced ........c.ccoeereienernnnens 1893.01 EX PAre ..o 2284, 2285
35 U.S.C. 373 Reproduced .......cccoeevveveeverereninreenn 1810 INter partesS.......coovvvviveieeveienese e 2686.03, 2686.04
35 U.S.C. 374 Reproduced ..........cocvvenne. 1857, 1857.01 Stay Of reISSUB.....ccvvvireeeeece e, 1442.02, 2285
42 U.S.C. 141 Cited...ccooeriireieiieee e 120 Stockholm Revision, Paris Convention (See also Treaties)
42 U.S.C. 181 Cited....eovrererreiririiieiecereee e 120 201.13
42 U.S.C. 2182 Reproduced .......c.ccccoereerenieririnnnn, 150 Strasbourg Agreement (See also Treaties)................. 903.09
42 U.S.C. 2457 Reproduced .........ccocvevvereevvererenninnn 150 STIC (See Scientific and Technical Information Center

Statutory authority of DIrector.........c.cccvceveviveinicienas 1001 (STIC))

Statutory bar..........ccccue.een. 706.02(a), 2133 to 2133.03(e)(7) Subclass, list of patent numbers.........cccccvvrvrinne. 902.03(c)
Foreign application ..........c.ccccooeveeinenen 201.13, 1504.02 Subcombination
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MANUAL OF PATENT EXAMINING PROCEDURE
Subgeneric Markush claims--Suspension

Sec. No.

Aggregation and..........cccccevevriereneensneene e 806.05(a)
Combination and...........ccoeevverniineneineeees 802.01
SPECIES ..ttt 806.04(b)
Subgeneric Markush claims ..........cc.cccovieiiiennne 2173.05(h)
Subject matter, design patent ...........c.cccceeneee. 1502, 1504.01
Subject matter, NONStatutory..........ccoovevvvevevveriereennn, 706.03(a)
Subject matter combinations.........c.ccceceveieieninnn, 903.02(b)

Submission of amendment or showing of facts after Board

AECISION...evieiieiee e 1214.01
Submission of patents or publications, third party .......... 610
Submission to classification unit

Classification of application ........... 903.08(d), 903.08(e)
Patentability report..........ccooeoeiiniiiciiieee 705.01(a)
Submission of prior art by applicant ...................... 707.05(b)
Submission of information by applicant ................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file..........c..c.c......... 1216.02
Subpoena of eXaminer..........ccocveieienenienieeieieie e 1701.01
Subscription correspondence address............c.c...... title page
Substantial new question of patentability
In ex parte reexamination ............... 2216, 2242, 2258.01
In inter partes reexamination.............c.ccoceviae 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIGNMENT .t e 306
Copendency 1aCKiNg........ccocovrirereiinieieieeeee 201.11
DefinitioNn......ccccoieieiei e 201.09
Does not carry ownership from parent....................... 306
File wrapper/history notation..........cc.ccoeveeveivenenens 202.02
Reference to parent application ............... 201.09, 201.11
Substitute attorney or agent.........occocevevieiieienene e 406
SUbSEItUte 0ath.......ccovviiie s 602.02
SUDSHItUE PAJE ..o 714.20
Substitute specification ...608.01, 608.01(q), 714.19, 714.20
Amendment incorporating ............... 714,714.19,714.20
NEW MALLET.....eeieieiiiieie e 608.01(q)
Sufficiency of disclosure affidavit ..........cccccocevviivirnnnn, 716
‘Sufficient cause’ for extension of time in ex parte
FEeXamiNAtioN ........ccoeiiiriiireeeree s 2265

‘Sufficient cause’ for extension of time in inter partes

FEEXAMINALION ...ttt 2665
Suggested claims, Failure to make.............cccce..... 706.03(u)
Suggestion of allowable claims

by examiner.........ccocoeeveiviiencienenece e 707.07(j), 713.01

Suggestion of claims for interference.2304.03 to 2304.04(b)
Suggestion of claims for interference,
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Sec. No.
time limit......oocoeee 710.02(c)
Summary of action PTOL-326 .........ccccocvrvvvrenincrieennnnns 707
Summary of INterView ..........ccoccoevvvvrcinenns 713.01, 713.04
Summary of INVENLion .........c.ccoeveveiicneincieens 608.01(d)
Sunday or holiday, effect on time for reply ..................... 502
................................................... 505, 513, 710.05
Sunday or holiday, effect on reference.................. 706.02(a)
Supervisory applications examiner.............ccoceevennene. 714.13
Supervisory patent examiner ................. 705.01, 707, 707.02
................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
................ 812.01, 903.08(b), 1207, 1207.01, 1207.01,
................ 1207.02, 1207.03, 1207.05, 1208, 1211.01,
........................................................................ 1214.07
..................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
........................... 2633, 2636, 2637, 2638, 2641, 2648
.................................................... 2671, 2671.03, 2676
Petitions decided by ........ccoeoviniiiiniien 1002.02(d)
Supervisory review, Rule 1.817........c.ccccccevvvvenene. 711.03(d)
Supplemental action ..........cccccoeviiiiincienne 710.06, 714.05
Supplemental Amendment...........c.ccoovvviieinnennne 714.03(a)
Supplemental Application Data Sheet (ADS)............. 601.05
Supplemental examiner’s answer ................... 1207.04, 1211
Supplemental oath or declaration ............cccccoeveeveieniennn 603
After allowance ........ccoceveveieiiiiiciee 603.01, 714.16
REISSUE .. 1414.01
Surcharge for late payment of fees
in international application ...........cccoevinnciiinenn 1827
Surface ornamentation..................... 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surrender of patent (not required) ........ccoeeereiencreenne. 1416
Suspension
Applicant’s request for........coccovvviviivviciecrercrcre e, 709
Decided by ....oovovvviiiiieceee, 709, 1002.02(c), 1004
Deferral of examination ............cccccoeeviiininienencnen 709
Ex parte prosecution during interference............. 2307.03
Not permitted if outstanding Office action................. 709
Of action, because of litigation..............c.ccceevvrnnene. 1213
Of action, by Office.....c.ccccoviiiiiiieccece e, 709
Overlapping application ..........ccccceoeveneniienenienn 709.01
Reexamination
EX PAIte...c.coieieeee e 2283, 2284
INter Partes.......cccvvvevieeviiene e 2640, 2686.01
Request for, iN CPA ... 709
Request for, in RCE ... 709



INDEX

Swearing back of reference--Third party submissions/inquiries/correspondence in published applications

Sec. No
RUIES . e 1002
Secrecy order application...........ccoccovveieiveeveieneenenn, 2306
Supplemental Reply ... 709

Swearing back of reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

Symbols, Drawing.......ccceevvvveiieerienenesesese s e, 608.02
T

Tables submitted on compact disc..........c.ccovvvruenene 608.05(b)

Technical dOCUMENtS..........ccevvvvirrieseeeeeee e 901.06(a)

Technical reJections ........ccccevvevveievenie v, 706.03

Technical support staff duties (See Manual of Clerical
Procedure)

Technology Center Director (See Director of Technology
Center)

Technology Center, papers sent to wrong.................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection................... 2173.05(n)
Telephone NUMDETS ..o 1730
AHOIMEY ..o 408, 713.01, 714.01
EXAMINET ... 707.08
General information...........ccccocevevvieiieiniecie e 1730
Telephoning of attorney to examiner ................. 408, 713.01
Term, Patent.......cccoovvienieee e 707.05, 2701
Adjustment of ... 2701, 2710, 2730
............................ 2731, 2732, 2733, 2734, 2735, 2736
Determination of .........ccccoovvivvinieeieienee e 2733
Due care SHOWING .....ccevvevevenvneseeeeeeere e 2734
Grounds fOr .......ccvverviree e 2730
Period Of ... 2731
RedUCLIONS 0. c.veieie e 2732
Request for reconsideration.............ccocooeevvrrnnnne 2735
Third party Papers .......ccocvveereriesrereeieereseseseseens 2736
Continued prosecution application............c..cccevenae 2701
Deposit of biological material..............ccccccoeniiinnne 2408
DESIGN ..ecveveeeteee e 1502.01, 1505
DiVISIONaL......coiiriiiiiee e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and..................... 2750 to 2758
Deadline.......ccccooveeeveivieniennnn, 2754.01 to 2754.03
Duty of disclosure and ...........cccooevvvrenicnnnnn, 2762
Interim extension ...........ccccceveuee. 2755.01, 2755.02
Specific Products
Animal drugs........cccveveeens . 2750, 2751, 2758
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Antibiotic drugs ......c.ccceveverieiieinnenn, 2751, 2758
Color additives...... ...2750, 2751, 2754.01, 2758
Food additives........... 2750, 2751, 2754.01, 2758
Medical devices.............. 2750, 2751, 2753, 2758
Veterinary Biological Products.................... 2750
.............................................. 2751, 2756, 2758
Third party Papers .......ccoceveeevereienereeceseeenn, 2736
Withdrawal ..........ccooeiiiiiiiiieee 2761, 2764
USPTO delays and..........cccoceevirinnineeicncnenns 2710
FOMBIGN . 901.05
Transitional practice...........ccccevvvvvnnnn. 706.07(g), 803.03
ULHIEY oo 2701
Terminal disclaimer (See also Disclaimer).................... 1490
Avoiding double patenting rejection................. 706.02(k)
............................ 706.02(1)(3), 804.02, 806.04(i)
Certificate of correction and.............c.cccevverne, 2701, 2720
Continued Prosecution Application (CPA) .............. 1490
Continuing applications............ccocevveiiineincneenne, 1490
Copending applications procedure...........ccccoveveeuenes 1490
Informal MemO ..o 1490
Request for Continued Examination (RCE)............. 1490
REISSUE ..o 1410.01, 1451, 1490
Required for revival ... 711.03(c)
ROULING ...ttt 1490
SIgNAtUre iN .ocvvivceceeecce e 402, 1490
Situations where not applicable.............c.ccocooei. 804.03
Withdrawal of..........cooviiiiiii e 1490
Terminology in application................... 608.01(g), 608.01(0)
.............................................. 706.03(d), 1302.01
Termination of proceedings.........c..ccccuv.... 201.11, 711.02(c)
Ex parte reexamination ...........cccccoceveneieninencennnn 2294
Inter partes reexamination ..........c.ccoccevveeneneinnenn 2694
TESS (Trademark Electronic Search System)............... 1703
TeSt COMMENTS.....ccvviiieiiiee e 707.07(1)
Testamentary, Letters (See also Administrator or executor)
..................................................................... 409.01(b)
Testimony, eXaAMINEr ...........coerereineneeereeeeens 1701.01
Testimony, public use proceeding ........c.ccocvevreririennnn. 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third aCtion CASES........coiieirriiiie e

Third party reply in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Third party submissions/inquiries/correspondence in
published applications 1134, 1134.01
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MANUAL OF PATENT EXAMINING PROCEDURE
Time and Activity Report--Transitional application

Sec. No.
Time and Activity Report........cccocecvvevvivvvvnnennne. 1704, 1705
Time for claiming benefit of earlier application......... 201.11
Time for deciding Director
initiated reexamination............ccccocceveiencncnnns 2211, 2239
Time for deciding reexamination request...................... 2241
Time for filing papers, right of priority.................. 201.14(a)
Time for filing Petitions ..........ccccvevveieiicieicc e 1002
Time for requesting reexamination
EX Parte....cccooiiiiiiceee e 2210, 2211
INEr PANTES.....viiieiieiec e 2611
Time for reply (See also Period for reply).......... 702.01, 710
Time for reply to action in reexamination
EX PAITE...coeiiiieiccce e 2263
INEr PANTES.....viiiiiiciece e 2662
Time limit.....ocooviiee e 710.02, 710.02(c)
For making suggested claims..........cccccccvervennnne 710.02(c)
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR) ........ccccccvvenne. 1843.05
Period for reply ......cccovvevvrieie e 710
Permanent ink COPY .....cccovvvvvvieireieseeiieseenie e e 714.07
Priorart filing .....c.ccoooeviiiiiiie e 2204
Reply to final rejection ..........ccoceviveieicnennnn 706.07(f)
Restriction requirement...........ccocoeveiiereineneienennns 811
Rewrite claims following Board decision........... 1214.06
Shortened statutory period compared to ............... 710.02
.................................................... 710.02(b), 710.02(d)
Statutory period .........ccooeveieieneinnnns 710.01, 710.01(a)
Transfer of application.........c.ccccocevvvniiicnens 903.08(d)
TWO Periods ruNNINg ......c.cceeverereresieseseereesieseens 710.04
Time period for owner’s statement ..........ccocccvvvereennne 2249
Time reporting.......ccoceeeeveeeeeeieeieneene. 2238, 2638, 2671.03
Time to pay maintenance fees..........ccocooveiiireinennn, 2506
Timely submission of protest...........ccceovvrvvncnnnn, 1901.04
Title conveyed by assignment............... 201.12, Chapter 300
Title documents, handling........ccccovvevieneiiiensiieeee 317
Title of INVENLION.......oooiiiiiie e 606
Change by examiner .........cccceveevnennn 2660.02, 2686.03
Design application ..........ccccccevevenene. 1503.01, 1504.01(a)
Amendment of ... 1503.01
Use of Trademarks in .......ccccovervivneincnsisennns 1512
International application ...........c.ccccvvneiiineiicnnn, 1821
Plant patent application...........ccocoovviirennienensenne, 1610
Reviewed at iSSUE.........cccoererveireniaennn. 606.01, 1302.01
Title repOrt....cvceieiciese s 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with Signature ..o, 605.04(e)
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Trade secret material ........cc.coooveveiviennienenn 724 to 724.05
Completeness of file wrapper..........ccoceevvrvnnnnne 724.01
Materials submitted covered
by 35 U.S.C. 122....ociiiiceee e 724.04(a)
Method of SUBMItLING ......cccooeiriniieee 724.02
Office treatment and handling.................. 724.04, 724.06
After publication...........cocoevvviiiieinicinnn, 724.04(a)
Petition to expunge materials ..........c.ccovvereienenns 724.05
Reexamination under 37 CFR 1.11(d).............. 724.04(c)
Reissue under 37 CFR 1.11(0) ....cooovrvvviierinnnne 724.04(b)
TYPES OF . 724.03
Trade secret submission label.............ccccoviniiinnne. 724.02
Trademark and trade name ................... 608.01(v), 706.03(d)
....................................................... 2173.05(u), App. |
Design patent, relationship t0.........cccccevcvvievvininenns 1512
Misuse in patent specification..............ccccceenee 608.01(v)
Trademark Manual of Examining Procedure......... Foreword
Trademarks, Partial list of.............cccoeniiiinnn, Appendix |
Transfer of application
After amendment.........ccoceveeievie e 903.08(c)
After classification decision ............cccccoeeuenene. 903.08(g)
Allowable application ...........ccccceeeienens 903.07(b), 1305
Decision of classification examiner .................. 903.08(f)
Divisible iNVENtioNnS...........cccooevievenienn e 812
INErferenCe .....coovvvve e 2304.01(b)
NEW .. e 903.08(a)
Notification of applicant...........ccocecreriinennennn. 903.08
Outside Technology Center...........ccocevvvrennne. 903.08(d)
Primary examiner’s authority ...........c.ccocvoervienenns 903.08
Procedure ......cccoovvevvevveiveieneiesenn, 903.08(a), 903.08(d)
Secrecy order application ..........cococveiiinienicienee, 130
Submitted to classification examiner................ 903.08(d)
Within Technology Center..........ccocccvvrvinnnn. 903.08(d)
Transfer of class or subclass........c.cocovevevencneininnn, 903.05
Transfer of drawing .......ccccocevevvivvieeceeierece e 608.02(i)
Transfer of reexamination
EX PAITE ..o 2237
INEr PAMTES ...ccvvieiii 2637
Transfer of rights to patent or application .................. 509.02
Transfer of specification prohibited....................... 608.01(t)
Transfer of U.S. patent ......cccccevevievennnin e, 903.05
Transitional application (See also Application)
After final practice .........ccooevvvriiiiiciieie 706.07(Q)
Generic claim allowable..........c..cccovviviviciennenn, 803.03(b)
Linking claim allowable............c..cccovevvivriiennne 803.03(a)
Patent term ........cooveieeiie e 2701
Restriction practiCe........cccoeveveieienene e 803.03



INDEX

Transitional phrases--Utility lacking, rejection

Sec. No.
Transitional Phrases ........c.ccoovevvevereniesiesesiesieerieinns 2111.03
“Characterized by”........ccccovviivvieiecerececeeen 2111.03
“CompPOoSed OF ..o 2111.03
“COMPIISING” .coviveieeieee e 2111.03, 2173.05(h)
“Consisting essentially of”.........c.ccccooniininens 2111.03
“Consisting of” ......ccceeievieree, 2111.03, 2173.05(h)
“CONLAINING” ..o 2111.03
Translation, foreign application or foreign
Priority dOCUMENT ......ccveiivirieiriereere e 201.15
Translations index iN STIC ........ccccovviinniiciniens 901.06(a)
Translator, Patent and Trademark Office............... 901.05(d)
.............................................................. 901.06(a)
Transmission, certificate of (See Certificate of mailing or
transmission)
Transmittal Fee, PCT ..o 1827
Traverse, answer all matters..........cccoceeevvvereriennn, 707.07(f)
Traverse, division or species requirement...........cc.c........ 818
............................ 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim ...................... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application)........c.cccceevevnnene, 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MiCroorganisms) .......c.ccoceeevereeereieneneiennes 901.05(b)
........................................... 2402, 2404.01, 2405, 2408
................................. 2409, 2410.01, 2410.02, 2411.01
European Community Design.........cccoceveveiennnne 1504.10
European Patent Convention....................... 901.05, 1817
......................................................... 1840.01, 1865.01
GATT oot 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13, 1504.10
Hague Convention ............. 409.01(b), 602.04(a), 604.04
Inter-American Convention ...........ccoceeeveivevernnenns 201.13
Libreville Agreement............cccevevvevveveienesnnnannns 201.13
NAFTA ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention...........cccoeeneeneninennen, 201.13, App. P
Patent Cooperation Treaty (PCT) ............... Chapter 1800
........................................................... App. Al, App. T
Strasbourg Agreement .......cccvevverveeereereseeseneens 903.09
UPOV Convention (See also Plant patent) .... 1612, 1613
Uruguay Round Agreements Act (URAA)....... 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
PIOPEITY ..o 1801
TUDBIS e 1601

Twenty year term (See Term, Patent)
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Two month delay period in reiSSUES ........cccvvevvvrvrnenns 1441
Two periods for reply running........ccccoeevevvienercennnn 710.04
TYPE FONT i 608.01, 1504.01(a)
U
Unavailable inventor............cccooevviviincncinnennns 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation...........c.cccceeune.. 608.01(e)
Undelivered mail .........cc.ccovevvveiciiiieeciee, 707.13, 1303.02
Undue breadth rejection...........cccccceevernnee. 706.03, 707.07(g)
................................. 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132)) .......cccc...... 716.02 to 716.02(Q)
Unintentional abandonment (See Abandonment)
United Kingdom priority document............cccccceveenne. 201.15

United States Code (See also Statutes)
United States of America, Foreign language names for

..................................................................... 901.05(a)
Unity of invention............. 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning ....... 509.02
Unlocatable Patent or Application Files..................... 508.04
Unmatched PaPers .......cceveveeriereieniereeee e 508.03
Unofficial subclasses and digests .........cccoceveruenee. 903.02(c)
Unscheduled closSing.........ccocvvvvivnvciecescne e 201.13
Unsigned amendment.........ccccccovvvevevieniennenn, 711,714.01(a)
Untimely filed (premature) paper prior to order
for ex parte reexamination............ccccoocevereiinenceene. 2225
Untimely filed (premature) paper prior to order
for inter partes reexamination ..........c.cc.ccvevvvvivivennnne. 2625
Untimely response to ex parte reexamination ............... 2267
Untimely response to inter partes reexamination.......... 2667
UPQV Convention (See also Plant patent; Treaties).....1612
............................................................................. 1613
Uruguay Round Agreements Act (See also Treaties)
........................ 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaIMS ..o 2173.05(q)
Use, Public (See Public use)
USBE PASS..eeuveeveeieieeteesteeieesteeseesteestaesteeseeeseesneesneesseesseeneas 510
USPTO Contact CeNEr .........ccevveierieneneniesenie e 1730
ULty ClaSSES.....ccveivecreiecieicece e 902.02
Utility, disclosure in drug cases................. 2164.06, 2164.07
Utility requirement guidelines ...........ccocooveveiienccnnen. 2107
Legal precedent for..........ccccevvevvriennnn 2107 to 2107.03
Relationship of enablement to...........cccccovennnen. 2164.07
Utility lacking, rejection..........cccoceveevrennne. 706.03(a), 2107
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Sec. No.
Utility model .......c.coovvieiirececceeeec e 901.05(b)
Utility patent (See also Design application; Patent; Plant
PALENT) ..o 901.04, 1502.01
Application publication............cccccoceiiiinnns 1120to 1135
COPIES OF .t 707.05(a)
Copyrighted material in ..........ccccvvevevveiveiciennns 608.01(v)
Design patent compared t0..........ccccevvevierieriennenn, 1502.01
Double patenting..........coceveiieenieeieeee e 804
Drawings / Photographs..........c.ccccee.e. 608.01(f), 608.02
Elements of ..., Chapter 600
Expiration date or term.........ccccceevenee. 2211, 2250, 2611
Maintenance fEES ......coovvvvviiirr e 2506
Period of enforceability ....................... 2204, 2211, 2611
SPECITICALION ... 608.01
Utility required........ 608.01(p), 706.03(a), 2107, 2164.07

\Y%
Vague and indefinite rejection (See Indefinite claim)
Validity of patent, examiner comments ............cc.cccve.... 1701
VEBNUE ..ot 604.02
Video conference CENter.......cooovvvvverinieneiesenieeseee 713.01
VidE0 tAPES....cveieieeiiie e s 713.01
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest ........ccceeveveievennenn, 1901.02, 1901.06
Visitors t0 OFfiCe......ocviiiiii e 510
Voluntary publication............cccovniiiieiicce, 1133
wW
Waiver
Of confidentiality ... 103
.............................................. 201.06(d), 1002.02(k)(1)
Of deficiencies in oath or declaration ................... 602.03
Of patent rights .......cccccceveivinnen, 706, 711.06, 1101, 1111
OF TUIES .o 201.03, 402.10,
............................................................. 602, 711.03(c),
..................... 724.06, 803.04, 1002, 1002.02(b), 1481,
....................... 1850, 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window ..........cccccveeeeeieneenciiesicnienn 502
Washington D.C. representatives of attorneys................ 408
When disclosure is made.........ccoovvvevereneneneneieseenn, 2003
White HOUSE iNQUITY .....covvvieircecececce e 203.08(a)
Who has duty to disclose.........cccevivveievieieicneieinns 2001.01
WIPO ..o 201.13,901.04, 1801
Rev. 4, October 2005
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WIPO Standards
ST 3 901.05(b), 1851
ST. 20 it 901.05(b)
ST. 14 e 707.05(e), 901.05(b)
ST. 16 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced .........ccccovvveveieeieiieieieinns 2422
(O71(-To IR 2422.01, 2423, 2423.01
ST. 34 e 901.05(b)
Withdrawal from appeal after remand by Board . 1002.02(d)
Withdrawal from iSSUe.........ccocovvvvernirennne, 1303.01, 1308
Amendment crossing allowance............cc.cccoeeueaee. 714.15
Director’s approval..........ccccceveieiencnennncnn. 1003, 1308
Petition for...........cccoeueeee. 1002.02(b), 1002.02(c), 1308
Quality REVIEW.......ccvcveieieie e 1308.03
Refund of fee......ccocoviirciiii e 1308.01
REJECHION .ot 706.04, 1308.01
Withdrawal of abandonment (See Abandonment;
Petition)
Withdrawal of appeal..........cccceveveiiiciinie s 1215.01
Withdrawal of appeal claim....................... 1214.05, 1215.03
Withdrawal of attorney (See also Attorney or agent; Power
of attorney) ......c.ccccveevrene 402.06, 1002.02(s), 2223, 2560
Withdrawal of claims
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected SPECIES.......ccovrvevrrerernnn, 821.01, 821.02
Withdrawal of final rejection...........c.ccocecvviiiiennn 706.07(e)
Premature final ..o 706.07(d)
Primary decides........ocoovirriiiieiie e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition)..................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR request .........cccocvervninncieeee, 1109
Withdrawal of terminal disclaimer...........ccccoeeverennne 1490
Withhold from issue petition ........c.cccceevvveinnene 1002.02(c)
Witness, EXamINer @S ........ccocovvvererineneesienienesennans 1701.01
World Trade Organization member countries ............ 201.13
World Wide Web address.........cccoeverviennivnnseseenne 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must be in.........cccccoveveieiennne 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
deSCription .......cccvvvviiice e 2163.07
Inherent function, theory or advantage ....... 2163.07(a)
Incorporation by reference.............. 201.17, 608.01(p),
C s 2163.07(b)



INDEX
X series of patents--X series of patents

Sec. No. Sec. No.
Burden on the examiner..........cccoceevvvvennienennn 2163.04
Changes to scope of claims...........ccccveveviieinennn, 2163.05
Circumstances when iSSUES arise ..........cccceeeevenee. 2163.03
Design application ..........ccccceeveienennn. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Form paragraphs used to reject.........ccccevvennee. 706.03(c)
Guidelines for compliance.........cccccoeevevenicicnnnnnn, 2163
NEW MALLET.....coieiieieie e 2163.06
Requirements for compliance ..........cccccooeevnnenne 2163.02
Support for claimed subject matter........ 201.11, 2163.01
Corresponding to count in interference............... 2163.03
X
X series of patents (See also Patent) ..........ccccccvvennnee. 901.04
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